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APPELLANT’S APPENDIX 
Part I 

MEMORANDUM BT APPELLANT IN OPPOSITION 
TO MOTION TO DISMISS APPEAL 


THE ISSUES PRESENTED BY THIS MOTION: 

Appellee, S. C. Johnson & Son, Inc., has moved this 
court to dismiss the appeal of Appellant, Gold Seal Com¬ 
pany, on the ground that this Court lacks jurisdiction be¬ 
cause the order from which appeal is taken is not a final 
judgment within 28 U.S.C. 1291 and Rules 54(a) and (b): 

of the Federal Rules of Civil Procedure. , 

# ’ . ■ m 

The action below is a de novo action under R. S. 4915 
(35 USC 63), by Gold Seal Company against the Commis- 
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sioner of Patents and S. C. Johnson & Son, Inc., as a 
former opposer. It seeks review of a decision of the 
Commissioner of Patents refusing Gold Seal Company a 
certificate of registration of its trade-mark “GLASS 
WAX” 

Upon motion by Defendants, Sawyer and Marzall, to 
dismiss the cross-claim of Co-defendant Johnson, in which 
Appellant’s complaint was not in issue, the District Court 
on its own initiative dismissed all parts of Gold Seal Com¬ 
pany’s complaint with relation to its “claim” to registra¬ 
tion of its trade-mark as a distinctive, “secondary mean¬ 
ing” “trade-mark” under the provisions of Section 2(f) 
of the Trade Mark Act (15 USC 1052(f)), on Appellant’s 
application in suit notwithstanding the fact that the au¬ 
thorized tribunals of the Patent Office had twice expressly 
considered this claim and made express findings in pub¬ 
lished decisions. 40 T.M Rep. 347 and 90 USPQ 373. 
From this decision of the District Court dismissing part 
of the complaint, Appellant, Gold Seal Company, appealed. 
Appellee Johnson alone now moves to dismiss the ap¬ 
peal. 

Defendant-appellee’s motion to dismiss this appeal pre¬ 
sents the following questions: 

1. Is this order which dismisses part of Appellant’s 
complaint a final and hence appealable order, within the 
provision of Federal Rule 54(b), where the order ex¬ 
pressly complies with the provisions of Rule 54(b) and 
when the effect of the order is to exclude from the trial 
of Appellant’s suit any consideration of Appellant’s claim 
to, and substantial additional proof of, registrability of 
its trade-mark as a “secondary meaning” trade-mark 
under the provisions of Section 2(f) of the Act of 1946, 
on Appellant’s application in suit while permitting trial 
on Appellant’s separate claim to registration and permit¬ 
ting trial of different claims asserted by Appellee John- 
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son against Appellant by counterclaim and against Ap¬ 
pellees Sawyer and Marzall by cross-claim? 

2. Where the record shows that Appellant has continu¬ 
ously urged two separate claims for registration of its 
trade-mark on the application in suit; where two tribu¬ 
nals of the Patent Office have expressly ruled upon each 
of the claims presented; and where the District Court 
has jurisdiction over this cause of action as a statutory 
trial de novo to review these administrative decisions of 
the Patent Office; is an order making the findings re¬ 
quired by the provisions of Rule 54(b) (both form and. 
substance of the order being acknowledged by both Ap¬ 
pellees) and refusing to take jurisdiction of one of Ap¬ 
pellants claims, thus denying Appellant a whole review, 
a final order within the provision of Rule 54(b) and 28 
U.S.C. 1291? 

PROCEEDINGS BEFORE THE PATENT OFFICE 

The Trade Mark Act of 1946 (15 USC 1051 et seq.) 
became effective on July 5, 1947. In December, 1947, 
some six months later, Appellant filed its application for 
registration of its trade-mark “GLASS WAX” under 
this Act. When Appellant filed its application for regis¬ 
tration the Commissioner had in force a set of Rules of 
Practice and forms for applications for trade-mark regis¬ 
trations under the then new Act. 

But at no time, during the period within which Ap¬ 
pellant’s application was filed, published and opposed, 
and not until long afterwards, did these Rules of Prac¬ 
tice preclude presentation in a single application of a 
claim to registration as a technical trade-mark and a 
separate claim to registration as a secondary meanmg 
trade-mark under the provisions of Section 2(f) of the 
Act. As of the present, the changed Patent Office Rules 
of Practice and the approved forms published therein 
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clearly distinguish between an acceptable application for 
registration of a technical trade-mark on the one hand and 
an acceptable application for the registration of a dis¬ 
tinctive, secondary meaning trade-mark under the provi¬ 
sions of Section 2(f) of the Act on the other hand and 
require separate applications for the two claims. 

On February 16, 1948, Appellant filed in the Patent 
Office a “Petition to Make Case Special”, a copy of which 
was annexed to Appellant’s complaint in this suit. The 
petition asserted in part that “applicant is seeking regis¬ 
tration of this trade-mark under Section 2(f) of the 
Lanham Trade Mark Act of July 5, 1946”. This petition 
was granted the next day. Eight days later, on Febru¬ 
ary 25, 1948, the Commissioner of Patents approved, for 
publication, Appellant’s application. On March 23,'1948, 
the application was duly published in the Official Gazette 
of the Patent Office. Neither in the written approval for 
publication nor in the publication in the Gazette was any 
reference made as to whether the application had been 
approved for registration as a technical trade-mark or 
as a secondary meaning distinctive trade-mark under the 
provisions of Section 2(f). 

Thereafter, Appellee S. C. Johnson & Son, Inc. filed a 
Notice of Opposition which resulted in the institution of 
Opposition No. 27,543. 

Appellant answered the Notice of Opposition denying 
each of Johnson’s allegations and asserting two claims: 
(1) a claim to registration of its mark as a technical 
trade-mark, and (2) a claim to registration of its mark 
as a secondary meaning mark registrable under the pro¬ 
visions of Section 2(f) of the Act. 

Much testimony by depositions of more than one hun¬ 
dred witnesses was taken by Appellant on both of these 
claims and to establish that Appellant’s mark had be¬ 
come distinctive and on briefs and oral argument the op- 


position was presented to the trade-mark Examiner of 
Interferences for determination. A decision was rendered 
by the Examiner of Interferences. On appeal, a second 
decision was rendered by the Commissioner of Patents. 
From the decision of the Commissioner of Patents, which 
refused Appellant certificate of registration on each of 
its separate claims, Appellant instituted the suit below. 

Before each of these Patent Office tribunals Appellant 
pressed both claims and contended that it was entitled 
to have its trade-mark “GLASS WAX” registered as a 
secondary meaning trade-mark, also that its application 
was in prescribed form for registration under the ap¬ 
plicable Patent Office Practice. 

Appellants claim to registration as a technical trade¬ 
mark, and its claim to registration as a distinctive, sec-' 
ondary mecming mark were each expressly considered and 
separately ruled upon in the successive decisions of the 
Examiner of Interferences and of the Commissioner of 
Patents, both of whom erroneously refused to consider 
Appellant’s proofs of distinctiveness, ruling it was not in 
issue. . 

For the convenience of the Court, there are appended 
hereto copies of the title page and pages 347, 348, 359 
and 360 of Volume 40 Trade-Mark Reporter wherein the 
decision of the Examiner of Interferences was published.® 
The Court’s attention is invited to pages 359 and 360 of 
the decision wherein the Examiner of Interferences ex¬ 
pressly ruled on whether or not Appellant’s application 
was an application under the provisions of Section 2(f) 
and was entitled to registration under that Section of 
the Act 

The decision of the Commissioner of Patents was pub¬ 
lished in 90 USPQ at pages 373-380, copies of which are 

* For completeness and the Courts convenience the entire pub¬ 
lished decision is appended hereto. 
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appended hereto. This Court’s attention is directed to 
paragraphs (2), (3) and (4), on pages 376 and 377 of 
90 USPQ as well as paragraph (6) in the first column of 
page 379. Both in the last sentence of paragraph (6) on 
page 379 and in the second paragraph commencing on 
the right hand column of page 377 the Commissioner 
made an express holding (erroneously Appellant submits) 
that Appellant’s application in suit had not been sub¬ 
mitted in the form the Commissioner now requires for 
registration under Section 2(f) of the Act. 


PROCEEDING BEFORE THE COURT BELOW 

Appellant filed suit under R.S. 4915 for review of the 
decision of the Commissioner of Patents. 

After Appellant’s complaint had been filed and answered 
by Defendants, Sawyer and Marzall, Co-defendant John¬ 
son also filed an answer to the complaint, a counterclaim 
directed against Appellant, and a cross-claim directed 
against Co-defendants Sawyer and Marzall. Co-defend¬ 
ants Sawyer and Marzall promptly filed a motion to dis¬ 
miss the cross-claim directed against them. 

The motion to dismiss the cross-claim was argued by 
counsel for the several co-defendants and during such 
arguments the Motions Court was erroneously advised, 
and therefore erroneously assumed, that Appellant’s right 
to registration of its trade-mark as a “secondary mean¬ 
ing” mark under the provisions of Section 2(f) on the 
application in suit had never been considered by the Pat¬ 
ent Office. (Transcript of Hearing, pages 11, 21-22 and 
26). Both Defendants filed points and authorities at the 
hearing on the Motion. Appellant filed none. 

The Motions Court expressly eliminated from Appel¬ 
lant’s complaint all portions which “relate to the claim 
of Plaintiff, Gold Seal Company, to a registration of the 
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alleged trade-mark ‘GLASS WAX’ under the provisions 
of Section 2(f) of the Trade-Mark Act of July 5, 1946”. 
(Order of October 20, 1952, emphasis ours.) This elimi¬ 
nated Appellant’s claim to registration as a secondary 
meamng trade-mark and deprived Appellant of its right 
to introduce further evidence of distinctiveness. This 
order of the ^lotions Court dismissed one but not all of 
Appellant’s separate and severable claims for relief, and 
was in express accord with the provisions of Rule 54(b) 
Federal Rules of Civil Procedure. Counsel for all parties 
approved the order in the form as submitted and as - 
signed by the Motions Court. 

Appellant’s claim to registration under the provisions 
of Section 2(f) on the application in suit had been con¬ 
sidered by both tribunals of the Patent Office. 40 T.M. 
Rep. 347 and 90 USPQ 373. 

ARGUMENT 

Appellee, S. C. Johnson & Son, Inc., has moved to dis¬ 
miss the appeal on the ground that the order from which 
the appeal is taken does not finally adjudicate one or 
more claims within the meaning of Rule 54(b) of the 
Federal Rules of Civil Procedure and hence is not a final 
judgment within Section 1291 of the Judicial Code (28 < 
USC 1291) and Rule 54(a). This Motion to Dismiss is 
repugnant to the express language of the order. 

Rule 54(b) prescribes four requirements for an appeal- 
able final judgment upon one of multiple claims. These 
are: 

1. That more than one claim for relief be presented 
in an action. , 

2. A direction for entry of final judgment upon at 
least one claim. 
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3. An express determination by the conrt that there 
is no just reason for delay. 

4. An express direction for the entry of judgment. 

The Order itself dismisses the complaint of Appellant, 
Gold Seal Company, insofar as it relates to “the claim” 
of Plaintiff to a registration of its trade-mark as a 
secondary meani/ng mark within the provisions of Section 
2(f) of the Trade Mark Act of July 5, 1946. The Order 
states: 

“The court finds that there is no just reason for 
delay and this order constitutes a final judgment as 
to that part of plaintiff’s complaint . . . which relate 
to plaintiffs’ claim to a registration under the pro¬ 
visions of Section 2(f) of the Trade Mark Act of 
July 5, 1946, within the provisions of Rule 54(b) Fed¬ 
eral Rules of Civil Procedure.” 

This Order was signed by the District Court after being 
approved as to form by all of the parties to the suit. All 
four requirements of Rule 54(b) are explicitly present in 
the Order which is an appealable final judgment squarely 
within the provisions of the Rule. 

Moreover, throughout this entire proceeding, including 
the proceeding before the Patent Office tribunals below, 
Appellant has asserted two claims each of which entitles 
Appellant to registration of its trade-mark on the appli¬ 
cation in suit. One of these claims is Appellant’s right to 
register its mark as a secondary meani/ng trade-mark 
within the provisions of Section 2(f) of the Act of 1946, 
and the other of these claims is its right to register its 
mark as a technical trade-mark, under other provisions of 
the Act. 

Each of the above claims depends on separate, differ¬ 
ent and independent facts for existence and is entirely 
distinct from the other. Each claim will and has required 
production of different testimony and different proofs 




* 


j 


and requires consideration by the court of different legal 
requirements. 

The term “claim” as used in connection with Federal 
Rule 54(b) has been described as meaning a factual oc¬ 
currence or a separate judicial unit. Reeves vs. BeardaU, 
316 U.S. 282, 285, 62 Sup. Ct. 1085. And more than one 
such judicial unit may arise out of a single transaction. 
Harmey et al. v. Franklin Fire Insurance Co. of Phila¬ 
delphia, 142 F. 2d 864; Modin v. Matson Nav. Co., 128 F. 
2d 194; Bathkiewiez v. Seas Shipping Co., Inc., 53 F. 
Supp. 802; Martin et al. v. Consolidated Casually Ins. Co., 
138 F. 2d 896. 

Obviously, Appellant’s Complaint is based upon and 
asks relief from two separate judicial units. These judi¬ 
cial units are: 

• * v 

(1) The refusal of the Commissioner of Patents to. 
consider Appellant’s claim to registration of its mark as 
a secondary meaning mark under the terms of Section 
2(f) of the Trade Mark Act of 1946. 

(2) The refusal of the Commissioner to register Ap¬ 
pellant’s mark as a technical trade-mark on the Principal 
Registry under the Trade JMark Act of 1946. 

There was no burden below, on Appellant, to introduce 
proofs of distinctiveness to support Appellant’s claim to 
registration of its mark as a technical trade-mark. In 
connection with this claim, the Commissioner erroneously 
considered but part of Appellant’s evidence and con¬ 
cluded that Appellant was not entitled, on the application 
in suit, to registration as a technical trade-mark. 

But to support its other claim to registration of its 
mark as a secondary meaning mark Appellant met a quite 
different burden by introducing an abundance of convinc¬ 
ing proof of “distinctiveness”. The Commissioner re¬ 
fused to consider this claim, or Appellant’s proofs of dis- 
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tinctiveness, concluding that this claim was not before 
him. In arriving at this erroneous conclusion, the Com¬ 
missioner ignored facts, circumstances and evidence which 
bore directly on Appellant’s claim to registration of a 
secondary meaning mark but had no relation to registra¬ 
tion of a technical trade-mark. 

Thus the Commissioner ignored the fact that Appel¬ 
lant’s application was in full compliance with the Patent 
Office Rules at the time of its filing. He ignored the fact 
that he himself had granted Appellant’s petition to make 
the' case special—a petition in which Appellant clearly 
claimed that its application qualified for registration un¬ 
der Section 2(f). He ignored the ample, convincing proofs 
of distinctiveness which Appellant introduced in support 
of registration under Section 2(f). He ignored the pro¬ 
bative force of such proofs taken subject to cross-exami¬ 
nation as contrasted with mere affidavits which his 
amended rules now accept. 

Manifestly the Commissioner’s refusal to register Ap¬ 
pellant’s mark as a secondary mecming mark under Sec¬ 
tion 2(f) was a “factual occurrence” which involved a 
set of facts and conclusions entirely different from those 
relied upon by the Commissioner in refusing to register 
Appellant’s mark as a technical trade-mark under other 
provisions of the Act. It is also manifest that the Com¬ 
plaint in this case explicitly charges the Commissioner 
with wrongfully refusing Appellant’s registration as a 
secondary mearnng mark, registerable under Section 2(f), 
and with wrongfully refusing registration as a technical 
trade-mark under other provisions of the Act Both of 
Appellant’s alternative claims were pleaded in the com¬ 
plaint and a trial de novo invoked as to both. 

Manifestly the order of the District Court removes 
finally from this suit, unless reversed on appeal, the 
question of Appellant’s right to registration under Section 
2(f), on the application in suit 
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Rule 54(b) FRCP, as amended effective March 19, 
1948 requires for its application the determination of two 
questions: 

(1) Did the order appealed from contain the express 
findings required by the Rule? 

(2) Did the order adjudicate less than all of the claims 
in the suit? 

Due to the relative recency of the amendment, there are 
not many decisions which answer both questions. But 
both questions have been answered in decisions of the 
3d, 4th, 7th and 8th Circuits. 

In Bendix Aviation Corp. v. Glass, 195 F. 2d 267 (CCA 
3) there was an action by Plaintiff for specific perform¬ 
ance and a counterclaim by Defendant for damages aris¬ 
ing from the same transaction. An order dismissing the 
complaint was entered by the Court and worded in con¬ 
formity with Federal Rule 54(b). The appealability of 
the order was questioned in the Circuit Court of Appeals 
and was disposed of in favor of appealability. The Court 
stated: 

“As we have said the action in the district court 
involves multiple claims for relief, namely, a claim 
for equitable relief by the plaintiff in the complaint 
and a claim for damages by the defendant in the 
counterclaim. It is thus the type of action to which 
Rule 54(b) is directed. The order here appealed from 
was entered as a final judgment in strict accordance 
with that rule. If therefore, the rule validly author¬ 
izes the entry of a ‘final decision’ as that phrase is 
understood in Sec. 1291 the order here in question is 
appealable and this court has jurisdiction to hear 
and determine it.” (page 269) 

In Town of Clarksville, Va. v. United States 198 F. 2d 
238 (OCA 4) there was a single condemnation proceeding 
instituted by the United States. The question presented 
for determination by the District Court was whether the 
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condemnation was to be limited to the land seized and 
the offered compensation was adequate therefor, or 
whether consideration should also be given to- certain 
existing installations which were rendered useless by the 
condemnation. The Town of Clarksville therefore had 
two claims for relief arising out of the single condemna¬ 
tion proceeding. The District Court entered an order 
dismissing one of the claims and, as here, made express 
findings in the order in accordance with Rule 54(b). 

The jurisdiction of the Court of Appeals was questioned 
on an appeal from the District Court’s order and the 
Court of Appeals entered into a careful consideration and 
discussion of Rule 54(b). At page 421, the Court said: 

“Just as several claimants may seek to share in an 
award and a decision denying the right of any of 
them will be on a separate claim, so a decision includ¬ 
ing or excluding a particular item of property in the 
compensatory list ought to be equally appealable 
where the District Court makes the necessaiy entry 
of judgment in compliance with Rule 54(b).” 

“As the Supreme Court has stated, there are two com¬ 
peting considerations in a question of appealability: 
‘the inconvenience and costs of piece-meal review on 
the one hand and the danger of denying justice by 
delay on the other’. Dickinson v. Petroleum Corp. 
338 US 507, 511, 70 S.Ct. 322, 324, 94 L. Ed. 299. We 
think the latter consideration is the more compelling 
one.” 

For its decision in favor of appealability of the order 
in that case the Court relies upon and cites Collins vs. 
Metro-Goldun/n Pictures Corp., 106 F. 2d 83, one of the 
cases upon which plaintiff relies in this appeal. 

In W’vnsor v. Daumit, 179 F. 2d 475 (CCA 7), the Dis¬ 
trict Court had dismissed one of two counterclaims and 
had entered an order without making findings under Rule 
54(b). When the jurisdiction of the Court was questioned 
on appeal from that order, the Court of Appeals held 
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that Rule 54(b) required the express determinations and 
directions by the District Court to be considerations fix¬ 
ing the procedure of the District Court as establishing 
conditions and terms upon which an appeal may be taken 
in advance of determinations of the entire case. 

Similarly in Lockwood v. Hercules Powder , 172 F. 2d 
775 (CCA 8) the Court of Appeals found wanting the 
express entry of judgment required by Rule 54(b), as 
amended. 

Clearly the practice followed in the 3d, 4th, 7th and 8th 
Circuits supports Appellant’s appeal in this case. Ap¬ 
pellee has cited no authority which is pertinent and contra. 
The authorities cited in Appellee’s memorandum describe 
in general terms an old definition of an appealable order. 
Those were cited in support of Appellee’s argument that 
Rule 54(b) is operative only upon cases involving two or 
more claims. Nothing in Appellee’s brief supports his 
position that Appellant does not have more than one 
claim. 

Clearly, while the following identified cases cited by 
Defendant in its memorandum may be or have been useful 
to define what was or was not a final judgment prior to 
1948 when amended Rule 54(b) became effective, they are 
of no help in determining what is or is not a separate 
claim. 

Bostwick v. Bririkerhoff, 106 US 3 
Cammack v. Howard, 81 App. D. C. 22, 154 F. 2d 
22 (decided 1946) 

Stewart- v. Roberts, 80 App. D. C. 405, 154 F. 2d 
697 (decided 1946) 

Baltimore & Ohio Railroad Co. v. United Fuel Gas 
Co., 154 F. 2d 545 (decided 1946) 

Dickvnson v. Petroleum Conversion Corp., 338 US 
507, 70 S.Ct. 322 (decided 1948) 

Jacobson v. Jacobson, 126 F. 2d 13 (decided 1941) 
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Moreover, it should be observed that this Court’s deci¬ 
sions in Cammack v. Howard, Jacobsen v. Jacobsen. , and 
in Stewart v. Roberts, supra, expressly involve this Court’s 
local jurisdiction under the provisions of Title 17, Sec. 
101, D. C. Code. 

Of the four cases cited by Appellee wherein decisions 
were rendered after the amendment of Rule 54(b) the 
facts in three of the cases are entirely irrelevant to the 
instant appeal. Thus, in Creel v. Creel, 87 App. D. C. 
79, 184 F. 2d 449, this Court said: “. . . the rule is not con¬ 
trolling because the orders were all entered prior to the 
effective date of the amendment of the rule, March 19, 
1948.” In Delta Drilling Co. v. Amette, 186 F. 2d 481, 
the Appellant’s appeal was dismissed because it had 
failed to appeal from an early order which the appeals 
court found had been actually a final one. In KuUy v. 
White Motor, 175 F. 2d 742, the District Court had 
dismissed all of the claims of the complaint as to a period 
of time barred by an Ohio statute of limitations. 

The remaining case cited by Appellee is Town of Clarks¬ 
ville, Va., v. United States, supra. This case gives no 
support to Appellee’s position for its holding and ra¬ 
tionale are entirely repugnant to the present motion. 

As stated above, the order below finally removes from 
this suit, unless reversed on this appeal, the question of 
Appellant’s right to registration under Section 2(f). Ap¬ 
pellee argues that there is but one claim, one “cause of 
action” present in the entire suit. The proceedings and 
decisions below rebut this argument. So do the plead¬ 
ings in this case. Appellee has interjected in this suit 
by its counter-claim a claim against Appellant which has 
not and could never have been considered by the Com¬ 
missioner of Patents and which requires consideration of 
statutes, law and facts utterly different from Appellant’s 
claims. Appellee’s cross-claim against Sawyer and Mar- 
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zall, co-appellees, does likewise. This suit undeniably in¬ 
volves a plurality of claims. 

Under the law it also involves a plurality of Appel¬ 
lant’s claims. Granting that cases decided before Buie 
54(b) was amended may lack value in construing all pro¬ 
visions of the amended Rule, there are leading cases, not 
cited by Appellee which assist in defining ‘‘claims”. Some 
of these have been cited, supra. There are others. To 
distinguish claims one of the most common and work¬ 
able tests is that sometimes described as the substantial 
additional evidence test, and sometimes described as the 
trial convenience test. Under it claims are separate and 
distinct as defined in Reeves vs. BeardaU, supra, where 
the evidence to support the first claim was, to a consider¬ 
able extent, different from and in addition to that for the 
second claim. Claims are distinct if it is necessary to 
adduce substantial additional evidence to prove one but 
not the other. See 47 Columbia Law Review 240-246. 

Applications of the rule are demonstrated by the cases 
of Collins vs. Metro-Goldwyn Pictures Corporation et al, 
106 F. 2d 83, and Sidis vs. F-R Pub. Corporation, 113 F. 
2d 806; cert, denied, 311 U.S. 711. In the Collins case 
an Order dismissing the first of two causes of action, 
which alleged infringement of a copyrighted book, was 
final and appealable even though the second cause of 
action, for unfair competition by use of the book’s title, 
was not brought to trial. At page 87 of the opinion, the 
U. S. Court of Appeals, 2nd Circuit held: 

“Here the two claims in suit do arise out of the 
plaintiff’s ownership of one piece of literary prop¬ 
erty, and under certain circumstances, as in Hurn 
v. Oursler, supra, a holding that only a single cause 
of action is presented is quite proper. It may be 
noted, too, that this case differs from Hurn v. 
Oursler, where the two claims were based on the 
same facts throughout ‘so precisely,’ as the court put 
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it, ‘as to be little more than the equivalent of dif¬ 
ferent epithets to characteristize the same group of 
circumstances’ (289 U.S. 238, 246, 53 S.Ct. 590, 77 
L.EcL 1148); for here the factual basis of the claim 
for unfair competition is quite distinct from that for 
the copyright infringement and rests entirely upon 
the matter of the book’s title, which is not covered 
by the copyright. Here the evidence to support the 
first claim would to a considerable extent be different 
from, and in addition to, that for the second claim, 
and there would be little, if any, gain in forcing them 
always to be tried and adjudicated together. As the 
opinion points out, the trial judge has a practical 
discretion to dispose of them together, but when the 
natural course of trial indicates that one claim can 
be disposed of quickly and summarily while the 
other will require a considerable trial, separation 
should be possible save in cases where the facts are 
so inextricably interwoven that it is impossible or 
at least manifestly unfair. * * 

The Collins case is cited with approval at page 241 of 
Town of Clarksville, Va. vs. United States, 198 F. 2d 
238, which case is relied upon by Defendants in their 
brief. 

In Sidis vs. F-R Pub. Corporation, 113 F. 2d 806, cert, 
den. 311 U.S. 711, Plaintiff brought an action consisting 
of two claims based upon violation of right of privacy 
and one claim based upon malicious libel. All three 
claims arose out of a single transaction—a magazine 
article concerning the Plaintiff. An order was entered 
dismissing the first two claims and leaving for trial the 
claim for malicious libel. The Order of Dismissal was 
appealed and its appealability brought into question. The 
U. S. Court of Appeals, 2d Circuit, at page 811 of the 
opinion disposed of the question of appealability in the 
following language: 

“The question as to the appealability of the dismissal 
order arises because the third ‘cause of action,’ alleg¬ 
ing malicious libel as made actionable under the laws 
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of nine states, remains standing. No motion to dis¬ 
miss was made as to it, but defendant obtained an 
order below postponing the time for answering this 
cause until the disposition of the motion for dismissal, 
asserting that the contents of its answer would de¬ 
pend to a large extent upon such disposition. A ma¬ 
jority of this court find the facts necessary to support 
the third claim to be sufficiently different from those 
relied on to support the other claims so as to make 
the dismissal order appealable under Collins v. 
Metro-Goldwyn Pictures Corp., 2 Circ., 106 F. 2d 83, 
and Federal Rules of Civil Procedure, Rule 54(b), 28 
U.S.C.A. following Section 723c. They point to such 
matters as the different proof of circulation of the 
magazine required, the necessity of showing malice 
for the last claim, the necessity of showing use in 
advertising or for purposes of trade under the sec¬ 
ond claim. They also point to the obvious convenience 
to the parties of our action in view of the present 
posture of the case. This conclusion therefore stands 
as the judgment of the court herein.” 

Obviously the two claims asserted by Appellant are 
separate and distinct claims when tested in the light of 
the substantial additional evidence rule, for proof of 
secondary meaning is entirely different from, and in addi¬ 
tion to, proof of technical trade-mark significance. 

Appellant submits that under the authority of the de¬ 
cisions of Collins v. Metro-Goldwyn Pictures Corp., supra, 
Sidis v. F-R Pub. Corp., supra, Bendix Aviation Corp. v. 
Glass, supra, and Town of Clarksville, Va. v. United 
States, supra, Appellee’s motion to dismiss the appeal 
should be denied. The order appealed from is expressly 
within the provisions of Rule 54(b) of the Federal Rules 
of Civil Procedure and is a final decision from which 
appeal lies within the meaning of Section 1291 of the 
Judicial Code (28 USC 1291). 

To hold this order non-appealable and thereby prevent 
review in a trial de novo of Appellant’s claim to registra- 
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tion under Section 2(f), which claim requires for its proof 
substantial additional evidence would be: “. . . to give 
Rule 54(b) a hypertechnical interpretation not in accord 
with its manifest spirit and purpose.” Town of Clarks¬ 
ville, Va. v. United States , supra. 

OBJECTIONS TO APPELLEE’S MEMORANDUM 

There is a gross error in the “statement of facts” 
occurring on page 2 of the memorandum of Appellee 
Johnson. Contra to the statement commencing line 25, 
page 2, Appellant did not file points and authorities in 
support of the motion to dismiss Appellee Johnson’s 
cross-claim. Nor can Appellant subscribe to the state¬ 
ment that counsel for Appellant was “heard” during 
argument which should have been limited to consideration 
of a cross-claim by one Defendant against another de¬ 
fendant 

Respectfully submitted, 

GOLD SEAL COMPANY, Appellant 
By /s/ Edward B. Beale 
Edward B. Beale 
Beale and Jones 
1411 Pennsylvania Avenue, N. W. 
Washington 4, D. C. 

Telephone: NAtional 8-4304 

Of Counsel: 

Maurice M. Moore 

Ralph L. Dugger 

Paul, Moore & Dugger 
710 Midland Bk. Bldg. 

Minneapolis 1, Minnesota 
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SERVICE 

Personal service of a copy of the foregoing “Memo¬ 
randum by Appellant in Opposition to Motion to Dismiss 
Appeal” and attached photostats is acknowledged by each 
of the undersigned counsel for Appellees this 19th day 
of December 1952. 

/s/ E. L. Reynolds 
E. L. Reynolds 
Solicitor for Appellees 
Sawyer and Marzall 

/s/ Fbancis C. Bbowne 
Fean cis C. Browne 
Counsel for Appellee 
S. C. Johnson & Son, Inc. 
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opposer’s use and/or registration of its mark. Any such question, however, is a 
matter of public concern which cannot involve a private cause of action based upon 
nothing more than the alleged fraudulent or deceptive conduct itself. Mido, S. A., 
et al. v. Harvel Watch Co., 82 U. S. P. Q. 24; Tidy House Products Co. v. Tidy 
House Paper Products Co., 80 U. S. P. Q. 527; California Apparel Creators, et al. 
v. Wieder of California, Inc. (C. C. A., 2nd Cir.) 74 U. S. P. Q. 221; Trunz, Inc. v. 
Farmer Boy Corp. & Equipment Co., Inc. (New York Supreme Court), 78 
U. S. P. Q. 31. 

For the reasons indicated, none of the counterclaims in this case is deemed to 
state a claim upon which relief can be granted. 

Accordingly, the motion to dismiss is granted; each of the counterclaims is 
dismissed; and the motion to strike portions thereof is denied without prejudice. 

Limit of appeal: May 8, 1950. 

* * * 

In the event of an appeal from the foregoing decision dismissing the counter¬ 
claims, the parties are allowed until 15 days after the filing of such an appeal in 
which to file a motion under Civil Procedure Rule 42 (b) for a separate trial of the 
issues of the notice of opposition. Proceedings herein are otherwise suspended. 


S. C. JOHNSON & SON, INC. v. GOLD SEAL COMPANY 1 
Examiner of Interferences—May 4,1950 


Trade-Marks—Registrability—General Applications—Pleading and Practice—Petition 
to Make Special 

Petition to make application special was granted in view of series of infringement suits 
which applicant was about to bring at time of filing application. 


Oppositions—Basis of Relief—General 

Opposition may be instituted by competing industry member, who may not own conflicting 
trade-mark or registration, on grounds that mark sought to be registered is descriptive or 
generic or deceptive. 

It is not necessary that opposer deal in identical merchandise; it is sufficient if opposer 
is engaged in closely competing business which might be handicapped if registration of 
descriptive or deceptive term were allowed. 

Oppositions—Issues—Registrability 
Trade-Marks—Registrability—General 

i 

Issue whether trade-mark is registrable or unregistrable as generic or misdcceptive, etc., 
becomes inter partes if raised by opposer or petitioner for cancellation. 

Trade-Mark Act of 1946— Appeals—Section 21 R. S. 4915— Pleading and Practice- 
Parties 

It is clear from Section 21 of 1946 Act that Commissioner of Patents is not necessary 
party to inter partes proceedings under R. S. 4915, but he may at his option intervene. 
Oppositions—Evidence—Proof of Descriptiveness 

Survey, though it may be entitled to little probative force for other purposes, held to 
show that vast number of housewives assume that “Glass Wax” may either be a wax or con¬ 
tain wax. t 


1. Editor's Note: This and the following case were heard and decided by Dr. Derenberg 
after he was designated as an Examiner of Interferences in addition to his functions as Trade- 
Mark Counsel of the Patent Office. 
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Trade-Mark Act or 1946 —Registrability—Section 2 (e) 

Trade-Marks—Words Incapable or Exclusive Appropriation—Descxiptiveness 

Terra which technically is misdescriptive may be a fanciful trade-mark and not descriptive, 
or deceptively misdescriptive, when used entirely arbitrarily in connection with a product. 
“Glass Wax” held barred from registration, under 1946 Act, by Section 2 (e). 
Trade-Mark Act or 1946— Registrability—Section 2 (a) 

Trade-Marks—Registrability—Deceptiveness 

On facts of record, “Glass Wax" held not deceptive under Section 2 (a) of 1946 Act 
Trade-Mark Act or 1946— Registrability—Section 2 (f) 

Trade-Marks—Registrability—Secondary Meaning 

“Glass Wax” may be at most misdescriptive in sense that such suggestion of deceptive¬ 
ness may be overcome by showing of distinctiveness under Section 2 (f). 

While it is not necessary for applicant to rely on trade-mark use for a five-year period 
under Section 2 (f), and record shows that “Glass Wax” may have come to identify appli¬ 
cant’s product. Examiner has no jurisdiction to pass on registrability of “Glass Wax” under 
Section 2 (f), in present proceeding, since applicant does not seek registration under Section 
2 (f). 

Reference to Section 2 (f) in petition to make application special, held not sufficient to 
bring application under that section. 

Trade-Marks—Registrability—Unclean Hands 

On facts of record, alleged misuse of registration notice on applicant’s product held not 
of such character as to deprive applicant of right to register. 

Trade-mark opposition by S. C. Johnson & Son, Inc., against Gold Seal Com¬ 
pany. Notice of opposition sustained and applicant adjudged not entitled to reg¬ 
istration as sought under 1946 Act. 

Thomas L. Mead, Jr., and Francis C. Browne and Kenjord R. Nelson for Opposer. 
Paul, Paul & Moore and Beale and Jones for Applicant. 

Derexberg: Examiner of Interferences. 

This is an opposition proceeding in which both parties have taken testimony, 
have submitted briefs, and were represented at the hearing. 

The mark here sought to be registered consists of the words “Glass Wax/’ 
Registration is sought under the Act of 1946, in Class 4, for a glass cleaner and 
polisher. Applicant has alleged use since about September 15, 1945. 

In its petition to make special, but not in its application, applicant has stated 
that it is seeking registration under Section 2 (f) of die Act of 1946. The petition 
to make special was granted in view of a series of infringement suits which applicant 
was about to bring at the time of the filing of the application, and has since instituted. 

A notice of opposition was duly filed by opposer, setting forth that it would be 
damaged by the registration because of the alleged descriptive or deceptively mis¬ 
descriptive character of applicant’s mark. More particularly, opposer has alleged 
that it has built up a valuable public good will toward wax products generally, and 
that this good will would be damaged if registration were awarded to applicant for 
.a product which did not contain wax. Applicant’s mark is referred to in the notice 
as consisting of two generic words, including the word “wax” on a product which, 
in fact, contained no wax. It is also stated that opposer and others should not be 
deprived of the use of two merely descriptive terms which are both “commonplace 
expressions used extensively in the wax industry.” 
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Applicant’s motion to dismiss the opposition and a motion for judgment filed 
by opposer in answer thereto were both denied by die. Examiner. To its answer, 
applicant added a counterclaim for cancellation of opposer’s Registration No. 
389,413, which discloses the trade-mark “Carnu” for an automobile cleaning and 
wax polishing preparation, which mark was one of a series of opposer’s marks 
relied upon in the notice of opposition. However, this counterclaim was subse¬ 
quently withdrawn after opposer had amended its notice of opposition by deleting 
therefrom any reference to the “Carnu” registration, and no riding appears neces¬ 
sary with regard thereto. 

Boh parties have taken voluminous testimony. Applicant's printed record alone 
covers approximately 1,500 pages, and includes testimony of housewives all over 
the United States. Opposer, likewise, has offered an unusually large number of 
exhibits and much testimony; among he exhibits is a printed survey by Elmo 
Roper on the attitude of some 5,000 housewives toward certain polishing agents, 
and particularly applicant’s product 

It is the applicant’s contention hat the present case raises two inter partes 
issues and one ex parte issue. According to applicant’s brief (p. 3), he inter partes 
issues are hese: 

A. Whether the Opposition must be dismissed because he Notice of Opposition fails 
to allege any facts tending to show Opposer would be damaged (as r eq uir ed by the 
Statute and Rules); 

B. Whether the Oppos i tion must be dismissed for failure by the Opposer to Prove, 
under its Notice of Opposition, facts showing damage to Opposer. 

The ex parte issue is stated to be: 

C. Whether Applicant is entitled to registration of the trade-mark "Glass Wax” for 
use on its cleaner and polish. 

I. With regard to the inter partes issues as thus stated, he applicant has stren¬ 
uously argued that, regardless of he nature of its mark, he opposition should be 
dismissed on the ground that opposer has neither alleged nor proven damage to it, 
since it has never used he word “Glass Wax’’ in its own trade and since a general 
allegation of damage to a competitor’s good will was too vague and indefinite to 
serve as the basis for an opposition proceeding. In other words, it is, in effect, 
applicant’s contention that opposer is in he position of a mere “inter-meddler,'* 
who owns no mark which may be confusingly similar to applicant’s, and who has 
never made a descriptive use of the term “Glass Wax” itself. Consequently, it is 
asserted by applicant (brief, p. 18) that opposer has no greater interest in this 
proceeding “than any other member of the general public” 

The Examiner is unable to agree with the applicant in this respect. It is well 
settled by a long series of court decisions that an opposition proceeding may be 
instituted by one who may not own a conflicting trade-mark, or previous registra¬ 
tion, on the ground that the mark sought to be registered is descriptive, or generic, 
or deceptive Such oppositions have been sustained on he theory that a competing 
industry member should not be deprived of the right to make a descriptive use of 
the term. Similarly, one who is making an honest, commercial use of an allegedly 
deceptive term has been held entitled to file opposition or cancellation proceedings. 

•f ___ 
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A leading case in the former regard is Burmel Handkerchief Corporation v. Cluctt, 
Peabody & Co., Inc., 29 C. C. P. A. 1024; 127 F. 2d 318, where the opposer, 
although it was not using the phrase “Handkerchiefs of the Year” itself, was held 
entitled to bring opposition proceedings on the sole ground that it, too, was engaged 
in the handkerchief business. The court said, after finding the term “Handkerchiefs 
of the Year” incapable of functioning as a trade-mark: 

In oar opinion there would be a probability of damage to appellee and other manu¬ 
facturers of handkerchiefs by the registration of appellant’s mark. “Of the Year” is a 
common expression of high quality as applied to any object and one which we think any 
business is entitled to apply to its goods. If the exclusive right to use such expression 
as applied tg handkerchiefs were granted appellant, we feel that appellee together with 
other manufacturers of handkerchiefs would probably be damaged. 

The same principle has been applied many times in recent decisions by the Com¬ 
missioner. Thus, the Commissioner said, in Ever-Dry Corporation v. Consolidated 
Cosmetics, 82 U. S. P. Q. 158: 

It is, however, established that applicant has for a number of years manufactured and 
sold an anti-perspirant and deodorant, although under a trade-mark having no resemblance 
to that of opposer. and is therefore a competitor of opposer as to this specific product. 
Under numerous decisions if the mark is found to be merely descriptive of the goods, 
any ma nu fa ct ur e r of such products must be p r e sum ed to be damaged thereby, and accord¬ 
ingly entitled to maintain a cancellation proceeding. Burmel Handkerchief Corporation 
r. Cluett, Peabody & Co.. 29CC.P. A. 1024, 127 F. 2d 318 (53 U. S. P. Q. 369) ; The 
Armstrong Mfg. Co. v. The Ridge Tool Company. 30 C. C P. A. 755, 132 F. 2d 158 
(56 U. S. P. Q. 165) ; and United Shoe Machinery Corporation v. Compo Shoe Machinery 
Corp., 19 C C P. A 1009, 56 F. 2d 292 (12 U. S. P. Q. 246). 

The same ruling was made in allowing an opposer to challenge the registrabil¬ 
ity of the term “Lanolin Hus” since opposer was engaged in the cosmetic business 
marketing lanolin products, even though he had never used the exact phrase sought 
to be registered. ( Botany Worsted Mills v. Lanolin Pitts Cosmetics, Inc., 76 
U. S. P. Q. 618.) It seems clear from these decisions, and many others, that the 
applicable rule is not as narrow as stated by applicant on page 21 of its brief, vis., it 
is not necessary that the opposer deal in the identical merchandise which is marketed 
by the applicant. It must suffice if opposer is engaged in a closely competing busi¬ 
ness which might be seriously handicapped if registration of the alleged descriptive 
or deceptive term were allowed. There is nothing to the contrary in the case of 
Goheen Corporation v. White Co., 29 C. C. P. A. 926,126 F. 2d 481 (53 U. S. P. Q. 
52). or in the Commissioner’s decision in J. Rosenhols, Inc. v. Annetta Dresses, 
Inc., 74 U. S. P. Q. 299. In the White case, the court itself had observed: 

If White had alleged in its petition for cancellation, and offered proof establishing that 
it at the time of filing the petition, was manufacturing and selling a waterproofing com¬ 
pound similar to that of Vita-Var, and that it intended to use and was in a position to 
use the word “Hydrolite” in selling its water-proofing compound, a different situation 
with respect to the right to file a petition for cancellation might have been presented. 

And in the latter case, the Commissioner denied the petitioner’s right to bring 
cancellation proceedings on the ground that petitioner had never exercised the right 
to use the word in question descriptively, nor did it appear “that petitioner will 
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ever have occasion to do so/' That is not the situation here since opposer has in 
the past been making glass cleaning products and has, of course, used the word 
“wax” on an enormous scale on its products just as the applicant appears to have 
used and is now using the word “wax” in a descriptive sense in connection with 
products other than his window cleaner. 

Opposer’s evidence strikingly shows that applicant's product is sold in fierce 
competition with opposer’s wax products, even though the latter may not be glass 
cleaners but other polishing materials. Opposer has submitted a mass of photo¬ 
graphs showing that in retail stores over the country “Glass Wax” is found on the 
shelf in the immediate vicinity of and among opposer’s wax products, thereby creat¬ 
ing a strong association in the public’s mind that in a broader sense these products 
belong in the same class and fulfill the same general purpose. Moreover, testimony 
has been introduced by the opposer to the effect that at least one of its products, 
sold under the trade-mark “Carnu,” has in the past been used for window cleaning 
purposes. 

It seems clear to the Examiner, therefore, that an allegation by a competitor, 
who (rightly or wrongly) alleges that the word “Glass Wax,” as used by applicant, 
is either generic, descriptive, or deceptive, is a sufficient basis for a showing of 
damage and that the present opposition should not be dismissed on the ground that 
opposer is a mere “intermeddler.” In the Examiner’s opinion, opposer’s notice of 
opposition and proofs are sufficient to set forth a cause of action in the sense that 
opposer is entitled to a ruling on the merits of its contention. 

It is clear from what has been said that the Examiner considers the issue of 
registrability of applicant’s mark as an inter partes issue, which may be properly 
raised by an opposer. The Examiner cannot agree with the applicant’s contention 
that the issue whether a mark sought to be registered is generic or misdescripdve 
or otherwise unregistrable is always and for all purposes an ex parte issue. On the 
contrary, since it is well settled that oppositions and cancellations may be instituted 
on the basis of such allegations, the conclusion must be reached that such ex parte 
issues may become inter partes matters if raised by an opposer or petitioner for 
cancellation. If applicant were correct in his analysis of inter partes and ex parte 
issues, the anomalous result would be reached, and indeed has been readied by appli¬ 
cant in its brief, that an opposition based, as the vast majority of them are, on a 
previous registration of a similar mark by an opposer would be an ex parte issue, 
while reliance by opposer on a previously used unregistered similar mark would 
constitute an inter partes issue. The controlling criterion is not so much the nature 
of the issue, i.e., for instance, the alleged confusing similarity or genericness or 
deceptiveness of the mark, etc., as it is the procedural form in which it is raised ; 
in other words, if confusing similarity with a previous mark (registered or not) is 
alleged as ground for an opposition proceeding, such ground becomes an inter partes 
issue because of the fact that the allegation of opposer’s damage is based thereon, 
although the Examiner may still consider such allegations as an ex parte ground 
of rejection if, for other reasons opposer’s allegation of damage and his notice of 
opposition should be found wanting in substance. Applicant in its brief expresses 
concern about and lamentation over the widespread confusion which existed under 
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the Act of 1905, in determining whether and under what circumstances the Commis¬ 
sioner of Patents should be a necessary party in R. S. 4915 proceedings resulting | 
from inter partes decisions by the Commissioner based on ex parte grounds. How¬ 
ever, Section 21 of the Act of 1946 seems to have entirely eliminated such confusion ^ 
by making it clear that the Commissioner shall not be a necessary party to an inter 
partes proceeding under R. S. 4915 but may, in his option, intervene. Cf. Gar del 
Industries v. Kingsland, et al. (C. A. D. C.) 83 U. S. P. Q. 440. Applied to the ( 
case at bar, this would clearly mean that the question of unregistrability of “Glass 
Wax" on the ground of its being either generic or deceptive, since properly 
raised by the opposer, has become an inter partes issue which must be decided on 
the merits as between the parties to this proceeding. 

II. In now proceeding to an examination of the merits of the opposition, it be¬ 
comes necessary to determine whether the term “Glass Wax” falls within the pro- * 
hibition of Section 2(e) of the Act of 1946, which prohibits registration of marks j 

on the principal register which are “merely descriptive or deceptively misdescrip- | 

tive” of the goods to which they are applied. With the exception of the case of 
Andrew J. McPartland, Inc. v. Montgomery Ward & Co., Inc., 164 F. 2d 603; 

606 O. G. 520; this language has not found a judicial interpretation since the Act 
of 1946 became effective. In the McPartland case, the Court of Customs and Patent 
Appeals indicated, by way of dictum, that the elimination from the Act of 1946, of 
the words descriptive “of the character or quality of such goods” was in the nature 
of an editorial change only and did not change the test theretofore applicable for 
determination of the descriptive nature of a trade-mark. The conclusion was then 
reached that the word “Kwixtart,” a misspelling for “quick start,” was a common 
descriptive term used to describe the character or quality of electric storage bat¬ 
teries and therefore unregistrable under either the old or the new act The court 
further held that ordinarily a word which consists entirely of two un r egi s trable 
syllables does not become registrable by combining them into one word and, further¬ 
more, cannot become registrable by the adding of a disclaimer to the effect that no 
claim was made to the individual syllables each apart from the other. Similarly, the 
Court of Customs and Patent Appeals held in the leading case of In re Midy Labora¬ 
tories, Inc., 25 C. C. P. A. 1294,104 F. 2d 617, 42 U. S. P. Q. 17, that the words 
“Piperazine-Midy” were unregistrable under the Act of 1905 as consisting only of 
the combination of a descriptive term and a surname, both of which were not 
registrable separately. In the Midy case, too, any rights in the words “Piperazine” 
and “Midy” separately were disclaimed, and the application sought to register jjj 
these words only in “the precise relation, association and arrangement shown.” i 
The court, in upholding the Commissioner, said that no mark was registrable under 
the Act of 1905 which did not include at least one element that was registrable with¬ 
out disclaimer. In applying similar reasoning under the 1946 Act, the Commis- ? 

sioner recently held that a combination of two common surnames did not render the \ 

combined word registrable on the principal register unless the application was based 
on Section 2 (f) of the Act of 1946 as having acquired secondary meaning and 
distinctiveness in trade. Consequently, the composite mark “Kimberly-Clark” was 
refused registration both under the old Act {Ex parte Kimberly-Clark Corp., 79 
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U. S. P. Q. 274, 617 O. G. 941) and under the new Act (Ex parte Kimberly 
Clark Corp., 83 U. S. P. Q. 436,629 O. G. 882). In both cases, the Commissioner 
relied on the Court of Customs and Patent Appeals’ decision in In Re Midy Labora¬ 
tories, Inc. 

In the present case, too, the applicant emphatically states at the beginning of its 
brief (p. 2) that it does not claim any exclusive right to the single word “glass” or 
to the single word “wax” but only to the word combination “Glass Wax.” If these 
two words were properly descriptive of applicant’s product, the case would probably 
end right then and there, and a decision would be required both under the old Act 
and under the new Act to the effect that a combination of two descriptive words 
cannot constitute a technical trade-mark under the authorities just quoted. It is 
the applicant’s contention, however, that the word “wax” as here used has an arbi¬ 
trary significance, rendering the term "Glass Wax” a coined, arbitrary word and 
susceptible of registration on the principal register, even in the absence of an appli¬ 
cation seeking registration under Section 2(f) of the new Act based on acquired 
distinctiveness and secondary meaning. In this connection, applicant contends, and 
his record entirely bears out this contention, that the word “Glass Wax” was un¬ 
known in the English language before applicant coined it and that the word “wax” 
had never before been applied to a window cleaning liquid. Indeed, with regard to 
the nonexistence of the term “Glass Wax” prior to the time when applicant’s prod¬ 
uct was first introduced, either as a scientific or a commercial term, applicant’s rec¬ 
ord is quite strong and convincing. The witness Schrampfer stated that not only 
were the words “Glass Wax” not a commonplace expression used extensively in the 
wax industry, as contended by opposer. but that they had not been found in any of 
the literature which she had searched (applicant’s record, vol. 1, p. 39). The wit¬ 
ness Ditter likewise testified that the word was never discovered in searching 
through all existing patents and pertinent books in the Library of Congress. Rob¬ 
ert P. White testified (p. 138) that after reading a very large number of scientific 
publications and dictionaries with regard to wax products, he never once came 
across the use of the term “glass wax.” 

Opposer, on the other hand, bases his case on the theory that if the term “Glass 
Wax” was not descriptive, it certainly was “misdescriptive,” in creating a false 
impression in the public mind that applicant’s product was a wax or at least con¬ 
tained wax. As evidence of the fact that the word “Glass Wax” is at least mis¬ 
descriptive, opposer heavily relies on Exhibit 62, a report by Elmo Roper, reflecting 
the attitude of some 5,000 housewives toward applicant’s product, most of whom 
testified to the effect that they thought there was some wax in applicant’s product 
Opposer also calls attention to a story appearing in “Consumers’ Research Bulle¬ 
tin” for October, 1948 (Opposer’s Exhibit 1), in which the following language oc¬ 
curred: 

The name seems a misnomer because wax was not found in the product or if it was 

present it was present in too small a proportion to justify the name "Glass Wax." 

' { 

In other words, opposer takes the position that the mark “Glass Wax” is either 
descriptive or misdescriptive and, under familiar rules established under the Act of 
1905, unregistrable as a trade-mark in either case. 
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The Examiner is constrained to agree with opposer that, under the relatively 
few precedents available under the Act of 1905 on this exact question, the word 
"Glass Wax” would have been held unregistrabk under that Act The closest 
analogy would seem to be offered by die case of Bomde Chemical Company, Inc . 
(46 F. 2d 705; 18 G G P. A. 909; 8 U. S. P. Q. 297), which involved die alleged 
registrability of die term "Crow-Tox” on a preparation for protecting seed against 
birds. Registration was first denied on the ground that die word was merely 
desc rip tive of the goods, indicating the equivalent of "crow poison” and therefore 
descriptive of a poisonous preparation for killing crows. The application was then 
amended by inserting die word “non-poisonous” so as to seek registration of the 
word "Crow-Tox” for a noopoisonous preparation. The Examiner rejected the 
application in this form, too, stating that it was immaterial whether or not a mark 
was truly or falsely des cripti ve, and citing In re National Phonograph Co., 128 
O. G. 1295; 1907 C. D. 550. In affirming the Examiner, Assistant Commissioner 
Moore made die following observation, which would seem directly applicable to the 
case now before die Examiner. He said: 

inerexort, m orocr to determine wti c t n er words or devices nsec ms trsdc-cnrics tre 
de scripti v e of die goods or are decept i ve, it is necessary to ascertain die probable effect 
such words or devices, when given their usual meaning, have upon the public mind. The 

AkAAJ^MA £ a^MBAA j1aAAAM^M^& aAM^A MAAil ^a Aaa^A a^aaI^A m A a^a Xaaa^h, 

meaning ox s ooa c oescnpnve woras or devices used ms uioc-nancs is so xoreign to me 
qualities or characteristics of the class of goods with which they are used as to render it 
n&Hkriy that they would ever be regarded as used d es c rip t i v el y or de ce p ti ve l y. In such 
cases die marks are arbitrary and fanciful and form prope r technical trade-marks. It is 
where die meanin g of the words or devices is des cri p ti ve of the qualities or characteristics 
of die class of goods with which they are used as trade-maria dot their registration is 
prohibited by die Trade-Mark Act 

He then readied die conclusion that the word "Crow-Tox” was misdescriprivc 
with regard to a nonpoisonous product, and die Court of Customs and Patent Ap¬ 
peals affirmed his ruling, after mentioning that this case raised the "somewhat novel 
question” whether, under the registration statute, a word may be regi s tered as a 
trade-mark when it is used upon a preparation which it in fact misdescribes. "It 
does not speak die truth. If it did, admittedly, it would not be registrable. Since 
it speaks falsely, may it be admitted as not de s c rip tive?” Although the Act of 1905 
did not expressly exclude misdescriptive words from registrability, the court 
reached the conclusion that no one could acquire legal title in a mark upon an allega¬ 
tion that it was not "de scrip t iv e” because it was false or misleading. (The question 
whether an exclusive right might have been acquired in such a term through 10 
years exclusive use prior to die Act of 1905 was not pr e s e n ted in die Bonide case.) 
In further commenting upon die feet that there was little direct authority on die 
purely registration feature of misdescriptive marks, the court made this i nteresting 
observation: 

This is probably due to die feet that there have been few nii ti nm where attempts 
have been made to register maria upon their face d escri pt i v e, but a vow e d in the application 
not to be, for the reason that it was intended to use diem upon prodne ts that would not 
conform to die implication or meaning of the marks. 

Similarly, when the Court of Customs and Patent Appeals was co n fronted, a 
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few years later, with the registrability of the word “Metallized" for radio resistors 
(International Resistance Company, 69 F. 2d 566, CCP.A. 1934), it was held 
that the word was either des c ripti v e or miade a rripti ve. It was again held that the 
word was unregistrable under die Act of 1905. The court followed the same rule 
subsequently in In re Hair Net Packers , Inc., 28 C C P. A. 715; 115 F. 2d 254; 
47 U. S. P. Q. 270, and more recently in Cridlebamgh v. Montgomery Ward & Co., 
Inc., 34 C C P. A. 742; 72 U. S. P. Q. 135. In die former, inv olv in g r eg istrati on 
of die word “Professional” for hair curlers, etc., die court said: 

This court and other cou r t s have fr equ entl y held that as to registrability, it does not J 
help the si tu ati on for a tra d e m a rtr to be Baa dmc rip ti vt tidier than d escrip t i v e. 

In using the “Metallised” case as leading example, the “R e st a t em e nt of the Law 
of Torts" (Sec. 3*14, b.) states that a designation may be regarded as d escrip ti ve 
“though it ascribes to die goods a quality or a ttr i b u te which they do not hove but 
might hove. The issue is not whether the designation describes accurately but 
whether it describes ." (Italics ours.) 

If the word “Glass Wax" is examined in die light of these au t h or i ties, it would 
seem clearly to fall within the same category to which the word “Crow-Tox" and 
similar terms were held to belong. It is undoubtedly true, as so well stated by 
Commissioner Moore in die Bomde case, that die meaning of certain d escrip t i v e 
words used as trade-marks may be so foreign to the qualities or characteristics of 
the goods with which they are used as to render it unlikely that they would ever be 
regarded as used descriptively or deceptively. That would probably be true of die 
use ot tne word outs m orapentits, or xnxr in ucecn-iNtn, or ivorjr «s id 
soap, and innumerable others. It was also held true by the Court of Customs and 
Patent Appeals in die case of Armstrong Cork & Insulation Co. v. Banner Rock 
Products Co., 9 U. S. P. Q. 309 (C C P. A. 1931), where it was held that the 
term “Rode Cork,” although mi sde scripti ve, was used in such a way on a building 
material not containing code that few, if any, persons could be led to believe that 
the material was actually a cork product . 

However, it is the Examiner’s opinion that die word “wax" in connection with 
applicant’s product is not in this latter category. It appears dearly from both die 
applicant's and opposer’s records that “Glass Wax" is advertised and sold iq coo- 
junction and association with other wax products; that there are other liquid glass 
deaners which are similar to applicant’s product; and dot not even applicant’s presi¬ 
dent, Schafer, when testifying, was certain whether or not his product actually con¬ 
tained wax. When asked whether he knew what was in the product (applicant’s 
record, p. 257), he said: 

I would truthfully ay I do not know die chrtniral co mp o siti o n of say of our products 
e xce p t in general quality results tested by myself. 

Subsequendy he said (p. 310): 

A. I have testified that I do not know die ingr edi ents of “Glass Wax," but that lam 
familiar with the feet that it leaves a wax-like film on glass and'tnetal surfa c es to 
which it is applied, and to me— 

XQ952. Then you named the prod u c t “Glass Wax" w i thou t regard for any KbHih o od 
of containing wax; is that correct? * ■ 


t 
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A. I have testified as to how I named the product "Glass Wax" previously in this 
testimony. As dose as my honest recollection, that is die truth. 

Even if opposer’s Exhibit 62 (the Roper survey) may be entitled to little 
probative force for other purposes, it certainly shows that a vast number of house¬ 
wives rightly or wrongly assume that “Glass Wax” may either be a wax or. contain 
wax. It cannot be said, therefore, that the use of the word “wax” in connection 
with applicant’s window cleaner is so foreign to the qualities or characteristics of 
the product as to render it unlikely that the word may be regarded as descriptive 
of the product. That being so, the conclusion seems inescapable that “Glass Wax” 
would not be considered a technical trade-mark under the Act of 1905 and the 
adjudicated cases thereunder. 

The question then arises whether the change in the language in Section 2 (e) of 
the Act of 1946 was intended to overcome the effect of the sound principle of law 
established in the Botride and other cases. It will be noted that the new law excludes 
not only merely descriptive terms but also terms which are “deceptively misde- 
scriptive” of the applicant’s goods. Originally this provision read “merely descrip¬ 
tive or misdescriptive,” and it was not until the hearings on H. R. 102, in 1941, that 
the word “deceptively” was added to “misdescriptive” upon a suggestion by the 
Assistant Commissioner of Patents. The words “or misdescriptive” had been added 
by an amendment suggested by the American Bar Association (Hearings. H. R. 
102, p. 83), and it was pointed out at the hearing that that language would be too 
broad in that it might exclude from registration such words as, for instance, 
“Ivory” for soap (p. 85, ibid). It was stated that when applied to soap, “Ivory” 
was perfectly registrable, although misdescriptive. In order to permit registration 
of such terms, the word “deceptively” was added before the word “misdescriptive.” 
In the light of this history of Section 2 (e), it would seem to follow that the distinc¬ 
tion made by Commissioner Moore in the Bonide case has been carried into the new 
Act to the extent that a term which, while technically misdescriptive, if used entirely 
arbitrarily in connection with a product, may be a technical trade-mark and not 
descriptive or deceptively misdescriptive, while terms such as “Crow-Tox” or 
“Glass Wax” would be barred by Section 2 (e) just as they had been barred under 
the old law. 

III. However, contrary to the old Act, the question does not end here. Under 
the Act of 1946, the further question might arise whether the word as used is so 
deceptive as to come within the prohibition of deceptive marks in Section 2 (a) of 
the Act which cannot be overcome by proof of distinctiveness, or whether the mis¬ 
descriptive term is of such a character that it may qualify, upon a proper showing, 
for registration under Section 2 (f) of the new Act. Under that section a mark 
may be registered because of acquired distinctiveness in all cases except those 
referred to in paragraphs (a), (b), (c), and (d) of Section 2, which excludes 
deceptive marks but not marks which are descriptive, or misdescriptive without 
being in fact deceptive so as to fall within the prohibition of Section 2 (a). 

The Examiner is of opinion that the record fails to show that the word “Glass 
Wax” is, in fact, deceptive under Section 2 (a). On the contrary, the conclusion 
seems justified from the voluminous record presented by the applicant that the 
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term may be at most misdescriptive in the sense that such suggestion of deceptive- ■! 
ness may be overcome by a showing of distinctiveness-under Section 2 (f). The : 
apparent anomaly of barring deceptive marks absolutely while p ermittin g registrar 
tion of “deceptively misdescriptive’' terms under Section 2 (f) is explained by the 
legislative history of Section 2 (e) and further borne out by the language of Section; 
2 (f) itself, which expressly refers to Sections 2 (a), (b), (c), and (d) only and 
not to any part of Section 2 (e). In the Examiner’s opinion, die word “Glass 
Wax,” while not an initially valid technical trade-mark for . reasons stated, is prob¬ 
ably no more deceptively misdescriptive today than the words “nonfluid oil” were 
held to be in one of the earlier leading cases (New York & New Jersey Lubricant 
Co. v. 0. IV. Young, 94 AtL Rep. 570). When these words were attacked as either 
descriptive or deceptively misdescriptive, the highest court of the State of New 
Jersey made these interesting observations: 

The only difficulty in die case arises from the fact that the parties agree that the com¬ 
plainant’s product was a grease—the complainant in die effort to persuade die coart dot 
the words “non-fluid oil” were not descriptive, and were subject to exclusive appropria¬ 
tion; die defendant in order to persuade die court that die words were decep ti ve. 

The product might with propriet y be called either an oil or a grease. The meaning ' 
of common English words is not determined a priori with scientific accuracy and nicety. 
Even the lexicographers seem to regard fluidity as a necessary characteristic of an oil. ' 
disregarding the existence of palm oil. cocoanut oil, cylinder oils, and vaseline. In the : 
case of an article of co mm erce , the meaning of a term is the growth of common usage * 
of the mercantile community. One man looking at die consistency of die product, not y 
unknown but somewhat unusual for an oil, might well call die article a grease; another ;• 
knowing its actual composition and die mechanical character of the mixture which gave- * 
the desired consistency might well call it an ofl. In neither case would a purchaser be 
deceived. One to whom fluidity was desirable could not help seeing that the com- 
plainant’s article was not what he desired; the one to whom oil of such consistency as to 
be nonfluid was desirable would get what he wanted. \ 

i •„ i 

In other words, the court held that as a result of common usage, a quasidescrip- 
tive term may be called an oil instead of a grease without any purchaser bring 
actually deceived thereby. So here. Even though the word “Glass Wax” might be 
a “misnomer” and even though numerous anonymous witnesses interviewed by Mr. 
Roper’s staff (opposer’s Exhibit 62) may have testified that they thought there was 
wax in applicant's product, there is no proof or indication that anyone felt actually 
deceived when informed that the product contained no wax. Similar testimony was 
taken in the "Rock Cork” case previously referred to. The Court of Customs and 
Patent Appeals there said, with regard to this type of testimony: * - i, 

• • ' " r 

Much testimony was taken by both parties, chiefly of witnesses who were in some r 1 
way interested in or had been interested in the m a nufactur e, sale or con st r u ction of k 
refrigerating units of some kind. Most of appellant’s witnesses testified that upon seeing » 
the term “Rock Cork” they would assume that the material contained cork; a few of V 
them said that they did assume that it contained cork, but no one of them testified that be \ 
had been influenced, in any degree, to purchase appellant’s product on account of his be- ['. 
lieving that it contained cork. • - 

“ - -«• ti' 

Exactly the same would seem to be true in the present case. While it would be 
naturally expected that housewives when asked whether “Glass Wax” contained 
wax, would answer the question in the affirmative, there is nothing in the Roper 
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survey or in opposer’s record which would show that anyone would have felt actually 
deceived if informed that there was no wax in the product. Both opposer’s and 
applicant’s records show, on the contrary, that practically all those who have actually 
used the product are highly pleased with its action whether it may contain wax or 
not. The record shows overwhelmingly that applicant’s product has developed 
into a highly successful and popular cleaning product, and that the words “Glass 
Wax” may weH'have come to mean to the public applicant’s new, familiar product 
rather than a cleaner which may or may not contain wax. The situation is strik¬ 
ingly similar to the early history of the “Coca-Cola” trade-mark. When that famous 
mark was attacked as being either descriptive or deceptively misdescriptive, the 
Supreme Court said in one of the most celebrated trade-mark cases in its history 
{Coca-Cola Co. v. Koke Co. of America, 254 U. S. 143, 41 S. Ct. 113, 1920) : 

The argument does not satisfy us. We are dealing here with a popular drink not with a 
medicine, and although what has been said might suggest that its attraction lay in pro¬ 
ducing the expectation of a toxic effect the facts point to a different conclusion. Since 
1900 the sales have increased at a very great rate corresponding to a like increase in 
advertising. The name now characterizes a beverage to be had at almost any soda foun¬ 
tain. It means a single thing coming from a single source, and well known to the com¬ 
munity. It hardly would be too much to say that the drink characterizes the name as 
much as the name the drink. In other words, “Coca-Cola” probably means to most per¬ 
sons the plaintiffs familiar product to be had everywhere rather than a compound of 
particular substances. 

Several decades before the “Coca-Cola” case, the House of Lords, in an equally 
well-known decision {Reddaway v. Banham (1896) A. C. 199), held that the words 
“camel hair” had acquired a secondary meaning as a trade-mark for the plaintiffs 
belting material although there was no camel’s hair in its product Lord Herschell 
there said: 

I think the fallacy lies in overlooking the fact that a word may acquire in a trade a 
secondary signification differing from its primary one, and that if it is used to persons in 
the trade who will understand it, and be known and intended to understand it in its sec¬ 
ondary sense, it will none die less be a falsehood that in its primary sense it may be true. 

In the Examiner’s opinion, the history, success and legal character of the word 
“Glass Wax,” as used by the applicant, bears close analogy to “Coca-Cola,” “Camel 
hair,” and innumerable other famous trade-marks which have been held to have 
acquired a secondary meaning despite their “original weakness.” Such marks were 
not registrable under the Act of 1905 unless they had been in exclusive trade-mark 
use for ten years prior to 1905 (as “Coca-Cola,” for instance, was). It was for the 
purpose of making such marks registrable on the principal register that Section 2 (f) 
was incorporated into the Act of 1946. Nor is it necessary for an applicant under 
Section 2 (f) to rely upon an exclusive trade-mark use for a five-year period. Ever 
since the “Dyanshine” case {Warren D. Barton, et al. v. The Rex-Oil Company, 
Jnc., 2 F. 2d 402; C. C. A. 3rd, 1924), it has been realized that under modern 
advertising conditions, secondary meaning may be established almost overnight. It 
was there said: 

The test of secondary meaning is whether the trade-mark has become broadly known 
to the public as denoting a product of certain origin. Therefore, in looking for a sec- 
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ondary meaning this coart is controlled by the fact that such a meaning has been acquired 
in the mind of the public, rather than by the time it has taken for that fact to become 
established. The time in this case was unusually short, due to unusual circumstances; f 
yet it is perfectly plain that by circumstances rather than by time the complainants' 
trade-mark had acquired a secondary meaning within die full sense of that term. 

IV. While the Examiner believes that applicant’s record strongly suggests that ’ 
no one, before applicant entered the field, had ever applied the term “Glass Wax” \ 
to a product of this kind, and that, as testified by applicant’s witnesses, the product 
has obtained enormous popularity, the question still remains whether the Examiner 
has jurisdiction to pass upon the registrability of “Glass Wax’’ under Section 2 (f) 
in the present proceeding. This question must be answered in the negative. It will I 
be noted that applicant has not availed itself of its statutory privilege to seek reg-, 
istration under Section 2 (f) but has here applied for registration of the term “Glass 
Wax’’ as an originally coined, arbirtary mark, which does not require reliance on 
that section. It is true that in its petition to make special, applicant’s then attorney 
stated: 

For the Commissioner’s information the applicant is seeking registration of this trade¬ 
mark under Section 2 (f) of the Lanham Trade-Mark Act of July 5, 1946. The applicant 
believes himself to be the first to adopt and use the words “Glass Wax” as applied to a 
glass cleaner and will submit to the Examiner of Trade-Marks affidavits from all parts 
of the United States showing use of the mark and extensive advertising of the same 
through trade channels, newspaper advertising, and radio advertising. 

However, the application was never amended, so as to bring it within Section 
2 (f) of the Act, and no allegation of distinctiveness either through five years use 
or otherwise appears in applicant’s pleading, as required by the Rules of Practice 
of the Patent Office with regard to Trade-Marks, and particularly Rule 8.1. It is 
true that applicant’s voluminous record seeks to prove distinctiveness, but opposer 
has consistently argued that proof of distinctiveness under Section 2 (f) is not an 
issue in the present proceeding in view of applicant’s failure to apply under that sec¬ 
tion. * 

The Examiner is unable to agree with the applicant in its contention that Sec- 
tion 2 (f) is an issue in this proceeding because the opposer in its notice of oppo¬ 
sition referred to the term “Glass Wax” as incapable of distinguishing applicant’s 
goods. This allegation by opposer challenges the eligibility of the word “Glass 
Wax” as a trade-mark on the ground that it may be a “generic” term, but it cannot 
be an answer to a claim of acquired secondary meaning or distinctiveness which is 
not found in the opposed application. That the opposer’s just quoted statement was 
intended to characterize the word “Glass Wax” as a generic expression is borne 
out by the fact that opposer argues this point at some length at page 3 of its brief 
and also in appendix “F’ thereto. In view of the conclusions already readied pre¬ 
viously in this opinion, it is sufficient to state here that the Examiner fails to find 
that the word “Glass Wax” is or has become a generic term. Moreover, a refer¬ 
ence to Section 2 (f) in a petition to make special is not sufficient as a matter of 
pleading to bring an application under that section. As a matter of fact, it was indi¬ 
cated by the Examiner on at least one previous occasion that the present appHca- 
under Section 2 (f). In his ruling on applicant's motion to extend the 
A- 
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time for taking testimony for a period of four months, the Examiner, in denying , 
the motion, said (Paper No. 41, p. 2) : 

The applicant, however, is here seeking to register “Glass Wax” as a technical trade¬ 
mark. rather than as a term which has become distinctive of its goods within the meaning '** 

of Section 2 (f) of the Act; and die sole statutory issue involved in the case is that of 
whether, as alleged in the notice of opposition, that notation is merely descriptive or ^ 

deceptively misdescriptive of the goods with which used. ^ 

It is true that, upon reconsideration, applicant’s request was subsequently ^ 
granted, but there is no indication that the Examiner changed his mind with regard 
to the character of the application here involved; he granted the extension only for ! 
the purpose of giving applicant an opportunity to take rebuttal evidence, particularly ^ 
in connection with opposer’s Exhibit 62, the Roper survey. 

Before concluding this opinion, certain collateral points and motions should be i 
disposed of. J 

With regard to the alleged deception of the Patent Office to which opposer fre¬ 
quently alludes, it is the Examiner’s opinion that no proof of such deception has 
been submitted and that, more particularly, the alleged misuse of the regis t ration % 
notice on applicant’s product was not of such character as to deprive applicant of its 
right to registration. 1 

With regard to certain letters and communications from the Federal Trade Com- 
mission, concerning possible investigations by that agency concerning the propriety ^ 
of using the word “Glass Wax,’* suffice it to say here that neither the Commis¬ 
sioner’s letter of October 4, 1949, attached to the applicant’s brief, nor any subse¬ 
quent communication which opposer .seeks to introduce in evidence by way of a^, 
motion to reopen the proceeding, would have any bearing upon the now pending ■ 
proceeding. What action, if any, the Federal Trade Commission might take with : 
regard to “Glass Wax” is no more pertinent at the present time on the issue of.* 
registrability than would be the fact that numerous court proceedings have been 
instituted against alleged infringers of applicant’s marks and that counterclaims 
seeking to invalidate its mark have been entered in such proceedings. # 

Furthermore, there is no need to rule upon the admissibility of evidence of the 
transcript of the oral hearing before the Examiner, which was taken upon mutual 
agreement of the parties but was obviously not intended to become part’ of the* - 
official record on which the Examiner was to base his decision. 

Summarizing, it is the Examiner’s opinion that the opposer was entitled to insti¬ 
tute this proceeding, and that the opposition must be sustained for the reason that* 
the application now before the Examiner seeks registration of the word “Glass H 
Wax” as a technical trade-mark, without having been presented under Section 2 (f) 
of the Act of 1946, under which section alone, in the Examiner’s opinion, applicant’s* 
mark might qualify for the principal register. 

Accordingly, the opposition is hereby sustained and it is further adjudged that 
the applicant is not entitled to the registration of the word “Glass Wax” as sought** 
in the present application. 

Limit of appeal: June 5, 1950. 

r 


i 


it is not surprising that the dictionary 
shows application of the word to numer- 
ous objects, such as “rainbow cactus”, 
“rainbow duck”, and “rainbow trout”. 

One of the most important qualities 
or characteristics of table glassware is 
its color. In that manner alone, some 
glassware may be distinguished from 
others. Likewise the particular type of 
decoration is a most important property 
of table glassware, whereas color and 
decomtion would be of no importance or 
si gn i fi cance in kitchen utensils, bottle 
caps, or garbage cans, for winch the 
word “Rainbow” has been registered as 
[•1 a trade marie. When used as trade 
marks on these objects, the word does 
not re s t ri ct “others from property de¬ 
scribing similar articles produced by 
them”, because the decoration or color 
of these articles are of no significance. 
When so used the word is technical or 
arbitrary, and not descriptive. But we 
have an entirely different situation when 
the word is used to denote table'glass¬ 
ware. 

Defendant had for sale a cheap grade 
of table glasses, the glasses being dec¬ 
orated or colored by many bright multi¬ 
colored bands around each glass. On 
these very inexpensive glasses, it is quite 
obvious that the bright and gaudy color¬ 
ing would constitute their chief selling 
point and attraction to the customers 
who would be purchasing that quality of 
glassware. Whether defendant had prior 
knowledge of plaintiffs registered mark 
does not appear, but even without such 
knowledge, it is reasonable to believe 
that defendant could very properly have 
selected the words “rainbow glassware” 
to describe these particular glasses. What 
one word would have better described 
the most at t ract i ve and most important 
selling quality or characteristic of this 
merchandise? Advertising is expensive, 
and, like sending a telegram, one seeks 
to say as much as possible in a single 
word. The word “rainbow” denoted 
“rainbow colored” or “rainbow striped”, 
the most attractive characteristic of the 
glasses, and the one which chiefly dis¬ 
tinguished these glasses from other in¬ 
expensive ware. 

[7] I am of the opinion that the word 
“Rainbow” is descriptive of ‘Table Glass¬ 
ware” and that plaintiff does not have 
a valid technical trade mark. The prayer 
of the plaintiff for an injunction is denied 
and judgment will be entered for the 
defendant. 
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S. C. Johnson * Son, Inc. v. Gold i 
Seal Company 
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TRADEMARKS 

1. O pp o siti on Mark and use of opposer ; 
Opposition P leading and practice 

Notice of opposition is sufficient where 
it alleges that opposer, largest menu- s 
facturer and dealer in waxes, would be ’ 
damaged by (1) probable adverse effect 
on opposer'sgood will if applicant’s • - 
mark “Glass Wax” is registered and (2) 
desc rip t i veness of applicant’s mark, the! 
reg is tration of which would exclude op- 
poser from using commonplace descrip¬ 
tive wor ds which are extensively used ? 
in wax business; opposer has greater in- 
terest than would member of general 
public; it is not necessary that opposer i 
use same mark on any product or that ; 
opposer’s products be identical in kind 
or composition with applicant’s, if mark 
is descriptive or mis d e s cripti ve of ap¬ 
plicant's produet: whether opposer held 
word “wax” in high regard is not im¬ 
portant rad does not affect opposer’s 
right to use that descriptive word to 
properly indicate nature of its product 
whenever it should see fit to do so. 

2. Marks and names subject to o w n e rship 

—Des cri p ti ve I n general 
If application is under section 2(f) 
of 1946 Act, mark may be registered if 
des criptive or mi sd escri pt i ve provided it 
is distinctive of applicant's goods, but,, 
if application is not under section 2(f), 
question of distinctiveness is not is 
issue and reg is tration is refused if mark 
is descriptive or deceptively misdescrip¬ 
tive. 

* ! 

3. Applications to register 
Application cannot be considered as 

being under section 2(f) of 1946 Act 
since application did not assert that it 
was filed under section, (rule at that 
time not explicitly requiring such an as¬ 
sertion), no proof was filed with appli¬ 
cation to show distin cti ven ess , and 
neither examiner nor opposer consider 
application to be under section, although 
applicant’s petition to Commissioner re¬ 
ferred to intention (not later, put into 
effect) to seek registration under section. 

4. Oppositio n P leading and practice 
Opposition—Questions to be deter¬ 
mined 

Statement in notice of opposition that 
applicant has not established that its 
mark is capable of distinguishing-appU- 
cant’s goods does not indicate that op¬ 
poser considered application as one under 
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section 2(f) of 1946 Act, since question 
of whether mark is capable of distin¬ 
guishing applicant's goods is frequently 
raised in connection with applications 
for registration of marks not claiming 
right to registration under section 2(f). 

5. Marks and names subject to owner¬ 

ship—Descriptive—In general 
Marks and names subject to owner¬ 
ship—Descriptive—Misdescriptive 
If glass cleaner and polish contains 
wax, “Glass Wax” is descriptive thereof; 
if it does not contain wax, mark is de¬ 
ceptively misdescriptive. 

6. Registration—In general 
Distinction must have been intended 

between section 2(a) of 1946 Act, which 
prohibits registration of mark compris¬ 
ing deceptive matter, and section 2(e), 
which prohibits registration of mark 
which is deceptively misdescriptive, since 
section 2(a) is absolute bar to registra¬ 
tion while mark deemed unregistrable 
under section 2(e) may be registered if 
it complies with section 2(f). 

7. Fraud and misrepresentation 
General practice of Patent Office has 

been to reject applications for registra¬ 
tion when applicant has improperly used 
trade mark registration notice, but to 
accept explanations showing that use 
was without intent to mislead public; 
explanation that notice refers to regis¬ 
tered mark on same label is accepted. 

Appeal from Examiner of Interfer¬ 
ences. 

Trade mark opposition No. 27543 by 
S. C. Johnson A Son, Inc., against Gold 
Seal Company, application. Serial No. 
541,384, filed Dec. 16, 1947. From de¬ 
cision sustaining opposition, applicant 
appeals. Affirmed. 

See also 87 USPQ 113. 

Thomas L. Mead, Jr., and Francis C. 
Browne, both of Washington, D. C., 
and Kenpord R. Nelson, Racine, Wis., 
for S. C. Johnson A Son, Inc. 

Paul, Paul A Moore, Minneapolis, 
MiniL, and Beale A Jones, Washing¬ 
ton, D. C., for Gold Seal Company. 

Before Murphy and Klinge, Assistant 
Commissioners, and Federico, Ex¬ 
aminer in Chief. 

This an appeal from the decision of the 
Examiner of Trade Mark Interferences 
sustaining the opposition, filed by S. C. 
Johnson A Son, Inc., to the registration 
by the applicant. Gold Seal Company, of 
the term “Glass Wax” as a trade mark 
for glass cleaner and polish. The ap¬ 
plication, Serial No. 541,384, was filed 
December 16, 1947, and the applicant 
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seeks registration upon the Principal 
Register of the Act of 1946. 

Both parties took testimony, submitted 
briefs and were represented at the hear¬ 
ing. 

The notice of opposition alleges that 
the applicant’s mark is descriptive or 
deceptively misdescriptive, and that op- 
poser would be damaged in the goodwill 
it has established in the wax business 
if the applicant is permitted to register 
the purely descriptive words “glass wax” 
which are extensively used in the wax 
industry and which opposer has the 
right to use. The allegation of misde- 
scriptiveness is based upon the fact that 
applicant's product, in connection with 
which the mark is used, contains no wax. 

Applicant attacks both the sufficiency 
of the allegations in the notice of op¬ 
position and the proofs in support there¬ 
of, contending that opposer failed to al¬ 
lege damage since the notice of op¬ 
position contains no allegation relative 
to damage except Section V, which reads 
in part as follows: 

“THAT OPPOSER would be dam¬ 
aged substantially in excess of Three 
Thousand Dollars ($3,000) either in 
its interest in the goodwill in respect 
to wax products generally, or to its 
goodwill existing in the manufacture 
and sale of its own trade marked wax 
products by the registration of AP¬ 
PLICANT’S alleged trade mark. This 
damage would result for the following 
reasons, among others, individually or 
in combination: 

“(a) If APPLICANT’S product, A 
GLASS CLEANER AND POLISH, 
called GLASS WAX, does not contain 
wax, the use of the two generic words 
will have a damaging effect on the 
goodwill attaching to wax products 
generally and, therefore, on OP- 
POSER’S wax products specifically. 
This damaging effect will flow from 
the fact that consumers, reasonably 
relying on the name of the product, 
are likely to assume that the product 
contains wax, and in fact the pur¬ 
chaser is likely frequently to be im¬ 
pelled to make the purchase for that 
reason. The purchaser’s subsequent 
realization that the performance of 
APPLICANT’S product does not meas¬ 
ure up to the standards normally to 
be expected from a wax product, al¬ 
though believing nonetheless that 
APPLICANT’S product does contain 
wax, is likely to have an adverse 
effect on the goodwill such purchaser 
feels toward genuine wax products, 
and, therefore, to OPPOSER’S wax 
products, to OPPOSER’S damage, fi¬ 
nancial and otherwise. 
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“(b) The words GLASS WAX used 
on APPLICANT’S product, A GLASS 
CLEANER AND POLISH, are merely 
descriptive of the goods or product, 
particularly if such product contains 
wax. The registration thereof would 
exclude OPPOSER from the use of 
two words which individually or in 
the combination as used by APPLI¬ 
CANT are commonplace expressions 
used extensively in the wax industry. 
The exclusive appropriation of the 
words ’Glass’ and ‘Wax’, individually 
or in combination by APPLICANT 
would seriously damage OPPOSER’S 
present and future business efforts 
accordingly, to OPPOSER’S damage, 
financial and otherwise. 

“(c) The words GLASS WAX on 
goods FOR GLASS CLEANER AND 
POLISH are, as to such goods, on 
their face, ‘merely descriptive or de¬ 
ceptively misdescriptive of them’. 
OPPOSER, as a manufacturer and 
seller of wax products, and as a per¬ 
son entitled to the protection of the 
laws of the United States would, to¬ 
gether with other persons, be dam¬ 
aged by the registration of the words 
GLASS WAX since such registration 
would be in conflict with the provisions 
of Section 2(e) of the Trade Mark 
Act of 1946 which reads as follows: 
‘No trade mark by which the goods 
of the applicant may be distinguished 
from the goods of others shall be re¬ 
fused registration on the Principal 
Register on account of its nature un¬ 
less it (e) consists of a mark which 
(1) when applied to the goods of the 
applicant is merely descriptive or de¬ 
ceptively misdescriptive of them’. 

“OPPOSER in its business as a 
manufacturer and seller of wax prod¬ 
ucts and as a person entitled to the 
protection of the laws of the United 
States, would be damaged by regis¬ 
tration in the United States Patent 
Office of the words ‘GLASS WAX,’ 
since such registration would be vio¬ 
lative of the applicable law and would, 
therefore be a denial of OPPOSER’S 
rights and protection under the laws 
of the United States.” 

[1] Opposer thus alleges damage to 
itself by reason, among other things, of 
(a) the probable adverse effect on the 
goodwill of the opposer, who deals in wax 
products, and (b) the descriptive nature 
of the words “Glass Wax,” the registra¬ 
tion of which would exclude opposer from 
the use of these commonplace descriptive 
words which are extensively used in the 
wax business. 

Contrary to the applicant-appellant’s 
argument in the brief to the effect that 
opposer alleges no damage and is there¬ 


fore a mere interloper, it appears amply 
dear that opposer as a manufacturer 
and dealer in waxes does allege damage 
to its business and also that opposer 
alleges sufficient interest to bring the 
present proceeding. It is also apparent 
from the quoted portions of the notice 
of opposition that the reasons given in 
support of opposer’s allegation of dam¬ 
age are sufficient to show that opposer 
believes that he would be damaged by 
the registration of the applicant’s mark 
on the application sought, which is 
enough to satisfy the requirement of 
Section 13 of the Act of 1946 which pro¬ 
vides: i 


“Any person who believes that he 
would be damaged by the registration 
of a marie upon the prinripsl register 
may, upon payment of the required 
fee, file a verified notice of opposition 
in the Patent Office, stating the 
grounds therefor, within thirty days 
after the publication under subsection 
(a) of Section 12 of this Act of the 
mark sought to be registered. • • •” 


Opposer also alleged in the notice of 
opposition that it has been for nearly 


sixty years prior to applicant’s claimed 
first date of use of the words “Glass 
Wax,” namely, September 15, 1945, con¬ 
tinuously engaged in the business of 
manufacturing and selling wax products 
under its various trade marks and trade 
names, especially including the designa¬ 
tions “Johnson’s Wax,” “Johnson’s Li¬ 
quid Wax,” “Johnson’s Cream Wax,” 
“Johnson’s Paste Wax,” etc, such 
wax products having a great variety 
of uses including the cleaning, protect-"' 
ing, polishing and beautifying of items 
of every kind and composition in the 
home, on the farm and in industry, 
which business has extended to every part 
of the United States and almost every 
country in the world, opposer being the 
largest manufacturer mid seller of wax 
products in the United States. Opposer, 
by virtue of its extensive dealings in 
wax products, surely has a greater in¬ 
terest in the present proceeding tbs 
would a member of the general public. 
Nothing is found in the ease of United 
Shoe Machinery Corp. v. Compo Shoe 
Machinery Corp., 19 C.C.P.A. 1009, 56 
F-2d 292, 12 USPQ 246, cited in appli¬ 
cant’s brief which warrants a conclusion 
contrary to the examiner’s holding in 
this regard. It is not necessary, as ap¬ 
plicant seems to contend, that opposer 
use -the mark “Glass Wax” on any of 
its products, or on a product similar to 
applicant’s, or that any of opposeris 
products be identical in ldnd or composi¬ 
tion with that of the applicant, if the 
words “Glass Wax” are merely 
tive or misdesc rip t i ve of the a] 
product; Burmel Handkerchief 
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Cluett, Peabody & Co., Inc., 29 C.C.P.A. 
1024, 127 FJ2d 318, 53 USPQ 369; Ever- 
Dry Corporation v. Consolidated Cos¬ 
metics, 626 O.G. 923, 82 USPQ 158; 
Botany Worsted Mills v. Lanolin Plus, 
Inc,, 76 USPQ 618. 

Applicant calls attention to section III 
of the notice of opposition which states: 

'That the value of wax in beauti¬ 
fying, preserving and protecting an 
ever increasing variety of materials, 
surfaces and articles is understood 
and appreciated by the public. This 
understanding and appreciation arises 
from the regular satisfying use of 
wax products by many millions of 
people. The public, especially the 
American housewife, has been taught 
the merit of wax protection, through 
costly educational services and na¬ 
tional advertising in newspapers, 
magazines, radio, and otherwise, en¬ 
gaged in by OPPOSER and other mem¬ 
bers of the wax industry at tremendous 
expense to OPPOSER and others. This 
work by opposer and others constitutes 
a reservoir of very, valuable public 
goodwill toward wax' products. This 
goodwill is continually drawn on by 
opposer and other members of the wax 
industry in the further manufacture 
and sale of wax products.” 

Applicant contends that the word 
“wax” is so indefinite in meaning that 
it cannot be regarded as the repository 
of “goodwill,” and further that opposer 
is not shown to have advertised “wax” 
before applicant adopted and used “Glass 
.Wax”, opposer having such little regard 
for the word “wax” that it did not 
mention the word in its advertisements 
until long after applicant adopted, used 
and popularized its product “Glass Wax.” 
As to the first contention regarding the 
meaning of the word “wax” applicant 
refers to the testimony of opposer’s Di¬ 
rector of Research, Dr. J. Vernon Steinle, 
a chemist by training, as well as that of 
Mrs. Anna McElroy, a U. S. Bureau of 
Standards chemist, to show that there is 
no accepted meaning for the word “wax.” 
Expert opinion as to the chemical con¬ 
stitution of a wax (there are a number 
of waxes and sometimes several are used 
in a “wax” composition sold over the 
counter) would be of little or no interest 
to the average customer who uses op- 
poser's products, 'or the ordinary cus¬ 
tomer knows nothing of the chemical 
composition of a can of wax and cares 
less so long as the product satisfies his 
need. As to the contention that opposer 
has not advertised the word “wax” be¬ 
fore applicant advertised and used the 
term “Glass Wax,” applicant calls at¬ 
tention to testimony of the witness Jervis 


J. Babb, vice-president of the opposer, 
concerning the sales promotion and the 
advertising of opposer’s leading product 
“Glo-Coat,” to show that the word “Wax” 
was not used in connection with this 
product. Even though opposer may 
not have used the word in connection 
with a particular one of its products, 
the fact remains that opposer has for 
many years been engaged in the manu¬ 
facture and sale of wax products. 
Whether opposer held the word in “high 
regard” is of no importance and does 
not affect the opposer’s right to use that 
descriptive word to properly indicate 
the nature of its product whenever it 
should see fit to do so. 

It is held that opposer has alleged 
and shown sufficient interest to warrant 
the bringing of this proceeding. 

[2J In order to ascertain the pre¬ 
cise issue with respect to the registra¬ 
bility or unregistrability of the mark 
on the application involved, it will be 
first necessary to determine whether 
the application is an application under 
Section 2(f) of the Trade Mark Act 
of 1946. If a mark is considered de¬ 
scriptive or misdescriptive, then Section 
2(f) provides that it may, nevertheless, 
still be registered if it “has become dis¬ 
tinctive of the applicant’s goods in com¬ 
merce.” However, if the application can¬ 
not be considered as being an applica¬ 
tion under Section 2(f) the question of 
whether the mark has become distinctive 
is not then in issue, and it is consequently 
sufficient to dispose of applicant’s right 
to register the mark, on the application 
presented, if the mark is found descrip¬ 
tive or deceptively misdescriptive. 

[S] Applicant insists that the appli¬ 
cation must be considered as an ap¬ 
plication under Section 2(f) of the Act. 
The application as filed, and in its present 
condition, does not allege that it is 
filed under Section 2(f) of the Act. 
While it is true that the rule prescrib¬ 
ing the contents of an application for 
registration in force at the time of the 
filing of the application did not explicitly 
require an assertion in the application 
that it is filed under Section 2(f), as 
the rule now does, the rule contained 
the following requirement: 

“If the allegation of distinctiveness 
is not based on substantially exclu¬ 
sive use over a five-year period, as 
specified in the preceding paragraph, 
but is based on other facts and circum¬ 
stances, proof of distinctiveness must 
be submitted separately and should 
accompany the application.” 

The proof referred to here is to be filed 
in the application and such an application 
is considered and published on that basis. 
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It would appear obvious that if an ap¬ 
plication were filed for a mark not 
ordinarily registrable, in order to take 
advantage of a certain provision of the 
law, the application certainly should re¬ 
fer to that provision. Shortly after the 
application was filed the applicant pe¬ 
titioned that the application be made 
special. The one-page petition contains 
the following paragraph: 

“For the Commissioner’s informa¬ 
tion the applicant is seeking regis¬ 
tration of this trade mark under 
Section 2(f) of the Lanham Trade 
Mark Act of July 5, 1946. The ap¬ 
plicant believes himself to be. the first 
to adopt and use the words ’GLASS 
WAX’ as applied to a glass cleaner 
and will submit to the Examiner of 
Trade Marks affidavits from all parts 
of the United States showing use of 
the mark and extensive advertising of 
the same through trade channels, news¬ 
paper advertising, and radio adver¬ 
tising.’’ 

While this paragraph may have indi¬ 
cated an intention on the part of the 
applicant to seek registration under sec¬ 
tion 2(f), the intention was never put 
into effect since, among other things, 
the statement in the quoted paragraph 
that the applicant would submit certain 
affidavits to the Examiner of Trade 
Marks was never carried out, and noth¬ 
ing was ever presented to the examiner 
to attempt to show a right to register 
on the basis of Section 2(f). The appli¬ 
cation was passed to publication and was 
published without any reference to Sec¬ 
tion 2(f), the examiner evidently con¬ 
sidering the mark registrable as a tech¬ 
nical trade mark. The application still 
stands as an application to register a 
technical trade mark without reference 
to Section 2(f) of the statute. 

[4] Applicant also refers to the fol¬ 
lowing paragraph in the notice of oppo¬ 
sition: 

44 (f) That applicant has not estab¬ 
lished and cannot establish that the 
words GLASS WAX are capable of 
distinguishing applicant’s goods and 
therefore are not registrable under the 
Federal Statutes.” 

This paragraph, however, does not indi¬ 
cate that opposer considered the appli¬ 
cation as one under Section 2(f), since 
the question of whether a mark is capable 
of distinguishing the applicant’s goods is 
frequently raised in connection with ap¬ 
plications for registration of trade marks 
not claiming the right to registration 
under Section 2(f). For example see 
Ex parte Aerojet Engineering Corpo¬ 
ration, 649 O.G. 934, 90 USPQ 120. 
wh er ein an application for registration of 


a trade mark not under Section 2(f) 
was rejected on the ground of in¬ 
capability of distinguishing the appli¬ 
cant’s goods. 

The applicant moved for an extension 
of time for taking testimony, which mo¬ 
tion was denied by the Examiner of 
Interferences on April 19, 1949, on the 
ground that “the applicant, however, is 
here seeking to register ’Glass Wax’ as 
a technical trade mark rather than as 
a term which has become distinctive 
of its goods within the meaning of Sec¬ 
tion 2(f) of the Act; and the sole statu¬ 
tory issue involved in the case is that of 
whether, as alleged in the notice of 
opposition, that notation is merely de¬ 
scriptive or deceptively misdesc ri pt i ve of 
the goods with which used.” From the 
decision of the examiner, it is apparent 
that he considered the application not 
to be one under Section 2(f), and that 
the question of proof of distin cti vene ss 
to overcome a charge of descriptivene ss 
or misdescriptiveness was not in issue. 

It Is accordingly held that rite appli¬ 
cation involved cannot be considered in 
this proceeding as an application for 
registration under Section 2(f) of the 
Act, and that the question of dis t i nc ti ve- 
ness to overcome a charge of descriptive¬ 
ness or misdescriptiveness is not in 
issue. 

“The principal question, accordingly, is 
whether, applicant’s mark is descriptive 
or deceptively mis des c ripti v e and hence 
unregistrable on the application pre¬ 
sented in view of Section 2(e) of the 
Trade Mark Act of 1946 which prohibits 
registration of marks on the Principal 
Register which are “merely des cripti ve 
or deceptively misdescriptive.” 

The facts appear to show that for many 
years wax has been known to have been 
used as an ingredient in polishes for 
glass and similar surfaces as evidenced 
By the granting of patents on wax-con¬ 
taining glam cleaners and polishes, which 
have been introduced into the record by 
the opposer. 

It has also been established that the 
Thompson Specialty Company of Spring- 
field, Mass* began to manufacture mid “ 
sell a pink wax-emulsion w in dow cleaner 
during the middle 1920’s. Durin g 1931 
or earlier, Stanley Home Products, Inc* 
of Westfield, Mass* purchased and re¬ 
sold under its own labels and under the 
mark “Stanley Window Clean,” this pink 
wax-emulsion glass cleaner. This cleaner 
contained caraauba wax and it is stated 
that the formula originally used was 

never r n BiiKvQt 

In the spring of 1945, Stanley Home 
Products requested the R. M. HoUings- 
head Corp* of Camden, N. J* to a tt em pt 
' to copy Its window cleaner in order to 
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provide an additional source of supply 
because the sales of the Stanley Com¬ 
pany at that time were beginning to 
outrun its production. This the Hollings- 
head corporation did, except that the 
product which they produced did not 
contain wax. Shortly after this time 
Hollingshead, through its representative, 
Mr. Wallack, attempted to sell to the 
applicant here. Gold Seal Company, its 
copied product in the identical form in 
which it was copied, even including the 
pink coloring. Prior to this time, the 
Gold Seal Company had been in the wax 
business and had been selling in inter¬ 
state commerce Gold Seal floor wax. 
Gold Seal paste wax, and Gold Seal fur¬ 
niture polish. The Gold Seal Company, 
through its president, Mr. Schafer, 
bought two carloads of this product and 
Mr. Schafer began selling it with the 
label “Gold Seal Glass Wax.” 

On November 23,1946, applicant sought 
registration of the notation “GOLD 
SEAL GLASS WAX” by .filing applica¬ 
tion Serial No. 492,040. This applica¬ 
tion defined the goods as “wax for glass 
and kindred uses.” During the prose¬ 
cution of this application, the ex a min er 
held that the term “GLASS WAX” was 
merely descriptive of the goods, stating, 
“the words glass wax appear to be 
merely the name of the goods. They 
should therefore be removed from the 
drawing.” The applicant, through its 
then attorneys, acquiesced in the exam¬ 
iner's requirement and deleted the words 
“GLASS WAX” from the drawing. The 
prosecution of the application continued 
with the Gold Seal Company seeking to 
register the words “GOLD SEAL” for 
goods described as “wax for glass and 
kindred purposes.” The application was 
published and an opposition (wholly un¬ 
related to the present proceeding) was 
filed: see Lever Brothers Co. v. Gold 
Seal Co., 624 O.G. 976, 81 USPQ 669. 

In December of 1947 a new application 
was filed by the Gold Seal Company, 
seeking to register the words “GLASS 
WAX”, and in this application the goods 
are specified as “glass cleaner ana pol¬ 
ish.” It is this later application which 
is involved in the present opposition 
proceeding. 

[5] The problem here presented is 
whether, when the mark "GLASS WAX” 
is seen applied to a cleaning and polish¬ 
ing composition for glass a person would 
thfalc that tiie product contained wax, 
and we believe that this would be the 
ordinary inference made, considering the 
words used, the nature of the product 
mid its uses, and the other products sold 
in the same places and used for similar 
purposes. If the product actually con¬ 
tains wax, the phrase would then be 



characterized as descriptive, whereas if 
it does not contain wax the phrase would 
be characterized as deceptively misde- 
scriptive. In either event Section 2(e) 
requires refusal of the registration. 

The examiner in his decision has dis¬ 
cussed the question of descriptiveness 
and misdescriptiveness at length and we 
are in general agreement with his state¬ 
ments. 

The applicant contends that the mark 
consists in a new combination of the two 
words “glass” and “wax” and that it is 
not claiming registrability for either of 
tiie words separately. A similar question 
to that raised here was decided by the 
Court of Customs and Patent Appeals 
in the case of In re Bailey Meter Com¬ 
pany, 26 C.C.P.A. 1136, 102 F J2d 843, 41 
USPQ 276. In this case the applicant was 
applying for registration under the 1906 
Act, of the term “Boiler Meter” as a 
trade mark for “meters and devices 
adapted to continuously indicate and/or 
record in comparison and value-determin¬ 
ing relation the instantaneous values of 
the rate of flow of two or more flowing 
fluids of a power producing or utilizing 
apparatus, and charts for use therewith 
• • *.” The Court affirmed the Commis¬ 
sioner who in turn had affirmed the Ex¬ 
aminer of Trade Marks in refusing reg¬ 
istration of this mark on the ground of 
descriptiveness. It was argued in that 
case that the term “Boiler Meter” was a 
new combination of known words which 
was not the name of any device because 
it is not found in dictionaries, trade cata¬ 
logs, trade journals, etc. The Court 
stated that [41 USPQ at 276]: 

“Words used in combination may not 
be found in the dictionary, or else¬ 
where, in the precise combination used 
but it does not follow from this that 
they are not the correct nomenclature 
for particular things. As the brief of 
the solicitor points out 'Barn Key* 
may not appear in the dictionary but 
it is the proper name for a key to a 
barn. Mere use of words in combina¬ 
tion does not destroy the significance 
in their meaning or their descriptive 
properties.” 

The Court further stated that: 

“The fact that appellant may have 
been the first and only one to adopt 
and use the mark sought to be regis¬ 
tered does not prove that the mark is 
not descriptive, as appellant contends, 
basing its argument upon certain affi¬ 
davits filed in the proceeding.” 

After considering carefully all of the 
relevant testimony and exhibits, and the 
arguments of the parties, it is consid¬ 
ered that the mark “GLASS WAX” is 
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not registrable by reason of Section 2(e) 
of the Act. 

£ 6 ] Opposer also urges that the mark 
should be refused registration on the 
ground that it is barred by Section 2(a) 
of the Act, which prohibits the registra¬ 
tion of a mark which "consists of or 
comprises • • • deceptive * • * mat¬ 
ter.’’ Section 2(e) prohibits the regis¬ 
tration of a mark which is "deceptively 
misdescriptive” and it would seem on 
cursory consideration that this is included 
in Section 2(a) and is therefore re¬ 
dundant. However, a distinction must 
have been intended between the two pro¬ 
visions since that of Section 2(a) is an 
absolute bar to registration, while a mark 
deemed unregistrable under the provi¬ 
sions of Section 2(e) may still be regis¬ 
tered if it complies with the requirements 
of Section 2(f). Since the mark in this 
case is not considered registrable by 
reason of Section 2(e), and since the 
application involved is held not to be 
an application under Section 2(f), it is 
not considered necessary to determine 
whether registration of the mark is bar¬ 
red by Section 2(a). 

Applicant urges that the examiner 
erred in admitting, considering, and bas¬ 
ing his decision upon the Roper poll or 
survey, placed in the record by the op- 
poser. While the decision of the exam¬ 
iner contains a number of references 
to the poll, it is not evident that the 
examiner based his decision upon the 
results thereof, nor is a consideration 
of the results of the poll necessary to the 
conclusions reached. 

In regard to the admissibility of the 
poll or survey as evidence, most of the 
cases found which have mentioned polls 
or surveys have either refused to receive 
such testimony or if admitted, have 
given it little weight or have disre¬ 
garded it. It is not believed necessary 
to determine in this case whether such 
a poll or survey is broadly admissible as 
evidence, or whether the poll has been 
properly introduced and supported, in 
view of the nature of the poll itself. The 
poll is introduced in this case by the 
testimony of the person at the head of 
the organization which conducted the 
poll, and a report tabulating the results 
introduced as Exhibit 62. The testimony 
of the witness merely gives some general 
information relating to the conduct of 
the survey and explains the results there¬ 
of, which explanation consists mainly in 
mentioning some of the information con¬ 
tained in the report. 

Results obtained by such polls are 
clearly influenced by various factors, 
among which are the form of the ques¬ 
tions asked and similar matters. In 
this particular case the questionnaire 
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and the ouestions used are so clearly and 
completely biased that the poll is con¬ 
sidered valueless for any purpose desired 
by the opposer. The report gives a copy 
of the questionnaire used in the inter¬ 
views. The person interviewed is asked 
a few preliminary ouestions relating to 
housecleaning and then is asked if any 
wax is used on surfaces or objects, fol¬ 
lowing which are a number of questions I 
relating to wax and its properties and 
reasons why wax is or is not used. After 
being thoroughly so primed with wax, 
the subject is then told in Question 11 
that "glass wax" contains wax or is a; 
wax product, the first part of the ques¬ 
tion reading: 

"Now about another thing—have 
you heard of a product called glass 
wax or window wax or wax for win¬ 
dows?" 

Then follow a number of questions re¬ 
lating to "glass wax", and Question 21 
asks: 

"As a guess, how much wax would 
you say there was in glass wax— ■ 
would you guess it was made entirely 
of wax, that it contained a good deal 
of wax, only a little wax or no wax 
at all?" 

which question has a built-in bias. 

The poll in this case is held to be en¬ 
titled to no weight whatsoever and its 
evidentiary effect has been completely 
disregarded. 

Opposer asserts that the application 
should be rejected on the ground of 
fraudulent use of the trade mark regis¬ 
tration notice. The specimens submitted 
with the application, and exhibits in the ; 
record, contain the notation "T.M. Reg. 
U.S. Pat. Off.", whereas the trade mane 
has not in fact been registered. The ap- ; 
plicant submits that it owns trade mark 
registration No. 418,118, for the mark 
"Gold Seal" with an emblem, which mark 
is used on the cans above the words i 
"Glass Wax", and that the trade mark 
registration notice refers to this exist- I 
ing registration. This registration is for 
furniture polish and applicant asserts 
that the product of the present applica¬ 
tion is frequently used by the public for 
cleaning and polishing many different i 
kinds of furniture, and, consequently, ap¬ 
plicant was justified in using the trade 
mark registration notice in connection 
with the "Gold Seal" mark on the prod¬ 
uct involved in the present application. • 
One face of the cans, photographs of ! 
which constitute the specimens in the 
application, shows the tiade mark regis¬ 
tration notice at the top, the emblem with 
the words "Gold Seal" beneath, the words 
"Glass Wax" in two lines beneath this 
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trade mark, and three stripes with lines 
of lettering at the bottom, the last one 
of which reads “Made by the makers of 
Gold Seal wax.” Applicant's furniture 
polish can in the record shows the same 
design but with different colors and 
displays the words “cream furniture pol¬ 
ish” in the space where “glass wax” 
appears on the first mentioned can, with 
some additional differences in the word¬ 
ing at the bottom. Applicant’s floor wax 
cans in the record, one of which has a 
trade mark registration notice, also have 
the same design, with still different colors 
and the words “self polishing floor wax” 
in the space where “glass wax” appears 
on the “glass wax” can. 

[7] The general practice of the 
Patent Office has been to reject appli¬ 
cations for registration when the appli¬ 
cant has improperly used the trade mark 
registration notice, but to accept explana¬ 
tions showing that the use was without 
intent to mislead the public. Applicant’s 
explanation is accepted in this case, but 
it must be observed that the explanation 
emphasizes the argument that the words 
"Glass Wax” were not actually used as 
a trade mark on the goods, but were used 
only in a descriptive sense. 

Applicant is not precluded by the de¬ 
cision in this case from applying for reg¬ 
istration under Section 2(f) of the Act 
on a new application appropriately 
worded for this purpose, and the de¬ 
cision herein is without prejudice to con¬ 
sideration of registrability of the mark 
on such an application. 

The decision of the Examiner of In¬ 
terferences sustaining the opposition is 
affirmed. 


Commissioner of Patents 

Thz Master, Wardens, Searchers, As¬ 
sistants and Commonalty op the 
Company op Cutlers in Hallamshise 
in the County of York v. Cribben 
and Sexton Company 
Decided Sept. 21, 1951 

TRADE MARKS 

1. Acquisition of marks—Use of plu¬ 

rality of marks 

Use of two marks on goods does not 
deprive either of its capability to indi¬ 
cate origin. 

2. Evidenc e -Of use 

A different catalog each year is not 


necessary to show continuous use of mark 
on goods shown therein. 

3. Registration—Foreign and state regis¬ 

trations 

Opposer’s British registration is with¬ 
out effect in opposition since it affords 
opposer no trade mark rights in United 
States. 

4. Evidence—Of use 

Certificate of British Patent Office 
that mark was registered in Great Brit¬ 
ain for certain goods is not competent 
evidence to prove that mark was actually 
used anywhere on such goods. 

5. Pleading and practice 

Following affirmance of decision dis¬ 
missing opposition, examiner may con¬ 
sider on facts outside instant record 
whether applicant for registration under 
section 2(f) of 1946 Act should present 
evidence of distinctiveness in addition to 
allegation of substantially exclusive and 
continuous use for five years. 


Appeal from Examiner of Interfer¬ 
ences. 

Trade mark opposition No. 28870 by 
The Master, Wardens, Searchers, As¬ 
sistants and Commonalty of the Com¬ 
pany of Cutlers in Hal lams hire in the 
County of York against Cribben and 
Sexton Company, application. Serial No. 
546,666, filed Jan. 10, 1948. From de¬ 
cision dismissing opposition, opposer ap¬ 
peals. Affirmed. 

On reconsideration, 91 USPQ 247. 

Notice of appeal to Court of Customs 
and Patent Appeals filed Nov. 7, 1951. 
Chauncey P. Carter. Washington, D. C., 

for opposer. 

Dawson & Ooms, Chicago, Ill., for ap¬ 
plicant. 

Klinge, Assistant Commissioner. 

This is an appeal from the decision of 
the Examiner of Trade Mark Interfer¬ 
ences dismissing the opposition filed by 
Master, Wardens, Searchers, Assistants 
and Commonalty of the Company of Cut¬ 
lers in Hallamshire in the County of 
York (commonly called the Cutlers* 
Company of Sheffield), against applica¬ 
tion No. 546,666, filed January 10, 1948, 
by the applicant, Cribben and Sexton 
Company, for registration of the trade 
mark “Sheffield” for-“stoves and ranges.” 
The applicant seeks to register its mark 
under the provisions of Section 2(f) of 
the Act of 1946 and in support of its ‘ 
claim of distinctiveness, alleges that the 
mark has been in substantially exclusive 
and continuous use for a period of five 
years next preceding the date of filin g of 
the application. 

The applicant only has filed testi¬ 
mony; both parties have filed briefs. 




APPENDIX 


PART m 



Rules of VraBice in 

TRADE-MARK 
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Rules of Practice in Trade-mark 

Cases 


The following rules governing the registration of trade¬ 
marks and other marks in the Patent Office, and other pro¬ 
ceedings in the Patent Office relating to marks, have been 
adopted and promulgated under the authority of the Trade- 
Mark Act of 1946, effective July 5,1947, and other authority, 
after publication of proposed rules and a hearing, and con¬ 
sideration of all material and arguments submitted. 

In view of the novelty of many of the provisions of the 
Trade-Mark Act of 1946, it is recognized that changes may be 
required in these rules from time to time. It is respectfully 
requested that practitioners working under these rules 
prompdy inform the Patent Office of any proposed changes 
that appear to be desirable. 

These rules were published in the Federal Register for 
June 19, 1947. In the Federal Register and in the Code of 
Federal Regulations these rules are Part 100 of Title 37 and 
the individual rules, there called sections, arc numbered with 
100 prefixed to the numbers here used, with the decimal point 
following the 100. 

CASPER W. OOMS, 

June 19, 1947. Commissioner of Patents. 

Several minor revisions and the addition of a new form, 
12 Federal Register 7140-1, Nov. 4,1947, are included in this, 
the first pamphlet edition of the Rules of Practice in Trade- 
Mark Cases under the Trade-Mark Act of 1946. 
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4.7 Power of attorney or authorization 

Before any attorney at law or other recognized person will be allowed 
to take action in any case or proceeding, a written power of attorney 
or authorization must be filed in that particular case or proceeding. 

A substitute or associate attorney may be appointed by an attorney 
only upon the written authorization of his principal; but a third at¬ 
torney appointed by the second will not be recognized. 

4.8 Correspondence held with attorney 

When an attorney or other recognized person shall have filed his 
power of attorney or authorization, duly executed, the correspondence 
will be held with him. Double correspondence with an applicant and 
his attorney, or with two attorneys, will not be undertaken. If more 
than one attorney be appointed, correspondence will be held with the 
one last appointed unless otherwise requested. 

4.9 Revocation of power of attorney 

A power of attorney or authorization may be revoked at any stage 
in the proceedings of a case upon notification to the Commissioner; 
and, when it is so revoked, the Office will communicate directly with 
the applicant or with such other attorney as he may appoint. An at¬ 
torney or agent will be notified of the revocation of his power of at¬ 
torney or authorization. 

\ 

6. APPUCATION FOR REGISTRATION 

r 

6.1 Parts of application 

A complete application for registration comprises: 

(a) A written application (see Rules 7.1 to 8.8); 

(b) A drawing of the mark (see Rules 9.1 to 9.5); 

(c) Five specimens or facsimiles (see Rules 10.1 to 10.3); 

(d) The required filing fee (see Rule 2.1 (a) ); 

(e) A certified copy of the registration in the country of origin if the 
application is based on such foreign registration pursuant to section 
44 (e) of the act (see Rule 7.9). 
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6J2 Application must be complete to receive filing date 

An application will not be accepted and filed for examination unless 
all the required parts specified in Rule 6.1, complying with the rules 
and regulations relating thereto, are received, but minor informalities 
may be waived subject to subsequent correction. If the papers and 
parts are incomplete or so defective that they cannot be accepted as a 
complete application, the applicant will be notified and the papers 
and fee held six months for completion if possible, returned to the 
applicant, or other disposition. If not completed in six months, a new 
application must thereafter be filed. The drawing, specimens, or fee 
of an unaccepted application may be applied to a later application. 

6.3 Serial number and filing date 

Complete applications will be numbered as received, and the appli¬ 
cant will be informed of the serial number and filing date of the appli¬ 
cation. The filing date of the application is the date on which the 
complete application is received in the Patent Office in acceptable form. 

6.4 Designation of representative by foreign applicant 

» 

If the applicant is not domiciled in the United States, he must desig¬ 
nate by a written document filed in the Patent Office the name and 
address of some person resident in the United States on whom may 
be served notices or process in proceedings affecting the mark and to 
whom all official communications will be addressed unless the appli¬ 
cant is represented by an attorney or other recognized person. If this 
document does not accompany or form part of the application, it will 
be required and registration refused unless it is supplied. 

6.5 Papers not returnable 

After acceptance of the application the papers will not be returned 
for any purpose whatever. If the applicant has not preserved copies 
of the papers the Office will furnish them on the usual terms. 

6.6 Use of old drawing in new application 

In an application filed in place of an abandoned or rejected applica¬ 
tion, or in an application for reregistration (Rule 31.1), a new complete 
application is required, but the old drawing, if suitable, may be used. 
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The application must be accompanied by a request for the transfer of 
the drawing, and by a permanent photographic copy, or an order for 
such copy, of the drawing to be placed in the original file. A drawing 
so transferred, or to be transferred, cannot be amended. 

6.7 Application confidential prior to publication 

No information respecting the filing of an application for the regis¬ 
tration of a trade-mark, or the subject matter thereof will be given, 
prior to publication under Rule 15.1, without authority of the appli¬ 
cant, unless it shall, in the opinion of the Commissioner, be necessary 
to the proper conduct of business before the Patent Office. Decisions 
of the Commissioner in applications and proceedings relating thereto 
are published or available for inspection or publication. 

7. THE WRITTEN APPUCATION 

7.1 Application must be in English 

The written application must be in the English language and plainly 
written on but one side of the paper. Legal size paper, typewritten 
double spaced, with at least a one and one-half inch margin on the 
left-hand side and top of the page, is deemed preferable. 

7.2 Application to be signed and sworn to by applicant 

The written application must be made to the Commissioner of Pat¬ 
ents and must be signed and verified (sworn to) by the applicant or by 
a member of the firm or an officer of the corporation or association 
applying. 

Re-executed papers may be required when the application has not 
been filed in the Patent Office within a reasonable time after the date 
of execution. 

7.3 Requirements for application—Statement 

The written application shall include a request for registration and 
shall specify: 

(a) The name of the applicant; 

(b) The citizenship of the applicant; if the applicant be a partner¬ 
ship, the names and citizenship of the general partners or, if the appli- 
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cant be a corporation or association, the state or nation under the laws 
of which organized; 

(c) The domicile and post office address of the applicant; 

(d) That the applicant has adopted and is using the mark shown 
in the accompanying drawing; 

(e) The particular description of goods on or in connection with 
which the mark is used; 

(f) The class of merchandise according to the official classification 
(if the n umb er and title of the class arc not known to the applicant, 
they may be left blank, in which case they will be filled in by the 
Patent Office and applicant informed thereof); 

(g) The date of applicant’s first use of the mark as a trade-mark 
on or in connection with goods specified in the application; 

' (h) The date of applicant’s first use of the mark as a trade-mark on 
or in connection with goods specified in the application in commerce 
which may lawfully be regulated by Congress, specifying the nature 
of such commerce; 

(i) The mode or manner in which the mark is used on or in con¬ 
nection with the particular goods specified. 

This part of the written application is called the statement. 

7.4 Requirements for application—Declaration 

The written application must also include averments to the effect 
that the applicant or other person making the verification believes him¬ 
self or the firm, corporation, or association in whose behalf he makes 
the verification to be the owner of the mark sought to be registered; 
that the mark is in use in commerce which may lawfully be regulated 
by Congress, specifying the nature of such commerce; that no other 
person, firm, corporation, or association, to the best of his knowledge 
and belief, has the right to use such mark in commerce, either in the 
identical form thereof or in such near resemblance thereto as might 
be calculated to deceive, that the drawing and description truly repre- 
1 sent the mark sought to be registered; that the specimens or facsimiles 
show the mark as actually used in connection with the goods; and that 
1 the facts set forth in the statement arc true. 

This part of the written application is called the declaration. 
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7.5 Description of mark 

A description of the mark, which must be acceptable to the Exam- 
incr of Trade-Marks, may be included in the statement, and must be 
included if required by the Examiner. 

7.6 Identification of pHor registrations 

Prior registrations of the same or similar marks owned by the appli¬ 
cant should be identified in the written application. 

7.7 Power of attorney, domestic representa t ive 

The power of attorney or authorization of agent (Rule 4.7) and the 
appointment of a domestic representative (Rule 64) may be included 
as a paragraph or paragraphs in the written application. 

7.8 Use by predecessor or by related companies 

1 

If the first use, the date of which is required by paragraph (g) or (h) 
of Rule 7.3, was by a predecessor in title, or by a related company (sec- . 
tions 5 and 45 of the act), and such use inures to the benefit of the appli- ; 
cant, the date of such first use may be asserted with a statement that i' 
such first use was by the predecessor in title or by the related company <r 
as the case may be. The Office may require further details and addi- i <' 
tional proof showing that such use inures to the benefit of the : 
applicant. 

Where the mark sought to be registered is legitimately used by one ! 
or more related companies at the time of the filing of the application, 
the declaration (Rule 7.4) must recite exceptions to the averment of 
the exclusive right to use the mark, stating the nature of such related 

companies and, if practicable, the names and addresses. ^ * 

\ * * * 

7.9 Omission of allegation of use by foreign applicants 

* * 8 

The allegation that the mark is in use in commerce which may law- '. 
fully be regulated by Congress, required by Rule 7.4, and the statements 
of the dates of the applicant’s first use, required by Rule 7.3 (g) and 
(h), may be omitted in the case of an application, filed pursuant to 
section 44 (e) of the act, for registration of a mark duly registered in 
the country of origin of a foreign applicant^ provided the application • \\ 

' . • 1 

! 
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when filed is accompanied by a certified copy of the registration in 
the country of origin and said registration is then in full force and 
effect. A sworn translation of the registration, if not in the English 
language, may be required after the application is filed. 

Such allegation and statement may also be omitted in the case of 
an application claiming the benefit of a prior foreign application in 
accordance with section 44 (d) of the act, provided that the application 
states the date and country of the first foreign application and a certi¬ 
fied copy of the foreign application and a sworn translation of the same, 
if not in the English language, are filed before the registration is 
granted, but the registration will not be granted until the mark has been 
registered in the country of origin of the applicant. 

In such cases the description of goods or services shall not exceed the 
scope of that covered by the foreign registration or application. 

8. THE WRITTEN APPUCATION (continued) 

8.1 Proof of distinctiveness under section 2 (f) 

When registration is sought under section 2 (f) of the act and the 
claim of distinctiveness is based on substantially exclusive and continu¬ 
ous use of the mark by the applicant for the period of five years next pre¬ 
ceding the filing of the application in commerce which may lawfully 
be regulated by Congress, the written application shall include in the 
declaration a statement to that effect; but proof of such exclusive and 
continuous use and further evidence showing that the mark has become 
distinctive may be required. 

If the allegation of distinctiveness is not based on substantially ex¬ 
clusive use over a five-year period, as specified in the preceding para¬ 
graph, but is based on other facts and circumstances, proof of distinc¬ 
tiveness must be submitted separately and should accompany the 
application. 

8.2 Concurrent use 

In the case of an application claiming concurrent use, the applicant 
shall also specify in the statement to the extent of his knowledge any 
concurrent use by others, designating their names, addresses, and regis- 
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trations or applications, if any, the goods in connection with which 
and the areas in which such concurrent use exists, the mode of such 
use, the periods of such use, and the goods, area, or mode of use for 
which the applicant desires registration; and the claim of exclusive use 
made in the declaration shall be made with the stated exceptions. 

8.3 Service mark 

In the case of an application for the registration of a service mark, the 
written application shall specify and contain all the elements required 
by the preceding rules for trade-marks, but shall be modified to relate 
to services instead of to goods wherever necessary. 

8.4 Collective mark 

In the case of an application for registration of a collective mark, the 
written application shall specify and contain all applicable elements 
required by the preceding rules for trade-marks, but shall, in addition, 
specify the class of persons entitled to use the mark, indicating their 
relationship to the owner of the mark, and the nature of the owner’s 
control over the use of the mark. 

8.5 Certification mark 

In the case of an application for registration of a certification mark, 
the written application shall specify and contain all applicable elements 
required by the preceding rules for trade-marks. It shall, in addition, 
specify the manner in which and the conditions under which the certi¬ 
fication mark is used; it shall allege that the applicant exercises legiti¬ 
mate control over the use of the mark and that he is not himself en¬ 
gaged in the production or marketing of the goods or services to which 
the mark is applied. 

8.6 Principal Register 

All applications will be treated as seeking registration on the Prin¬ 
cipal Register unless otherwise stated in the application. Service 
marks, collective marks, and certification marks, registrable in accord¬ 
ance with the applicable provisions of section 2 of the act, are registered 
on the Principal Register. 






Forms for Trade-mark Cases 


The following forms illustrate the manner of preparing applications* 
for registration of marks and various papers in trade-mark cases, to be 
filed in the Patent Office. Applicants and other parties will find their 
business facilitated by following them. These forms should be used in 
cases to which they are applicable. A sufficient number of represent¬ 
ative forms arc given which, with the variations indicated by the notes, 
should take care of all the usual situations. In special situations such 
alterations as the circumstances may render necessary may be made 
provided they do not depart from the requirements of the rules or the 
statute. Before using any forms the pertinent rules and sections of 
the statute should be studied carefully. 

LIST OF FORMS 


1 Application for trade-mark registration 

by an individual. Principal Register 

2 Application for trade-mark registration 

by a firm. Principal Register 

3 Application for trade-mark registration 

by a corporation. Principal Register 
6 Application for trade-mark registration 
claiming concurrent use. Principal 
Register 

9 Application for service mark registration, 
Principal Register 

X2 Application for collective mark regis¬ 
tration, Principal Register 
13 Application for certification marie regis¬ 
tration, Principal Register 
16 Application for trade-mark registration. 
Supplemental Register 
19 Application for trade-mark registration 
based on foreign registration or appli¬ 
cation 


ax Application for renewal of registration 
by an individual 

25 Affidavit under section 8 

26 Affidavit under section 12 (c) by an in¬ 

dividual 

26a Affidavit under section 12 (c) by a 

corporation ^ j 

27 Affidavit under section 15 

28 Combined affidavits under sections 8 and 

15 ' j 

31 Notice of opposition 

32 Petition for cancellation of trade-marks 

33 Appeal from the Examiner of Trade- 

Marks to the Commissioner in ex parte 
cases 

34 Appeal from the Examiner of Interfer¬ 

ences to die Commissioner in con¬ 
tested or inter partes proceedings 

35 Assignment of application for registra¬ 

tion 

36 Assignment of registered mark 
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i. APPLICATION FOR TRADE-MARK REGISTRATION BY AN 
INDIVIDUAL, PRINCIPAL REGISTER 


To the Commissioner of Patents: 

(Statement) 


.. a citizen of.residing at 

(Name) (Citizenship) 

. and doing business at . 

has adopted and is using the trade-mark shown in the accompanying drawing 

for ..in Class.and presents 

(Particular dscription of goods) (Number and title of Class) 

herewith five specimens (or facsimiles) showing the trade-mark as actually used 

in connection with such goods, the trade-mark being applied to (i). 

. and requests that the same be registered in the United States 

Patent Office on the Principal Register in accordance with the Act of July 5, 1946. 

The trade-mark was first used on (2) . and first used in 

(Date) 

commerce (3).which may lawfully be regulated by Congress 

on. 

(Date) 


(Declaration) 


Applicant being duly sworn, deposes and says that he believes himself to be 

the owner of the trade-mark, which is in use in commerce (3). 

and that no other person, firm, corporation or association, to the best of his 
knowledge and belief, has the right to use such trade-mark in commerce which 
may lawfully be regulated by Congress, either in the identical form thereof or 
in such near resemblance thereto as might be calculated to deceive, that the draw¬ 
ing and description truly represent the trade-mark sought to be registered, that 
the specimens (or facsimiles) show the trade-mark as actually used in connection 
with the goods, and that the facts set forth in the statement arc true. 


(Power of Attorney) 

The undersigned hereby appoints . of. 

State of . Registration No. (4) . 

his attorney (or agent) to prosecute this application for registration with full 
power of substitution and revocation, to transact all business in the Patent Office 
connected therewith, and to receive the certificate. 


(Signature) 
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State of . 

County of 

Before me personally appeared.to me known to be the 

person described in the above application for registration, who signed the fore¬ 
going instrument in my presence, and made oath before me to the allegations 
set forth therein, on the.. day of.19. 



Notes 


(Notary public) 


(1) Insert: “the goods”; “the containers for the goods”; “displays associated 
with the goods,” and/or, “tags or labels affixed to the goods,” as the case may be. 

(2) State the date on which the trade-mark was first used as a trade-mark 
whether or not in commerce which may lawfully be regulated by Congress. 

(3) Specify kind of commerce, such as: “among the several states”; “in com¬ 
merce between foreign nations and the United States”; or specify other com¬ 
merce which may lawfully be regulated by Congress, as the case may be. 

(4) If: the attorney is not registered on the Patent Office Register the power 
of attorney or separate paper must recite the bar to which he has been admitted 
to practice as required by Rule 4.2. 

If the applicant is not domiciled in the United States a domestic representative 
must be appointed, see Form 19 for appropriate paragraph. 


2. APPLICATION FOR TRADE-MARK REGISTRATION BY A FIRM, 

PRINCIPAL REGISTER 


To the Commissioner of Patents: 


(Statement) 


.a firm domiciled in.•.. doing 

(Firm name) (Domicile) 

business at . and composed of the following members 

(Businetx address) 

.... all citizens of . has 

(Names of firm members) (Citizenship of firm members) 

adopted and is using the trade-mark shown in the accompanying drawing for 

. in Class . and presents 

(Particular description of goods) (Number and tide of Class) 

herewith five specimens (or facsimiles) showing the trade-mark as actually used 

in connection with such goods, the trade-mark being applied to. s 

and requests that the same be registered in the United States Patent Office on 
the Principal Register in accordance with the Act of July 5,1946. ; 
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Trade-mark Act of 1946 


Public Law 489,79th Congress, Chapter 540, approved July 5,1946; 
60 StaL 427. The headings used for sections and subsections or para¬ 
graphs in the following reprint of the Act are not part of the Act but 
have been added for convenience in using this reprint and to facilitate 
indexing. Prior trade-mark statutes may be found in previous edi¬ 
tions of the pamphlet of trade-mark statutes and rules as well as in 
Tide 15, Chapter 3, of the U. S. Code and in the Statutes at Large. 
The present Act forms Chapter 22 of Tide 15 of the U. S. Code and the 
U. S. Code citations have been added at the end of each section and 
subsection. 

THE PRINCIPAL REGISTER 

Section 1. Requirements for registering trade-marks in the principal 
register 

The owner of a trade-mark used in commerce may register his trade¬ 
mark under this Act on the principal register hereby established: 

(a) By filing in the Patent Office— 

(1) a written application, in such form as may be prescribed by the 
Commissioner, verified by the applicant, or by a member of the firm 
or an officer of the corporation or association applying, specifying 
applicant’s domicile and citizenship, the date of applicant’s first use 
of the mark, the date of applicant’s first use of the mark in com¬ 
merce, the goods in connection with which the mark is used and the 
mode or manner in which the mark is used in connection with such 
goods, and including a statement to the effect that the person mak¬ 
ing the verification believes himself, or the firm, corporation, or 
association in whose behalf he makes the verification, to be the 
owner of the mark sought to be registered, that the mark is in use in 
commerce, and that no other person, firm, corporation, or associa¬ 
tion, to the best of his knowledge and belief, has the right to use such 
mark in commerce either in the identical form thereof or in such 
near resemblance thereto as might be calculated to deceive: Provided 
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That in the case of every application claiming concurrent use the 
applicant shall state exceptions to his claim of exclusive use, in which 
he shall specify, to the extent of his knowledge, any concurrent use 
by others, the goods or services in connection with which and the 
areas in which each concurrent use exists, the periods of each use, 
and the goods and area for which the applicant desires registration; 

(2) a drawing of the mark; and 

(3) such number of specimens or facsimiles of the mark as actually 
used as may be required by the Commissioner. 

(b) By paying into the Patent Office the filing fee. 

(c) By complying with such rules or regulations, not inconsistent 
with law, as may be prescribed by the Commissioner. 

(d) If the applicant is not domiciled in the United States he shall 
designate by a written document filed in the Patent Office the name 
and address of some person resident in the United States on whom 
may be served notices or process in proceedings affecting the mark. 
Such notices or process may be served upon the person so designated 
by leaving with him or mailing to him a copy thereof at the address 
specified in the last designation so filed. If the person so designated 
cannot be found at the address given in the last designation, such notice 
or process may be served upon the Commissioner. (15 U. S. C. 1051) 

Sec 2. Trade-marks registrable on the Principal Register 

No trade-mark by which the goods of the applicant may be distin¬ 
guished from the goods of others shall be refused registration on the 
principal register on account of its nature unless it— 

(a) Consists of or comprises immoral, deceptive, or scandalous matter; 
or matter which may disparage or falsely suggest a connection with 
persons, living or dead, institutions, beliefs, or national symbols, or 
bring them into contempt, or disrepute. 

(b) Consists of or comprises the flag or coat of arms or other insignia 
of the United States, or of any State or municipality, or of any foreign 
nation, or any simulation thereof. 

(c) Consists of or comprises a name, portrait, or signature'identifying 
a particular living individual except by his written consent, or the 
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name, signature, or portrait of a deceased President of the United 
States during the life of his widow, if any, except by the written consent 
ofcthe widow. 

(d) Consists of or comprises a mark which so resembles a mark regis¬ 
tered in the Patent Office or a mark or trade name previously used in 
the United States by another and not abandoned, as to be likely, when 
applied to the goods of the applicant, to cause confusion or mistake or 
to deceive purchasers: Provided, That the Commissioner may register 
as concurrent registrations the same or similar marks to more than one 
registrant when they have become entitled to use such marks as a result 
of their concurrent lawful use thereof in commerce prior to any of the 
filing dates of the applications involved and the Commissioner or a 
court on appeal determines that confusion or mistake or deceit of 
purchasers is not likely to result from the continued use of said marks 
under conditions and limitations as to the mode or place of use or the 
goods in connection with which such registrations may be granted 
which conditions and limitations shall be prescribed in the grant of 
the concurrent registrations thereof; and concurrent registrations 
may be similarly granted by the Commissioner with such conditions 
and limitations when a court has finally determined that more than 
one person is entitled to use the same or similar marks in commerce. 
The Commissioner shall give not less than thirty days written notice 
to all applicants, registrants, and users specified by any of the parties 
concerned of any application for concurrent registration and of the 
time and place of the hearings thereon. When the Commissioner de¬ 
cides to grant a concurrent registration the proposed registration shall 
be published in the Official Gazette of the Patent Office and the appli¬ 
cation shall be subject to opposition as hereinafter provided for other 
applications to register marks. Concurrent registrations may be or¬ 
dered by a court in an action under the provisions of section 4915, 
Revised Statutes, under such conditions and limitations as the court 
considers proper in accordance herewith. 

(e) Consists of a mark which, (1) when applied to the goods of the 
applicant is merely descriptive or deceptively misdescriptive of them, or 
(2) when applied to the goods of the applicant is primarily geograph- 
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ically descriptive or deceptively misdcscriptive of them, except as indi¬ 
cations of regional origin may be registrable under section 4 hereof, 
or (3) is primarily merely a surname. 

(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) 
of this section, nothing herein shall prevent the registration of a mark 
used by the applicant which has become distinctive of the applicant’s 
goods in co mm erce. The Commissioner may accept as prima fade 
evidence that the mark has become distinctive, as applied to the appli¬ 
cant’s goods in co mm erce, proof of substantially exclusive and con¬ 
tinuous use thereof as a mark by the applicant in commerce for the five 
years next preceding the date of the filing of the application for its 
registration. (15 U. S. C. 1052) 

Sec 3. Service marks registrable 

Subject to the provisions relating to the registration of trade-marks, 
so far as they are applicable, service marks used in commerce shall be 
registrable, in the same manner and with the same effect as are trade¬ 
marks, and when registered they shall be entitled to the protection pro¬ 
vided herein in the case of trade-marks, except when used so as to repre¬ 
sent falsely that the owner thereof makes or sells the goods on which 
such mark is used. The Commissioner may establish a separate reg¬ 
ister for such service marks. Applications and procedure under this 
section shall conform as nearly as practicable to those prescribed for the 
registration of trade-marks. (15 U. S. C. 1053) 

Sec 4. Collective and certification marks registrable 

Subject to the provisions relating to the registration of trade-marks, 
so far as they are applicable, collective and certification marks, includ¬ 
ing indications of regional origin used in commerce, shall be registrable 
under this Act, in the same manner and with the same effect as are 
trade-marks, by persons, and nations, States, municipalities, and the 
like, exercising legitimate control over the use of the marks sought to 
be registered, even though not possessing an industrial or commercial 
establishment, and when registered they shall be entitled to the protec¬ 
tion provided herein in the case of trade-marks, except when used so as 
to represent falsely that the owner or a user thereof makes or sells the 
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goods or performs the services on or in connection with which such 
mark is used. The Commissioner may establish a separate register 
for such collective marks and certification marks. Applications and 
procedure under this section shall conform as nearly as practicable to 
those prescribed for the registration of trade-marks. (15 U. S. C. 1054) 

Sec 5. Use by related companies 

Where a registered mark or a mark sought to be registered is or may 
be used legitimately by related companies, such use shall inure to the 
benefit of the registrant or applicant for registration, and such use shall 
not affect the validity of such mark or of its registration, provided such 
mark is not used in such manner as to deceive the public (15 U. S. C. 

1055) 

Sec. 6. Disclaimer of unregistrable matter 

The Commissioner shall require unregistrable matter to be dis¬ 
claimed, but such disclaimer shall not prejudice or affect the appli¬ 
cant’s or owner’s rights then existing or thereafter arising in the dis¬ 
claimed matter, nor shall such disclaimer prejudice or affect the appli¬ 
cant’s or owner’s rights of registration on another application of 
later date if the disclaimed matter has become distinctive of the appli¬ 
cants or owner’s goods or services. (15 U. S. C 1056) 

Sec 7 (a). Certificate of registration on the principal register. Issuance 
and form 

Certificates of registration of marks registered upon the principal 
register shall be issued in the name of the United States of America, 
under the seal of the Patent Office, and shall either be signed by the 
Commissioner or have his name printed thereon and attested by an 
assistant commissioner or by one of the law examiners duly designated 
by the Commissioner, and a record thereof, together with printed cop¬ 
ies of the drawing and statement of the applicant, shall be kept in 
books for that purpose. The certificate shall reproduce the drawing 
of the mark, contain the statement of the applicant aijd state that the 
mark is registered on the principal register under this Act, the date 
of the first use of the mark, the date of the first use of the mark in 
commerce, the particular goods or services for which it is registered, the 
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number and date of the registration, the term thereof, the date on which 
the application for registration was received in the Patent Office, and 
any conditions and limitations that may be imposed in the grant of the 
registration. (15 U. S. C. 1057a) 

Sec. 7 (b). Same—Prima fade evidence 

A certificate of registration of a mark upon the principal regis¬ 
ter provided by this Act shall be prima facie evidence of the validity 
of the registration, registrant’s ownership of the mark, and of regis¬ 
trant’s exclusive right to use the mark in commerce in connection with 
the goods or services specified in the certificate, subject to any condi¬ 
tions and limitations stated therein. (15 U. S. C 1057b) 

' Sec 7 (c). Certificate of registration—Issuance to assignee 

A certificate of registration of a mark may be issued to the assignee 
of the applicant, but the assignment must first be recorded in the Patent 
Office. In case of change of ownership the Commissioner shall, at 
the request of the owner and upon a proper showing and the payment 
of the fee herein provided, issue to such assignee a new certificate of 
registration of the said mark in the name of such assignee, and for the 
unexpired part of the original period. (15 U. S. C. 1057c) 

Sec 7 (d). Certificate of registration—Surrender, cancelation, amendment 
or disclaimer by registrant 

At any time, upon application of the registrant and payment of the 
fee herein provided, the Commissioner may permit any registration 
in the Patent Office to be surrendered, canceled, or for good cause to 
be amended, and he may permit any registered mark to be disclaimed 
in whole or in part: Provided, That the registration when so amended 
shall still contain registrable matter and the mark as amended shall 
still be registrable as a whole, and that such amendment or disclaimer 
does not involve such changes in the registration as to alter materially 
the character of the mark. The Commissioner shall make appropriate 
entry upon the records of the Patent Office and upon the certificate of 
registration or, if said certificate is lost or destroyed, upon a certified 
copy thereof. (15 U. S. C 105yd) 
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APPENDIX 
Part IV 

STATUTES AND RULES INVOLVED 
Jurisdiction of Appeal 

Rules 54(a) and 54(b) Federal Rules of Civil Pro¬ 
cedure. 

(a) Definition; Form. “Judgement” as used in these 
rules includes a decree and any order from which an ap¬ 
peal lies. A judgement shall not contain a recital of 
pleadings, the report of a master, or the record of prior 
proceedings. 

(b) Judgement Upon Multiple Claims. When more 
than one claim for relief is presented in an action, 
whether as a claim, counterclaim, cross-claim, or third- 
party claim, the court may direct the entry of a final 
judgement upon one or more but less than all of the 
claims only upon an express determination that there is 
no just reason for delay and upon an express direction 
for the entry of judgement. In the absence of such deter¬ 
mination and direction, any order or other form of 
decision, however designated, which adjudicates less than 
all the claims shall not terminate the action as to any of 
the claims, and the order or other form of decision is 
subject to revision at any time before the entry of judge¬ 
ment adjudicating all the claims. As amended Dec. 27, 
1946, eff. March 19, 1948. 

Jurisdiction of District Court 

R S 4915 (35 U.S.C. 63) Whenever a patent on appli¬ 
cation is refused * # # or whenever any applicant is dis¬ 
satisfied * * # , the applicant *, * * may have remedy by 
bill in equity, if filed within six months after such re¬ 
fusal or decision; * * * R.S. $4915: Feb. 9, 1893, c. 74, 
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§9, 27 Stat. 436; Mar. 2, 1927, c. 273, § 11, 44 Stat. 1336; 
Mar. 2, 1929, c. 488, §2(b), 45 Stat. 1476; Aug. 5, 1939, 
c. 451, § 4, 53 Stat. 1212. 

Section 21. Trade Mark Act of 1946 (15 U.S.C. 1071) 

Sec. 21. Appeal to court and review by civil action. 
Any applicant for registration of a mark, • • • party 
to an opposition proceeding, • • • who is dissatisfied 
with the decision of the Commissioner • • * may proceed 
under section 4915, Revised Statutes, as in the case of 
applicants for patents, under the same conditions, rules, 
and procedure as are prescribed in the case of patent 
appeals or proceedings so far as they are applicable: 
• * • (15 U.S.C. 1071). 

Section 10. The Administrative Procedure Act 

(5 U.S.C. 1009) 

§ 1009. Judicial review of agency action 

Except so far as (1) statutes preclude judicial review 
or (2) agency action is by law committed to agency dis¬ 
cretion. 

* 

(a) Any person suffering legal wrong because of any 
agency action, or adversely affected or aggrieved by such 
action within the meaning of any relevant statute, shall 
be entitled to judicial review therof. 

(b) The form of proceeding for judicial review shall 
be any special statutory review proceeding relevant to 
the subject matter in any court specified by statute * * * 

(e) So far as necessary to decision and where pre¬ 
sented the reviewing court shall decide all relevant ques¬ 
tions of law, interpret constitutional and statutory pro¬ 
visions, and determine the meaning or applicability of the 
terms of any agency action. It shall be (A) compel 
agency action unlawfully withheld or unreasonably de- 
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layed; and (B) hold unlawful and set aside agency action, 
findings, and conclusions found to be (1) arbitrary, capri¬ 
cious, an abuse of discretion, or otherwise not in accord¬ 
ance with law; (2) contrary to constitutional right, power, 
privilege, or immunity; (3) in excess of statutory juris¬ 
diction, authority, or limitations, or short of statutory 
right; (4) without observance of procedure required by 
law; (5) unsupported by substantial evidence in any case 
subject to the requirements of sections 1006 and 1007 of 
this title or otherwise reviewed on the record of any 
agency hearing provided by statute; or (6) unwarranted 
by the facts to the extent that the facts are subject to 
trial de novo by the reviewing court. In making the 
foregoing determinations the court shall review the whole 
record or such portions thereof as may be cited by any 
party, and due account shall be taken of the rule of preju¬ 
dicial error. June 11, 1946, c. 324, § 10, 60 Stat. 243. 

For Consideration 

Section 1 Trade Mark Act 1946 (15 U.S.C. 1051) 

Appendix Part III 

Section 2 Trade Mark Act 1946 (15 U.S.C. 1052) 

Appendix Part HI 

Section 3 Trade Mark Act 1946 (15 U.S.C. 1053) 

Sec. 3. Service marks registrable. * • • The Commis¬ 
sioner may establish a separate register for such service 
marks. * • • (15 U.S.C. 1053). 

Section' 4 Trade Mark Act 1946 (15 U.S.C. 1054) 

Sec. 4. Collective amd Certification marks registrable. 
• • • The Commissioner may establish a separate regis¬ 
ter for such collective marks and certification marks. # • 

(15 U.S. C. 1054). 
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Section 23 Trade Mark Act 1946 (15 U.S.C. 1091) 

Sec. 23. The Supplemental Register. Marks regis¬ 
trable on. In addition to the principal register, the Com¬ 
missioner shall keep a continuation of the register pro¬ 
vided in paragraph (b) of section 1 of the Act of March 
19, 1920, • * * (15 U.S.C. 1091). 

Section 25 Trade Mark Act 1946 (15 U.S.C. 1093) 

Sec. 25. Supplemental Register—Certificates to differ. 
The certificates of registration for marks registered on 
the supplemental register shall be conspicuously different 
from certificates issued for marks registered on the prin¬ 
cipal register. (15 U.S.C. 1093). 

Section 45 Trade Mark Act 1946 (15 U.S.C. 1127) 

Appendix Part m 

Section 3(a)(3). The Administrative Procedure Act 
(5 U.S.C. 1002 (a)(3) 

$ 1002. Publication of informationrules, opinions, 
orders and public records. Except to the extent that 
there is involved (1) any function of the United States 
requiring secrecy in the public interest or (2) any matter 
relating solely to the internal management of an agency— 

(a) Every agency shall separately state and currently 
publish in the Federal Register • • • and (3) substantive 
rules adopted as authorized by law and statements of 
general policy or interpretations formulated and adopted 
by the agency for the guidance of the public, but not 
rules addressed to and served upon named persons in 
accordance with law. No person shall in any manner be 
required to resort to organization or procedure not so 
published. * * * 
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Section 4(c) The Administrative Procedure Act 

(5 U.S.C. 1003(c) 

Time of publication or service of rules . 

(c) The required publication or service of any sub¬ 
stantive rule (other than one granting or recognizing ex¬ 
emption or relieving restriction or interpretative rules 
and statements of policy) shall be made not less than 
thirty days prior to the effective date thereof except as 
otherwise provided by the agency upon good cause found 
and published with the rule. 

Section 5(c) The Administrative Procedure Act 

(5 U.S.C. 1004(c) 

Authority and functions of officers and employees. 

(c) * * * No officer, employee, or agent engaged in the 
performance of investigative or prosecuting functions for 
any agency in any case shall, in that or a factually re¬ 
lated case, participate or advise in the decision, recom¬ 
mended decision, or agency review pursuant to section 
1007 of this title except as witness or counsel in public 
proceedings. • • • 

Buies of Practice in Trade-Mark Cases, 1947 Ed. 
Buies 6.1 to 8.9 and Forms are in Appendix Part m. 

Rule 81(b) Federal Rules of Civil Procedure 
(b) Scire Facias and Mandamus 

The writs of scire facias and mandamus are abolished. 
Belief heretofore available by mandamus or scire facias 
may be obtained by appropriate action or by appropriate 
motion under the practice prescribed by these rules. 
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In the Opinion of Appellant the Questions are: 

1. A question is whether this Court has jurisdiction under 
Rule 54(b) FRCP to hear and determine Appellant’s 
Appeal from judgment of the District Court, rendered 
in exact compliance with Rule 54(b), where the in¬ 
tended result of that judgment was to remove from 
the suit all consideration of Appellant’s claims to 
registration, in the application in suit, of its trade¬ 
mark under the provisions of Section 2(f) of the 
Trade Mark Act of 1946. 

2. A question is whether Section 1 of the Trade-Mark 
Act of 1946, which grants limited rule-making power 
to the Commissioner of Patents, permits the Com¬ 
missioner to impose upon Appellant a requirement to 
file a new application for registration under Section 
2(f) of the Act where that requirement is based on 
rules and forms promulgated long after Appellant had 
made application for registration and where Appel¬ 
lant’s application here in suit is in exact conformance 
with the Commissioner’s rules and forms as published 
in 1947. 

3. A question is whether any portion of the Trade Mark 
Act of 1946 authorizes the Commissioner to refuse 
Appellant registration of its trade-mark on the Princi¬ 
pal Register where Appellant had made application 
therefor in full compliance with the statute and the 
Commissioner’s contemporaneous rules and his pre¬ 
scribed forms, where Appellant has offered convincing 
proofs of distinctiveness to warrant registration under 
Section 2(f) of the Act, and where the Commissioner’s 
refusal to register Appellant’s mark is based upon the 
Commissioner’s refusal to accept Appellant’s proofs 
of distinctiveness because not presented with an ap¬ 
plication filed in compliance with his present irules 
and forms. 

4. A question is whether any adminstrative agency or 
official thereof may, in contravention of the mandates 


l 




of The Administrative Procedure Act, postscribe rules 
and agency procedure and force an applicant to prose¬ 
cute its claims piecemeal before the agency where all 
such claims were originally presented and prosecuted 
in compliance with the law which limited agency action 
and in both compliance with and reliance upon the 
rules and forms then prescribed by the agency. 


JURISDICTIONAL STATEMENT 


The jurisdiction of this Court for this appeal rests 
upon 28 U.S.C. 1291 and Rules 54(a) and 54(b) Federal 
Rules of Civil Procedure. 

The jurisdiction invoked before the District Court in 
Appellant’s complaint is provided by R.S. 4915 (35 U.S.C. 
63) and Section 21 of the Trade-Mark Act of 1946 (15 
U.S.C. 1071). Jurisdiction is also provided by Sections 
10(a) and 10(b) of the Administrative Procedure Act 
(5 U.S.C. 1009(a) and 1009(b)). 
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Fob the District of Columbia Circuit 


Appeal No. 11631 


Gold Seal Company, Appellant, 

• t 

v. 

Charles Sawyer, Secretary of Commerce and John A. 
Marzaix, Commissioner of Patents and S. C. John¬ 
son and Son, Inc., Appellees. . 


APPELLANT’S BRIEF ON MOTION TO DISMISS 

APPEAL 


I 

COUNTER-STATEMENT OF THE CASE , > 

Appellant, in accordance with Rule 17(e)(3) of this 
Court presents this following counter-statement of the .*• 
case in order to correct any inaccuracies or omissions in 
the Statement of Appellee Johnson. * 

A. PROCEEDINGS BEFORE THE DISTRICT COURT 

The District Court, upon motion by defendants, Sawyer 
and Marzall, to dismiss the cross-claim of co-defendant 
Johnson Inc., in which Appellant’s complaint was not in ' 
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issue, eliminated all parts of Appellant's complaint for 
registration of its trade-mark as a distinctive, secondary 
meaning trade-mark under the provisions of Section 2(f) 
of the Trade Mark Act upon its own initiative. Appel¬ 
lant did not file a brief on this motion and was permitted 
to be heard only over the objection of Appellee, Johnson. 

B. PROCEEDINGS BEFORE THE PATENT OFFICE 

The facts recited hereafter are fully set forth in Ap¬ 
pellant’s complaint. When Appellant filed its application 
for registration the Commissioner had in force one set 
of Rules of Practice and forms for applications for trade¬ 
mark registration on the Principal Register (Appendix 
Part III). The Commissioner now has a different set 
of rules in force. 

At no time during the period within which Appellant’s 
application was filed, published and opposed, and not 
until long afterwards, did these Rules preclude presenta¬ 
tion in a single application of a claim to registration as a 
technical trade-mark and a separate claim to registration 
as a distinctive or secondary 'meaning trade-mark under 
the provisions of Section 2(f) of the Act. As of the 
present , the changed Patent Office Rules require separate 
forms of application for the two claims. (14 Fed. Reg. 
6618). 

Appellant filed in the Patent Office as part of the ap¬ 
plication a “Petition to Make Case Special”. The peti¬ 
tion asserted: “applicant is seeking registration of this 
trade-mark under Section 2(f)” and adjacent this the 
Patent Office placed emphasizing margin lines. The peti¬ 
tion was granted the next day. Eight days later, the 
Patent Office approved the application for publication, 
and it was published in the Official Gazette. No reference 
was made as to whether the application had been ap¬ 
proved for registration as a technical trade-mark or as a 
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secondary meammg distinctive trade-mark under the pro¬ 
visions of Section 2(f). (90 USPQ 373, 377). 

At the time of such publication, the Official Gazette 
did not necessarily indicate whether a trade-mark was 
published under the provisions of Section 2(f) or not. 

Thereafter, Appellee Johnson brought Opposition Pro¬ 
ceedings (90 USPQ 373, 374). Appellant denied the alle¬ 
gations in the Notice of Opposition and pleaded two sub¬ 
stantive claims: ( 1 ) claim to registration as a technical 
trade-mark, and ( 2 ) claim to registration as a secondary 
meaning trade-mark under Section 2(f) and the right to 
present evidence of “distinctiveness” on the application in 
controversy. 

Voluminous and extensive testimony was taken by Ap¬ 
pellant on both substantive claims and extensive evidence 
of distinctiveness was taken and offered. A decision was 

0 t 

rendered by the Examiner of Interferences, stating v 
“The record shows overwhelmingly . . . that the words 
“Glass Wax” may well have come to mean to the public 
applicant’s new, familiar product ...” (40 T.M.Rep. 

347) 358 (Appendix Part II). On appeal, a second de¬ 
cision was rendered by the Commissioner of Patents 
(90 USPQ 373) (Appendix Part II). From the decision 
of the Commissioner of Patents refusing Appellant regis¬ 
tration on both substantive claims and denying to Appel¬ 
lant the procedure authorized by law, Appellant insti¬ 
tuted the suit below. 

FINAL JUDGMENT BELOW UNLAWFULLY 

REQUIRES PIECEMEAL LITIGATION 

• • 

t 4 * 

Chief Judge Stephens at the hearing in this Court sug¬ 
gested the pertinency of the underlying reasoning in the 
concurring opinion in United States vs. U. S. Gypsum, 51 
F. Supp. 613, 623 and the footnote numbered 17. 
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Although that decision involved the doctrine of res 
judicata, the comprehensive review there given discloses 
such basic reasoning is here pertinent and controlling so 
far as concerns unlawful piecemeal litigation. 

Gold Seal Company, plaintiff-appellant, has consistently 
pleaded and contended that the trade-mark ‘‘GLASS 
WAX” forming the subject matter of its application here 
involved is rightfully registrable either as a fanciful, 
arbitrary, trade-mark under Sections 2(a) to 2(e) inclu¬ 
sive, or distinctive under Sec. 2(f) of the Trade-Mark 
Act of 1946 (15 USC 1052) and that the Commissioner 
of Patents has wrongfully refused registration under 
Section 2(e) and has wrongfully refused registration 
under Section 2(f) of sai.d Act in spite of the record con¬ 
taining the depositions of more than one hundred wit¬ 
nesses taken in various parts of the country in the oppo¬ 
sition proceeding here involved. 

Gold Seal Company’s application was duly filed in the 
prescribed form under the Act of 1946 and its Petition 
to Make Special, i.e., for prompt action, asserted regis¬ 
tration was sought under Sec. 2(f) of that Act. That 
petition was approved and granted by the Commissioner 
and, after statutory examination by the Trade-Mark 
Examiner, the application was passed and published in 
the Official Gazette for March 23, 1948. 

Opposition was filed by S. C. Johnson, defendant- 
appellee, and testimony was taken by Johnson followed 
by testimony of more than one hundred witnesses in vari¬ 
ous parts of the country taken by Gold Seal Company 
both as to the fancifulness of its trade-mark and as to its 
acquired secondary meaning. The Examiner of Trade- 
Mark Interferences denied registration upon the ground 
that the application sought registration of the trade¬ 
mark as “a technical trade-mark” without having been 
presented under Section 2(f), under which section alone 
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“applicant’s mark might qualify for the principal regis¬ 
ter”. That holding was made after the decision stated: 

“The record shows overwhelmingly that applicant’s 
product has developed into a highly successful and. 
popular cleaning product, and that the words ‘GLASS 
WAX’ may well have come to mean to the public 
applicant’s new, familiar product rather than a 
cleaner which may or may not contain wax.” 40 T.M. 
Rep. 347, 358. 

In other words, the Examiner of Trade-Mark Inter¬ 
ferences sustained the opposition and denied registration 
after finding that the trade-mark may well have come to 
mean to the public applicant’s new familiar product 
rather than a cleaner which may or may not contain 
wax—simply because in his opinion the application had 
not been presented under Section 2(f). 

The Commissioner of Patents affirmed the decision 
below denying registration, but held (90 USPQ 373, 380) 
that applicant, Gold Seal Company, “is not precluded by 
the decision in this case from applying for registration 
under Section 2(f) of the Act on a new application ap¬ 
propriately worded and that the decision is without 
prejudice to consideration of the registrability of the 
mark on such application.” 

Piecemeal prosecution and litigation is thus unlawfully 
required by the Commissioner’s decision as it necessitates 
filing a new application under Section 2(f) and after 
approval and publication in the Official Gazette, then 
opportunity is given for opposition whereupon the same 
type of testimony must^ again be taken by applicant, 
Gold Seal Company. 

The Commissioner’s decision (90 USPQ at page 377) 
refers to Gold Seal Company’s petition to have the case 
made special which contains the statement that applicant 
is seeking registration under Section 2(f) and would sub¬ 
mit affidavits from all parts of the United States. This 



Petition to Make Special was duly filed February 16, 
1948 before a serial number had been assigned to that 
application. On February 25, 1948 (9 days later) appli¬ 
cant’s trade-mark was held registrable and was ordered 
published on March 23, 1948, Official Gazette, Vol. 608, 
No. 4 thereof at page 669. The Commissioner’s decision 
(90 USPQ at page 377) asserts that while the Petition to 
Make Special may have indicated an intention on the 
part of applicant to seek registration under Section 2(f), 
the intention was never put into effect because applicant 
did not file “affidavits.” Obviously the speed with which 
the Patent Office acted in allowing Appellant’s appli¬ 
cation precluded the filing of “affidavits.” However, the 
testimony taken in behalf of Gold Seal Company in the 
opposition, which was subsequently filed, contained a 
very large volume of depositions of witnesses proving 
distinctiveness and the acquisition of secondary meaning. 
All that material was before the Commissioner on appeal 
and he still refused to consider that testimony and re¬ 
quired the filing of a new application so that the matter 
could be started all over again with the same or similar 
testimony, thus requiring piece-meal litigation of the same 
issue which was placed before him. 

The District Court below made the same error of re¬ 
fusal to consider registrability under Section 2(f) and 
even went further in wrongfully deleting from the Com¬ 
plaint such plea when considering a motion. 

Curiously, that final judgment was wrongfully rendered 
following a hearing upon a motion by defendant Com¬ 
missioner of Patents to dismiss a cross-claim of a co¬ 
defendant S. C. Johnson wherein the allegations of the 
complaint as to Section 2(f) were not in issue. 

Piecemeal litigation necessarily results from the erro¬ 
neous final judgment of the court below herein. It wrong¬ 
fully eliminated from consideration the rights of appli- 
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cant to secure registration under Section 2(f) of the 
new Act. 

Mr. Justice Holmes, in rendering the opinion in U. S. v. 
California <& Oregon Land, 192 U. S. 355, 358, 48 L. Ed. 
476, 479, 24 S. Ct. 266, after referring to the law of Scot¬ 
land, said: 

“but the whole tendency of our decisions is to require 
a plaintiff to try his whole cause of action and his 
whole case at one time. He can not even split up 
his claim (Fetter v. Beale, 1 Salk. 11; Trask v. 
Hartford & N. H. R. Co. 2 Allen, 331; Freeman, 
Judgm. 4th ed. Secs. 238, 241); and, a fortiori, he 
cannot divide the grounds of recovery.” 

This holding of the Supreme Court in the California 
<& Oregon Land case was quoted with approval in Balti¬ 
more S. S. Co. v. Phillips, 274 U. S. 316, 320, 321; 71 
L. ed. 1069, 1071, 1072. After such quotation the Su¬ 
preme Court in the Baltimore-Phillips case continued by 
saying: 

“The same general doctrine is stated in Stark v. 
Starr, 94 U. S. 477, 485, 24 L. Ed. 276, 278 that 
‘a party seeking to enforce a claim, legal or equitable, 
must present to the court, either by the pleadings 
or proofs, or both, all the grounds upon which he ex¬ 
pects judgment in his favor. He is not at liberty 
to split up his demand and prosecute it by piecemeal, 
or present only a portion of the grounds upon which 
special relief is sought, and leave the rest to be pre¬ 
sented in a second suit, if the first fails. There 
would be no end to litigation if such a practice were 
permissible/ ” 

The rule of decision in this California & Oregon Land 
case and the Baltimore Steamship case was followed in 
Grubb v. Public Utilities Commission, 281 U. S., 470, 74 
L. Ed. 972. There the Supreme Court held that it was 
incumbent on appellant to present in support of his 
asserted right of attack every available ground of which 
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he had knowledge and that he was not at liberty to prose¬ 
cute that right by piecemeal, as by presenting a part only 
of the available grounds and reserving others for another 
suit, if failing in that. 

Here both Patent Office and District Court join in seek¬ 
ing to require Appellant to resort to the very piecemeal 
litigation which the law condemns. The underlying 
reasoning so clearly set forth in Judge Stephens decision 
in the Gypsum case is supported by the decisions of the 
Supreme Court and is violated in this suit. 

SUMMARY OF ARGUMENT 

1. “Public policy and the interest of litigants alike re¬ 
quire that there be an end to litigation.’ 7 United 
States v. United States Gypsum Co. 51 F. Supp. 613, 
616. The Supreme Court, which has repeatedly con¬ 
demned piece meal litigation. Baltimore S. S. Co. v. 
Phillips 274 U.S. 316, authorized the Federal Rules 
of Civil Procedure wherein the underlying objective 
is the saving of the time of the courts and the saving 
of time and expense to litigants. Here Appellant in¬ 
vokes a review of rulings by the Commissioner who, 
unlawfully, seeks to force Appellant to resort to 
piece meal prosecution. On this appeal Appellant 
seeks to set aside a final judgment dismissing part 
of Appellant’s complaint because that judgment by 
the District Court upholds the Patent Office and 
forces Appellant to resort to piece meal litigation. 

2. Nothing in the Trade Mark Act of 1946 prevents an 
applicant from asserting its rights, in a single appli¬ 
cation, of registration of its mark as either, or both, 
“distinctive” or “technical”. Nothing in the Act 
gives the Commissioner the power to refuse registra¬ 
tion on grounds which are capricious and retroactive 
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in concept. The very language of the Act prohibits 
such an abuse of power. 

3. Section 1 of the Act authorizes the Commissioner to 
prescribe forms and to prescribe rules of procedure 
but expressly limits the Commissioner’s rule-making 
power. “Not inconsistent with law” In matters of 
procedure the Commissioner has only limited powers. 

4. In matters of substance he is even more limited. The 
mandate of Section 2 of the Act is prohibitory— “No 
trade mark • • * shall be refused registration on the 
principal register on account of its nature unless 
• • •” marks excluded because of “nature” are de¬ 
fined in five paragraphs {a), (b), (c), (d), and (e). 

5. The mandate of Section 2(f) of the Act is also pro¬ 
hibitory— 

“Except as expressly excluded in” paragraphs 
(a), (b), (c) and (d) of this section, nothing 
herein shall prevent the registration of a mark 
used by the applicant which has become distinc¬ 
tive of the applicant’s goods in commerce” 

6 . Yet in this case where appellant seeks registration 
on the Principal Register of the mark GLASS WAX 
which is not prohibited by any part of Section 2 of 
the Act, the Commissioner ignores the prohibitory 
mandates of the Statute and imposes on appellant 
procedural requirements which are in violation of 
law. 

a. In 1947 when appellant filed application for registra¬ 
tion of its trade-mark GLASS WAX appellant faith¬ 
fully followed the form, and the rules, particularly 
Rule 8.1 second paragraph, which the Commissioner 
had then prescribed for applications on the Principal 
Register. (Appendix Part III) By “Petition to Make 
Special” appellant served notice that appellants mark 
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was also registrable as “ distinctiveAppellants ap¬ 
plication was duly treated in accordance with the 
Commissioner’s Rule 8.6 (Appendix part II) 

b. After appellant’s mark was published as presump¬ 
tively registrable, it was opposed by Appellee John¬ 
son on the sweepinglv broad issue that appellant’s 
mark was not even a trade-mark, much less regis¬ 
trable on the Principal Register. Appellant offered 
extensive proof by deposition, subject to cross-exam¬ 
ination, to show that GLASS WAX had become dis¬ 
tinctive. 

c. The Examiner of Interferences (Appendix Part II) 
and the Commissioner (Appendix Part II) succes¬ 
sively applied a procedure based on forms and Rules 
promulgated long subsequent to the joinder of issue 
in the opposition. On the basis of this postscribed 
and wholly unauthorized procedure Appellant was 
deprived of its substantive right of registration of 
its distinctive mark and the right to have its proofs 
of distinctiveness considered—both in violation of 
Section. 2 and Section 2(f) of the Act. 

7. While depriving Appellant of substantive rights, in 
violation of the prohibiting mandates of Section 2 
and Section 2(f) of the Act, the Commissioner as¬ 
serted that his ruling against appellant did not pre¬ 
clude Appellant from applying for registration under 
Section 2(f) of the Act on a new application appropri¬ 
ately worded. 

8 . The Commissioner’s rulings are not only repugnant 
to the Act of 1946 but they are repugnant to the 
Administrative Procedure Act (5 USCA Sections 
1002 (a), 1003(c) and 1004(c). His rulings require 
piece meal prosecution in a case where Appellant 
made every effort to avoid such prosecution. 
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9. The “wrongs” which appellant suffered from the 
Commissioner create multiple claims for relief. Court 
review of such wrongs is guaranteed by paragraph 10 
of the Administrative Procedure Act 5 USCA 
1009(a), 1009(b) and 1009(e) and suit under R.S. 
4915 is the “appropriate suit” for the redress of 
such wrongs. 

10. The final judgment of the District Court dismissing 
Appellant’s Complaint insofar as it relates to the 
claim “to a registration of the alleged trade-mark 
‘GLASS WAX’ under the provisions of Section 2(f) 
* * *” was clearly intended to remove from this suit 
at least one but not all of Appellant’s claims for 
relief. Retaining as an issue for trial the registrability 
of GLASS WAX as a “technical” trade-mark the 
order deprived Appellant of its right to registration 
under Section 2(f) and of the right to show “dis¬ 
tinctiveness” of the mark as presented in the 1947 
application. Certainly this was a final judgment as to 
“one or more but less than all of the claims” within 
the requirements of Rule 54(b), FRCP, in an order 
which met the procedural requirements of that Rule. 
Tmcn of Clarksville, Va. v. United States 198 F(2d) 
238. Equally clearly the judgment will cause piece¬ 
meal litigation in upholding the Commissioner’s re¬ 
quirements to the same end. 

ARGUMENT 

THE ACT OF 1946 DOES NOT EMPOWER THE COM¬ 
MISSIONER TO EXTINGUISH SUBSTANTIVE 
RIGHTS NOR REQUIRE PIECEMEAL 
PROSECUTION 

Appellant, both as applicant before the Patent Office 
and as plaintiff below, has been consistently seeking to, 
fulfill its duty by pressing for an adjudication of all 
issues which the facts of this case and the law permit. 
This is signally important because of the parties involved. 
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The real parties in interest, here and below, are appel¬ 
lant and the general public. The Commissioner of Pat¬ 
ents is merely an administrative official charged with the 
duty of representing the public interest. Barron Gray 
Packing Co. v. Kingsland, 84 U.S. App. D.C. 28, 171 
F(2) 576, cert. den. 336 U.S. 944. 

This is also the rule in the U. S. Court of Customs 
and Patent Appeals. That Court in Baxter Laboratories, 
Inc. v. Don- Baxter, Inc., 186 F(2d) 511 holds: 

“The Commissioner has not only the right but the 
duty in an opposition proceeding to determine ex 
parte and without reference to the issue raised by 
the Notice of Opposition whether the applicant’s 
mark is entitled to registration.” (citing cases.) 

Appellee Johnson, as an opposer who has never claimed 
any proprietary interest in Appellant’s mark GLASS 
WAX, has under the doctrine of Baxter Laboratories v. 
Don Baxter supra, “no right to be heard on the ex parte 
ground” of registerability. 

In such circumstances Appellant, challenging the power 
of the Commissioner of Patents either to deny any of 
Appellant’s claims to trade-mark registration, or to re¬ 
quire piece-meal prosecution particularly in an ex parte 
matter where the public interest is involved, seeks a 
review in this case of all grounds for refusing registra¬ 
tion. 

Appellant particularly challenges the Commissioner’s 
right to hold as he did below: 

“Applicant is not precluded by the decision in this 
case from applying for registration under Section 
2(f) of the Act on a new application appropriately 
worded for this purpose, and the decision herein is 
without prejudice to consideration of registerability 
of the mark on such an application.” S. C. Johnson 
& Son, Inc. v. Gold Seal Co.. 90 U.S.P.Q. at 380. 
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At the outset Appellant was confronted with the Trade 
Mark Act of 1946. At the time of its enactment on July 
5, 1946 there had been earlier Federal trade-mark laws 
and considerable historical background. A concise his¬ 
torical summary appears on pages 265 to 267 of 15 
U.S.C.A. (1948 Edition) following 15 U.S.C.A. 1024. The 
purposes of the Act were set forth in Report No. 219 
H.R. 79th Cong. 1st Session. They are summarized on 
page 267 of Title 15 U.S.C.A. supra. 

Three salient purposes stand out. 

1. To put all existing trade-mark statutes in a 
single piece of legislation. 

2. (4) To remedy constructions ’of the prior Acts 
which have, in several instances, obscured and per¬ 
verted their original purpose. 

3. (5) Generally to simplify trade-mark practice 

• mm 

m 

Against this background of history and purpose Appel¬ 
lant seeks judicial review of the Commissioner’s non- 
compliance with the statute and the Commissioner’s rules 
and regulations promulgated thereunder. 

Section 1 of the Act (15 U.S.C.A. 1051) sets forth the 
procedural requirements for registering a trade-mark in 
the Principal Register. All express requirements of the 
statute were complied with in Appellant’s application as 
filed on December, 1947. Section 1 of the Act left the de¬ 
tails of several matters with the Commissioner by re¬ 
quiring : 

“(a)(1) A written application, m such form as may 
be prescribed by the Commissioner, * * •” 

and 

“(c) By complying with such rules or regulations, 
not inconsistent with law, as may be prescribed by 
the Commissioner.” 

(Italics added) 
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Obviously the Commissioner was authorize to prescribe 
(not postscribe) forms and rules or regulations not incon¬ 
sistent with law. 

Both as contemplated by Section 1 (15 U.S.C.A. 1051) 
and as required by the Administrative Procedure Act of 
Juno 11, 1946, c. 324 para. 2, 60 Stat. 237, 5 U.S.C.A. 
1001 to 1011, as amended, and particularly 5 U.S.C.A. 
1003, the Commissioner promulgated “Rules of Practice 
in Trade-Mark Cases.” These Rules of Practice, supple¬ 
mented by twenty forms, were published in the Federal 
Register on June 19, 1947 . The list of forms was pre¬ 
faced with a note which advised: 

“Applicants and other parties will find their busi¬ 
ness facilitated by following them. These forms 
should be used in cases to which they are applicable. 
A sufficient number of representative forms are given 
which, with the variations indicated by the notes, 
should take care of all the usual situations. In 
special situations such alterations as the circum¬ 
stances may render necessary may be made provided 
they do not depart from the requirements of the rules 
or the statute. Before using any forms the pertinent 
rules and sections of the statute should be studied 
carefully. ” 

In December 1947 the Commissioner caused to be pub¬ 
lished in pamphlet style these Rules of Practice and the 
same twenty forms. It should be noted that one irrele¬ 
vant form was added and several irrelevant amendments 
were made to the Rules and forms. Rule 8.1 had been 
amended by inserting “next” in the phrase “period of • 
five years next preceding” in line 3 of the first para¬ 
graph of the Rule. No change was made in any form, 
other rule, or part of Rule 8.1 which was pertinent to 
Appellant’s case. 

The amended rules and forms as so published in pamph¬ 
let style appear on pages 475 to 536 of 15 U.S.C.A. fol¬ 
lowing 15 U.S.C.A. 1127 (1948 Edition). This latter pub- 
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lication shows all rules and forms as amended to July 
31, 1948. 

But by July 1948 Appellant had filed its application 
for trade-mark registration, the application had been 
approved for publication, it had been published and op¬ 
posed by Appellee Johnson. And not until long after 
July 31, 1948 did the Commissioner amend his rules and 
forms to particularize with respect to the details of 
practice under which it is asserted Appellant is now 
bound. 

Appellant has never contended, here or below, that 
Appellant’s trade-mark GLASS WAX had become dis¬ 
tinctive by virtue of use “for the period of five years 
next preceding” the filing of the application. The first 
paragraph of Rule 8.1 does not apply to Appellant’s .case. 
The second paragraph of the Rule must be looked to for 
guidance. 

“If the allegation of distinctiveness * * # # is 
based on other facts and circumstances, proof of dis- \ 
tinctiveness must be submitted separately and should 
accompany the application.” (Italics added) 

Nothing in this rule, nothing in the Act of 1946, nothing 
in the then published forms (created “to take care of all 
the usual situations”) and nothing in any other rule then i 
effective describes or suggests the language or manner 
of making application for registration of a trade-mark 
which had become distinctive. This is particularly so 
where, as here, distinctiveness was not based on use over 
a five year period. 

Nothing in the Act, or the then effective Rules and 
forms, “prescribed” the when, how, where of proof of 
distinctiveness, nor the quantum thereof. All that Ap¬ 
pellant could know what that proof must be submitted 
separately and that at some unspecified time the proof 
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“should accompany the application.” Appellant, when its 
application was filed in December 1947 in rigid com¬ 
pliance with Section 1 of the Act, in complete compliance 
with Rules 6.1 to 8.8 of the Commissioners 1947 Rules of 
Practice and in faithful compliance with the pertinent 
approved form did everything which the law required. 
(Appendix Part III) 

Appellant had no reason to believe that any particu¬ 
lar language was required to establish its rights to the 
registration of its trade-mark on the Principal Register. 
Indeed Rule 8.6 clearly stated: 

“All applications will be treated as seeking regis¬ 
tration on the Principal Register unless otherwise 
stated in the application.” 

An application for registration under the provisions 
of Section 2(f) of the Act has always been one for regis¬ 
tration on the Principal Register as contrasted with the 
Supplemental Register (Rule 8.7). 

Appellant submits that it is the duty of the Com¬ 
missioner to consider, in every application for registra¬ 
tion on the Principal Register, every provision of Section 
2 (a to f inclusive) of the Act of 1946 (15 TJ.S.C.A. 1052) 
to determine if the mark be lawfully registerable. That 
is the clear mandate of Section 2: 

“Ao trade-mark by which the goods of the ap¬ 
plicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it—” then fol¬ 
low* the limiting provisions of 2(a), (b), (c), (d) 

and (e). 

Clearly this language shows Congressional intent to 
limit the power of the Commissioner to refuse registra¬ 
tions because of “the nature of the mark.” Just as 
clearly Section 1 of the Act prescribes and limits the 
power of the Commissioner to refuse registration where 
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the procedural requirements are met. Is it not also clear 
that Section 2(f) was intended to provide an avenue for 
overcoming the disabling provisions of Section 2(e) to 
bring distinctive trade-marks within the broad mandate 
of Section 2 of the Act? Did not the Act have as an 
important purpose “generally to simplify trade-mark 
practice ”? 

In the face of all of these circumstances the Commis¬ 
sioner in 1951 refused to consider Appellant’s proof of 
distinctiveness solely because Appellant’s application in 
1947 and 1948 did not comply with his postscribed Rules 
and Forms. His self-justifying rationalization is set forth 
in paragraph [3] of 90 U.S.P.Q. at pages 376 and 377 
(see Appendix—Part II of this brief). What seemed 
“obvious” to the Commissioner in 1951 was not suf¬ 
ficiently obvious to him in 1947 to warrant definitive 
Rules of Practice or Forms. 

It may be observed that at the trial of this suit Ap¬ 
pellant is prepared to establish, not by argument of coun¬ 
sel (note most of the assertions on pages 12 to 19 of 
the brief for Appellee Johnson) but by competent evi¬ 
dence, the actual practice and policies prevailing in the 
Patent Office in 1947 and 1948. In view of the status of 
this suit there has been no opportunity as yet to offer 
such evidence. The deprivation of its right to offer 
evidence in this suit is one basis for Appellant’s appeal 
to this Court. 

But below, on the ground of a hyperteehnical nicety 
of language asserted to be fatally lacking in Appellant’s 
1947 application—although not required by statute, Rule, 
form, or the Commissioner’s contemporaneous policies— 
the Commissioner has deprived Appellant of the follow¬ 
ing substantive rights: 

(1) An applicant’s right to registration on the Princi¬ 
pal Register of a trade-mark which is 


* 
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(a) within the definition of Section 45 of the 
Act, and 

(b) not prohibited by <my provision of Section 
2 of the Act. 

(2) An applicant’s right to registration on the Princi¬ 
pal Register under any provision of Section 2 of 
the Act on an application which does not violate 
prescribed lawful rules. 

(3) An applicant’s right to a complete examination of 
his application and the right to timely notice if 
the Commissioner determines that differences of 
language are necessary to qualify for registration, 
on the Principal Register, under various pro¬ 
visions of Section 2 of the Act. 

(4) An applicant’s right to be advised, and to seek 
registration under Section 2(f) on his applica¬ 
tion when the Commissioner finds that the mark 
sought to be registered is not registerable under 
Section 2(e). 

(5) The right to submit proof of distinctiveness at 
any stage of proceeding, between application and 
registration, and to submit such proof either as 
affidavits or depositions whenever the Commis¬ 
sioner advises the applicant that proof of dis¬ 
tinctiveness is required. 

(6) An applicant’s right to defend his right to regis¬ 
tration by asserting all defenses when his appli¬ 
cation is challenged by opposition. 

“THE COMMISSIONER’S ACTIONS VIOLATE THE 
ADMINISTRATIVE PROCEDURE ACT” 

The “Administrative Procedure Act of 1946” (5 
U.S.C.A. 1001 et seq.) was intended to safeguard the 
basic rights of those who appear before the adminstra- 
tive agencies of the Government and, importantly, to give 
access to the courts for a review of the administrative 
acts of Government officials. There are a number of the 
provisions of the Administrative Procedure Act which are 
applicable to the present suit and to this appeal. The 
Act provides: 
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“(a) Every agency shall separately state and cur¬ 
rently publish in the Federal Register * • • 
(3) substantive rules adopted as authorized by 
law and statements of general policy or inter¬ 
pretations formulated and adopted by the agency 
for the guidance of the public, * * *. No person 
shall in any manner be required to resort to 
organization or procedure not so published.” 
(5 U.S.C.A. 1002 (a)) 

“(c) The required publication or service of any sub- 
stantative rule (other than one granting or 
recognizing exception or relieving restriction or 
interpretative rules and statements of policy) 
shall be made not less than 30 days prior to the 
effective date thereof except as otherwise pro¬ 
vided by the agency upon good cause found and 
published with the rule.” (5 U.S.C.A. 1003 (c)) 
“(c) * • * No officer, employee or agent engaged in 

the performance of investigative or prosecuting 
functions for any agency in any case shall, in 
that or a factually related case, participate or 
advise in the decision, recommended decision, or 
agency review pursuant to section 1007 of this 
title except as witness or counsel in public pro¬ 
ceedings. 99 (5 U.S.C.A. 1004 (c)) 

Each of the foregoing provisions was violated by the 
Commissioner in appellants proceedings before the Pat¬ 
ent Office. The Commissioner’s requirement that appel¬ 
lant “file a new application appropriately worded for 
the purpose” is a requirement that appellant resort 
to procedure not published in accordance with 5 U.S.C.A. 

1002 (a) (3). The limitation on the rule making power 
of the Commissioner in accordance with 5 U.S.C.A. 

1003 (c) was likewise violated by the Commissioner. 

The footnote on page 347 of Volume 40 Trade-Mark 
Reporter (see Appendix Part 2, of this brief) shows that 
the Examiner who decided this case below as Examiner 
of Interferences performed those quasi-judicial functions 
in addition to his functions as Trade-Mark Counsel for 
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the Patent Office. This is in violation of 5 U.S.C.A. 
1004 (c) as quoted above. 

Paragraph 10 of the Administrative Procedure Act 
(5 U.S.C.A. 1009) guarantees the right of judicial review. 
The statute states: 

“Except so far as (1) statutes preclude judicial re¬ 
view or (2) agency action is by law committed to 
agency discretion. 

“(a) any person suffering legal wrong because of 
any agency action, or adversely effected or 
aggrieved by such action within the meaning 
of any relevant statutes, shall be entitled to 
judicial review thereof. 

“(b) The form of proceeding for judicial review 
shall be any special statutory review proceed¬ 
ing relevant to the subject matter in any 
court specified by statute, or, in the absence or 
inadequacy thereof, any applicable form of 
legal action * * # ” 

No statute precludes judicial review in this suit. On 
the contrary R.S. 4915 (35 U.S.C.A. 63) expressly guar¬ 
antees judicial review in cases wherein an applicant is 
aggrieved by the decision of the Commissioner of Patents. 
Nor is this case one where the Commissioner can assert 
that his actions are by law “committed to agency discre¬ 
tion”. The mandatory provisions of Sections 1 and 2 
of the Act of 1946 (15 U.S.C.A. 1051 and 1052) refute 
any such contention. The contention is also refuted in 
the Administrative Procedure Act itself. Section 10(e) 
of the Act establishes the scope of judicial review author¬ 
ized by the Act. The reviewing court has the power to 
compel agency action unlawfully withheld and has the 
power to hold unlawful and to set aside agency action 
findings and conclusions found to be: 

“(1) arbitrary, capricious, an abuse of discretion, 
or otherwise not in accordance with law; (2) con¬ 
trary to constitutional right, power, privilege, or im-' 
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munity; (3) in excess of statutory jurisdiction, 
authority or limitations, or short of statutory right;. 
(4) without observance of procedure required by 
law; (5) unsupported by substantial evidence in any 
case subject to the requirements of sections 1006 
and 1007 of this title or otherwise reviewed on the 
record of an agency hearing provided by statute; 
or (6) unwarranted by the facts to the extent that 
the facts are subject to trial de novo by the reviewing 
court.” 

The statute also imposes on the reviewing court a 
duty to review the whole record or such portions thereof 
as may be cited by any party. 

The Administrative Procedure Act has been inter¬ 
preted by the Supreme Court and by this Court. In 
Wong Yong Swng v. McGrath, 339 U.S. 33, the Supreme 
Court reviewed the factual and legislative history of the 
Act and stated, at page 45: 

“It is the plain duty of the courts, regardless of 
their views of the wisdom or policy of the Act, to 
construe this remedial legislation to eliminate, as 
far as its text permits, the practices it condemns.” 

In Dorsey v. Kvngsland 84 U.S. App. D.C. 426; 173 
F.(2) 45 this Court said: 

“To be sure, at the time of the enactment of Section 
11” (35 U.S.C.A. 11) “in 1922 the doctrine of ‘ad- • 
ministrative finality’ (or administrative infallibility) i. 
had never been heard of. But in 1946 this theory 
was thoroughly familiar to lawyers and Congress pro- 
ceded to legislate on it, among other things, by pass¬ 
ing the Administrative Procedure Act of 1946, 5 
U.S.C.A. Sec. 1001 (1946). Under Section 10(e) of 
the Administrative Procedure Act it became the right i 
and indeed the duty of the court upon proper appli¬ 
cation of the aggrieved party to judicially review the 
action of any agency, and it may review the whole 
record of the proceedings had below for the purpose 
of ascertaining any prejudicial error.” 




While this case was reversed by the Supreme Court in 
33S U.S. 318 the Supreme Court reversal was based 
upon its “review of the whole record of the proceedings 
had below” and its arrival at a different opinion concern¬ 
ing the weight of the evidence. Nothing in the opinion 
of this Court on the duties imposed by, and rights author¬ 
ized by, the Administrative Procedure Act were dis¬ 
turbed by the Supreme Court. 

The decision of this court in Homovich v. Chapman 
89 U.S. App. D.C. 150; 191 F(2d) 761 is also in point. 
This case involved the validity of an Indian will executed 
in accordance with the rules of the Secretary of Interior 
and approved by him as required by law. The Secretary 
contended that his determination was final and not re- 
viewable where the agency action “involves” discretion 
or judgment. This court rejected that contention and 
held that Section 10 of the Administrative Procedure 
Act provided judicial review for the purpose of deter¬ 
mining the validity of the agency action, regardless of 
discretion. 

Appellant submits that it has suffered a plurality of 
wrongs recognized by the Administrative Procedure Act 
and that these wrongs give rise to causes of action. 
These causes of action are reviewable by the District 
Court under the guarantees provided by Section 10 of the 
Administrative Procedure Act. Furthermore Appellant 
submits that since R.S. 4915 expressly authorizes a suit 
such as this by any dissatisfied applicant, Appellant is 
entitled to a full judicial review within the clear authority 
of Sections 10(a) and (b) of the Administrative Pro¬ 
cedure Act. 
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THE COMMISSIONER HAS NO AUTHORITY TO 
REQUIRE SEPARATE APPLICATIONS 

This Court in its per curiam Order of January 9, 1953, 
directed the parties to brief “the validity of United States 
Patent Office Procedural Requirements in cases in which 
the provisions of Section 2(f) are involved, and of the 
authority of the United States Patent Office to require 
two separate applications for such marks”. 

In fulfillment of that order counsel for Appellant have 
carefully read the records of hearings before the several 
Committees of Congress which culminated in the enact¬ 
ment of the Act of 1946. Counsel have carefully restudied 
the provisions of the statute itself. Nowhere have coun¬ 
sel found any expression of Congressional intention to 
treat applications for registration under Section 2(f) on 
any distinctive, much less mutually exclusive, basis of 
procedure. Section 1 of the Act prescribes the statutory 
requirement for all applications for registration on the 
Principal Register. Nothing in this section of the Act 
seems to envisage procedural distinctions between such 
applications. Section 2 of the Act is a mandate against 
refusing registration unless the trade-mark sought to be 
registered violates any one of the provisions of the several 
sub sections (a) to (f). The statute sets forth Sections 
2(e) and 2(f) in a manner wherein these provisions 
supplement each other, not exclude each other. 

The Act of 1946 makes no distinction between trade¬ 
marks registerable on the Principal Register. It does, 
in Section 23 of the Act, require the Commissioner to 
maintain a Supplemental Register which is a continuation 
of the register provided by the Act of March 19, 1920 
(15 U.S.C. 121 to 128). It does, in Section 25 of the Act, 
require that “The certificates of registration for marks 
registered on the supplemental register shall be con- 
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spieuously different from certificates issued for marks 
registered on the principal register/’ 

Sections 3 and 4 of the Act empower the Commissioner 
to “establish a separate register” for SERVICE MARKS , 
COLLECTIVE MARKS AND CERTIFICATION 
MARKS. Nothing is said about any “separate register” 
for “distinctive” or 2(f) marks. Expressio urdus est 
exclusio alterius. 

•In essence, nothing in the Act shows the intention of 
Congress to establish any procedure whereunder an ap¬ 
plicant for registration on the Principal Register was 
to be forced to preselect the sub section of Section 2 under 
which he sought registration and to waive his rights 
under other sub sections. 

While Appellant concedes that Section 1 of the Act 
grants to the Commissioner the right to authorize forms 
and the right to prescribe rules, the delegated rights are 
carefully protected by the requirement that they be u not 
inconsistent with lavf\ 

Appellant also concedes that when the Commissioner 
has acted ivithin the scope of his authority and has pro¬ 
mulgated rules which are not inconsistent with law the 
Commissioner’s rules have the force and effect of law\ 

Appellant also concedes that when, the Commissioner 
has acted within the scope of his authority and has estab¬ 
lished certain practices, the requirements of which have 
been duly published, under the principles of this court’s 
decision in Gilbert v. Marzoll 87 U.S. App. D.C. 1; 189 
F(2d) 389 there is a duty on an applicant to conform to 
the “established” practice. 

But the circumstances in this case are not governed by 
any of the foregoing principles. Appellant does not 
concede that the statute empowered the Commissioner to 
authorize separate applications for registration under 
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arbitrary sub divisions of the Principal Register. Appel¬ 
lant does not concede that the Commissioner has any 
authority to post scribe arbitrary procedural requirements 
and force an applicant to conform to such procedure 
when it was not established at the time of his applica¬ 
tion. Appellant does not concede that the Commissioner 
has any power to require an applicant to Seek registra¬ 
tion under one arbitrary sub division of the Principal 
Register and waive his substantative rights to registration 
under other provisions of that register. 

In essence, Appellant contends that an application for 
registration on the Principal Register, as here, should 
have and does have the right to be confronted with all 
substantative objections to his registration and the right 
to defend against all such objections in that application. 
An appellant should not be required to present his rights 
to registration piecemeal in separate applications. 

On page 4 of the brief for Appellee Marzall it is stated 
that “the Patent Office does not arbitrarily require sepa¬ 
rate applications depending on whether or not the benefit 
of Section 2(f) is claimed, but that it merely refuses the 
right to convert an application of one type to that of the 
other type after a certain stage in prosecution has been 
reached.” 

The answer to this statement is at least threefold. 
First, nothing in the statute, in 1947 or today, denies 
the right of an applicant to convert nor does anything 
in the statute contemplate different “types” of applica¬ 
tion on the Principal Register. Second, nothing in the 
rules, or statute, prevailing when appellant filed its ap¬ 
plication in 1947, denied any right to convert nor estab¬ 
lished different types of application for registration on 
the Principal Register. Third, while the Commissioner 
now avows that he does not “arbitrarily require” separate 
applications, the final paragraph of his decision adverse 
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to appellant was an arbitrary requirement to file a sepa¬ 
rate application. 

To support his position on the Commissioner’s powers, 
Appellee Marzall cites this Court’s decision in U. S. ex rel 
Steinmetz v. Allen 22 Appeals D. C. 56. The Commis¬ 
sioner apparently overlooked the important circumstance 
that this court’s decision in that case was expressly re¬ 
versed by the Supreme Court in Steinmetz v. Allen 192 
U.S. 543." 

The facts of the Steinmetz case are strikingly analogous 
to those presented in appellant’s suit. • The Commissioner 
had promulgated a rule of practice, Rule 41, prohibiting 
the joinder in a single patent application of process 
claims and apparatus claims. An appellant who sought 
to submit process and apparatus claims in his application 
was denied consideration of the application, and on final 
review by the Supreme Court the Commissioner’s Rule 41 
was held to be repugnant to the laws and invalid. The 
court at page 557 of its opinion noted that there was 
nothing in the language of the enabling statute which 
necessarily precluded the joinder of two or more inven¬ 
tions in the same applications. At page 560 the court 
noted that if there is a diversion of views between the 
courts and the Patent Office and the diversions proceeds 
from a different interpretation of the statute, the views 
of the courts ought to prevail. 

The argument was made on behalf of the Commis¬ 
sioner that some discretion must necessarily be left in 
the Patent Office. The court said: 

“Some discretion is not an unlimited discretion, and 
if the discretion be not unlimited it is reviewable. 
In other words the statute gives the right to join in¬ 
ventions in one application in cases where the inven¬ 
tions are related, and it cannot be denied by a hard 
and fixed rule which prevents such joinder in all 
cases. Such a rule is not the exercise of discretion; 
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it is a determination not to hear. No inventor can 
reach the point of invoking the discretion of the 
Patent Office. He is notified in advance that he will 
not be heard, no matter what he might be able to 
show. His right is denied, therefore, not 'regulated. 
Such is the necessary effect of Rule 41, as amended.” 

There is left for discussion that contention made by the 
Commissioner of Patents (Brief page 6) that an action 
under R.S. 4915 is not a suitable form of action for obtain¬ 
ing a ruling as to the propriety or impropriety of Patent 
Office procedure. In support of this position, the Com¬ 
missioner’s brief cites this Court’s decision in Shoemaker 
v. Robertson 60 U. S. App. D.C. 345; 54 F(2d) 456. In 
that case the Court did refuse to entertain a suit under 
R.S. 4915 on the ground that the issues in that suit did 
not go to the “merits” of the invention. The Court noted 
that in that case the Commissioner did not reject the ap¬ 
plication on the merits; he refused to consider it at all. 
Then the Court called attention to Steinmetz v. Allen 
192 U.S. 543 as suggesting the proper remedy. 

The remedy recognized in Steinmetz v. Allen, supra 
was by mandamus. But since this Court’s decision in the 
Shoemaker case and the Supreme Court’s decision in the 
Steinmetz case the writ of mandamus has been abolished. 
Rule 81 (b) Federal Rules of Civil Procedure. That rule 
provides that “relief heretofore available by mandamus 
* * * may be obtained by appropriate action or by appro¬ 
priate motion under the practice prescribed in these 
rules.” 

Clearly R.S. 4915 which provides a remedy by civil 
action to any applicant dissatisfied with the decision of 
the Commissioner of Patents is now the “appropriate 
action” within the contemplation of Rule 81(b) Federal 
Rules of Civil Procedure and of Section 10 of the Ad¬ 
ministrative Procedure Act (5 U.S.C.A. 1009.) 
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APPELLANT’S APPEAL IS PROPERLY 
BEFORE THIS COURT 

Appellee Johnson alone has moved to dismiss this ap¬ 
peal, urging that the order below does not finally adjudi¬ 
cate a whole claim within the meaning of Rule 54(b) 
Federal Rules of Civil Procedure. The burden of proof, 
to support its motion, is on Appellee Johnson. 

The Commissioner takes a neutral position, neither 
supporting nor opposing Johnson’s motion to dismiss the 
appeal. Expressing the same worship of “expediency” 
which characterized the Patent Office rulings of which 
Appellant complains, the Commissioner states 4 ‘that, so 
far as expediency is concerned, it would be preferable if 
the appeal could be considered prior to the trial” (Com¬ 
missioner’s Brief, page 2). 

In one sense the entire proceedings in the Patent Office, 
before the District Court and before this Court have been 
anomalous. Appellant’s claims have unmistakably been 
plural and they have all been asserted against the Com¬ 
missioner, whose duty it is to represent the public in¬ 
terest. Yet it is Appellee Johnson, against which Appel¬ 
lant has asserted no claim (because Johnson has no 
right to be heard on issues of registrability under the 
Baxter cose), who here invokes this Court to sustain, and 
require piecemeal litigation. 

Johnson’s efforts before the Patent Office were devoted 
to sustaining the Commissioner in the violation of his 
duties and authority. Johnson’s efforts before the Dis¬ 
trict Court have been actively devoted toward reducing 
Appellant’s claims for relief while expanding the suit by 
multiple counter-claims and cross-claims asserted against 
Appellant and against the Commissioner, respectively. 
This, it should be observed, is in a suit wherein Johnson 
was joined as a nominal defendant only because of juris- 
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dictional uncertainties engendered by conflicting decisions 
interpreting R S 4915 in trade-mark cases. 

The instant motion to dismiss Appellant’s appeal, like 
Johnson’s efforts below, is in controvention of law and 
repugnant to justice. Rule 54(b) Federal Rules of Civil 
Procedure does not support dismissal of this appeal on 
any basis. 

The Order appealed from states that it dismisses Ap¬ 
pellant’s complaint relating to its claim to registration 
of its trade-mark within the provisions of Section 2(f) of 
the Trade-Mark Act of July 5, 1946. The Order ex¬ 
pressly uses the term “claim” and categorically states 
“. . . there is no just reason for delay . . .” and 
“. . . this order constitutes a final judgement . . .”. This 
is expressly in accordance with the terminology of the 
rule as fully discussed in Appendix Part I, pages 11 
to 14. 

From this it is apparent that the order as signed by 
Judge Youngdahl and approved as to form by all of the 
parties in suit was, in the opinion of the District Court, 
a judicial decision upon a separate claim and a holding 
that such decision was ripe for appellate review. This 
is especially apparent when it is realized that the Dis¬ 
trict Court dismissed this part of Appellant’s complaint 
on its own initiative at a hearing on a motion by one co¬ 
defendant against the other co-defendant at which Appel¬ 
lant was heard only over Johnson’s objection. 

It is apparent from the brief for Appellee Johnson 
that Johnson uses “cause of action” and “claim for re¬ 
lief” as substantially synonymous terms. Johnson argues 
that Appellant has but one claim and one cause of action 
(Appellee’s Appendix page 10A) and that no claim was 
dismissed by the judgement below (Brief pages 11 and 
21). The authorities are contra to Johnson’s arguments 
so are the facts of this case. 


There is no doubt but that the District Court intended 
to eliminate from this case all issues relating to register- 
ability under Section 2(f). His order is, and was intended 
to be, a final judgement on these issues. 

The order dismissed at least one cause of action (and 
at least one of Appellant’s claims). The order dismissed 
Appellant’s causes of action under The Administrative 
Procedure Act (5 U.S.C.A. 1009) to review, by trial de 
novo, the Commissioner’s violations of the Mandate of 
that Act. The order dismissed from Appellant’s suit 
under R. S. 4915, to review, by trial de novo, the Com¬ 
missioner’s denial of Appellant’s substantive right to 
registration under Section 2(f). 

If “cause of action” be the criterion, then Appellant 
comes before this Court with one or more but less than 
all of Appellant’s causes of action finally dismissed by 
the District. This statement has been made although 
recognizing that “cause of action” has no inflexible mean¬ 
ing. 

In considering “cause of action” the Supreme Court 
said, in United States v. Memphis Cotton Oil Co. 288 U.S. 
62: 

“It may mean one thing when the question is 
whether it is good on demurrer and something differ¬ 
ent when there is a question of the amendment of a 
pleading or of the application of the principle of 
res judicata” 

* * • • 

‘‘This Court has not committed itself to the view 
that the phrase is susceptible to any single definition 
that will be independent of the context or of the re¬ 
lation to be governed”. 

On the facts of this case there is no basis for John¬ 
son’s argument that Appellant has only one cause of 
action as justification for dismissing this appeal. 
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Buie 54(b) Federal Buies of Civil Procedure does not 
support such argument. The rule does not specify plural 
“causes of action” but treats of “more than one claim for 
relief . . . presented in an action” and “one or more but 
less than all of the claims” 

As shown earlier in this brief Appellant has at least 
two claims for substantive relief—the claim to registra¬ 
tion of GLASS WAX as a “technical trade-mark and the 
separate claim to registration of GLASS WAX as a 
“distinctive” trade-mark. 

Also as shown earlier in this brief Appellant has 
claims for relief, recognized by the Administrative Pro¬ 
cedure Act, from the Commissioner’s unlawful applica¬ 
tion of postscribed procedure. These unlawful acts have 
deprived Appellant of its “day in court” to offer proof 
of distinctiveness and seek to force Appellant to resort to 
piecemeal prosecution. 

All of these claims, including a claim under the Consti¬ 
tution for deprivation of “due process of law” were 
pleaded in Appellant’s complaint. All were eliminated 
by the .-judgement below except the claim to registration 
of GLASS WAX as a “technical” trade-mark. 

Even Johnson concedes that the judgment below is, in 
language, in full compliance with the requirements of 
Rule 54(b). 

Where, as here, there exist plural claims for relief, in 
fact plural causes of action, and where, as here, the 
judgement below, erroneously but nonetheless finally, dis¬ 
missed all but one of Appellant’s claims for relief Rule 
54(b) FRCP is properly invoked. 

The underlying purpose of Rule 54(b) is to give to the 
District Court, presumably familiar with the litigation, 
the power to determine when his adjudication is ripe for 
Appellate review. Moore’s Federal Rides amd Official 


Forms, 1951, page 258, par. 10; Ace Grain Co., Inc. v. 
American Eagle Fire Ins. Co., 11 FRD 164. 

With substance, language and purpose of Rule 54(b) 
FRCP present in the judgment below this appeal falls 
squarely within the doctrine of Town of Clarksville, Vir¬ 
ginia v. United States supra and Bendix Aviation Corp. 
v. Glass supra (Appendix Part I). This Court has juris¬ 
diction of this appeal. 

CONCLUSION 

Appellant asserts with conviction that Appellant’s suit 
inescapably embraces a plurality of claims for relief and 
neither Appellee has shown anything to the contrary. 

Both Appellees argue that Appellant is merely seeking 
one registration for which Appellant has advanced two 
“reasons” (Johnson brief, page 10) or two “theories” 
(Commissioner’s brief, page 4) for registration. There 
are three glaring weaknesses in this argument. 

First the Act of 1946, in the mandate of Section 2 
thereof, is directed to the protection of substantive rights 
not mere reasons or theories. Second, if arguendo, an 
applicant’s rights to registration rest on mere theories 
why should not an applicant present both theories in a 
single application? Third, if mere theories are involved 
where is the Commissioner’s authority for requiring Ap¬ 
pellant to file “a new application” as he has done below? 

Appellant’s rights to a complete judicial review are 
guaranteed by R. S. 4915 and by The Administrative 
Procedure Act. Those rights have been unlawfully cur¬ 
tailed by the judgement below. That judgement necessi¬ 
tates piecemeal litigation and supports the Commission¬ 
er’s decision whereby Appellant was expressly directed to 
prosecute his claims piecemeal. 

Dismissal of this appeal can only result in putting this 
Court’s approval on piecemeal litigation. Indeed, if this 
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Court should now dismiss this appeal the substantive 
rights here urged against dismissal would again come be¬ 
fore this Court for determination on appeal after trial 
below. Should this Court on such appeal reverse the 
Trial Court and remand for a new trial a third appeal 
could be contemplated. The consumption of the time of 
the Courts just in litigating this suit, together with the 
time and expense to which the litigants will be put, be¬ 
come obvious. 

On the other hand the denial of Johnson’s Motion to 
dismiss will not only avoid piecemeal litigation of this 
suit but will open the way for Appellant to obtain a fair 
trial on all of Appellant’s claims for relief—not the least 
of which is Appellant’s right to resist procedure which 
necessitates piecemeal prosecution. 

Appellant asserts that the Commissioner has no lawful 
power to ignore sworn testimony of distinctiveness nor 
to require Appellant to file a new application for the 
purpose of submitting affidavits of distinctiveness. Nor 
does the Commissioner have the power to postscribe rules 
and procedures. The inevitable result of sustaining the 
Commissioner in his unlawful acts below will be the filing, 
prosecuting and publishing of a new application for regis¬ 
tration of the mark GLASS WAX and another opposition 
by Appellee Johnson with expensive pleadings, deposi¬ 
tions, and argument. Then at some date, years from now, 
another suit such as this will be before the District Court 
and this Court for consideration of issues which are 
properly in this suit and should be decided herein. 

Such results are repugnant to every principle of a 
complete and speedy trial to end litigation not perpetuate 
it. Appellant has consistently, before the Patent Office, 
before the District Court and now on this Appeal sought 
to resist orders which require piecemeal litigation. Below 
Appellant has consistently urged all of its claims for 
relief and the right to have these claims determinated at 
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one time and in one proceeding. Before this Court Appel¬ 
lant invokes the same right. 

Wherefor Appellant prays that the Motion to dismiss 
this Appeal he denied, that the appeal be granted and 
that a mandate be issued to the District Court requiring 
that Court to vacate the judgement below and to grant 
Appellant a complete trial on all matters raised by Ap¬ 
pellant’s complaint. 

Respectfully submitted 

Edward B. Beale 
Attorney for Appellant, 
Gold Seal Compamy 

Of Counsel: 

Maurice M. Moore, 
and 

Paul, Moore & Dugger 
Minneapolis, Minn, 
and 

Beale and Jones 
711 Fourteenth Street N.W. 

Washington 5, D. C. 

NAtional 8-4304 

February 28, 1953 

Copies of the foregoing Brief for Appellant together 
with copies of the accompanying Appendix—Parts I, II, 
III and IV were duly served this 28th day of February, 
1953, by mail such copies by first class mail to E. L. 
Reynolds, United States Patent Office, attorney for Ap¬ 
pellees, The Commissioner of Patents and The Secretary 
of Commerce, and to Francis C. Brown, the Munsev 
Building, Washington, D. C., attorney for Appellee, S. C. 
Johnson & Son, Inc. 

Edward B. Beale 
Attorney for Gold Seal 
Compamy 
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RULES OF PRACTICE 

Errata 


The following errors appear in Appellant’s Brief filed 
February 28, 1953, and are herewith noted for the con¬ 
venience of the Court, and of Counsel for Appellees: - 

Index page vii—the correct citation of Wong Yang Sung 
V. McGrath is 339 U.S. 33. 

Brief page 10, line 3 “(Appendix part II)” should be— 
(Appendix part HI)— 

Brief page 21, 3d paragraph, line 3 “Wong Yong Sung” 
should be —Wong Ycmg Sung v. McGrath 339 U.S. 33 

Brief page 26, line 24 “diversions” should be—diversion— 

f 

Brief page 4, line 3 “is here” should be—as here— 

Addendum 

Section 45 of the Trade-Mark Act of 1946 (15 USC • 
1127) was inadvertently omitted from Appellant’s Ap¬ 
pendix Part m although listed in Appellant’s Index, 
page viii. Section 45 as appearing in the Rules of Prac¬ 
tice in Trade-Mark Cases, 1947 Edition is reproduced on 
the following pages hereof. 


Sec. 45. Construction and definitions 

In the construction of this Act, unless the contrary is plainly apparent 
from the context— 

Umted States. The United States includes and embraces all territory 
which is under its jurisdiction and control. 

Commerce. The word “commerce” means all commerce which may 
lawfully be regulated by Congress. 

Principal Register, Supplemental Register. The term “principal 
register” refers to the register provided for by sections i through 22 
hereof, and the term “supplemental register” refers to the register pro¬ 
vided for by sections 23 through 28 hereof. 







TRADE-MASK. STATUTES 


III 


Person, juristic person . The term “person” and any other word or 
term used to designate the applicant or other entitled to a benefit or 
privilege or rendered liable under the provisions of this Act includes a 
juristic person as well as a natural person. The term “juristic person” 
includes a firm, corporation, union, association, or other organization 
capable of suing and being sued in a court of law. 

Applicant, registrant. The terms “applicant” and “registrant” em¬ 
brace the legal representatives and successors and assigns of such appli¬ 
cant or registrant. 

Commissioner. The term “Commissioner” means the Commis¬ 
sioner of Patents. 

Related company. The term “related company” means any person 
who legitimately controls or is controlled by the registrant or applicant 
for registration in respect to the nature and quality of the goods or 
services in connection with which the mark is used. 

Trode name, commercial name. The terms “trade name” and “com¬ 
mercial name” include individual names and surnames, firm names 
and trade names used by manufacturers, industrialists, merchants, 
agriculturists, and others to identify their businesses, vocations, or occu¬ 
pations ; the names or tides lawfully adopted and used by persons, firms, 
associations, corporations, companies, unions, and any manufacturing, 
industrial, commercial agricultural, or other organizations engaged in 
trade or commerce and capable of suing and being sued in a court of 
law. 

Trade-mar\. The term “trade-mark” includes any word, name, 
symbol, or device or any combination thereof adopted and used by a 
manufacturer or merchant to identify his goods and distinguish them 
from those manufactured or sold by others. 

Service mar\. The term “service mark” means a mark used in the 
sale or advertising of services to identify the services of one person and 
distinguish them from the services of others and includes without 
limitation the marks, names, symbols, titles, designations, slogans, 
character names, and distinctive features of radio or other advertising 
used in commerce. 

Certification mar\. The term “certification mark” means a mark 
used upon or in connection with the products or services of one or more 
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RULES OF PRACTICE 


persons other than the owner of the mark to certify regional or other 
origin, material, mode of manufacture, quality, accuracy or other 
characteristics of such goods or services or that the work or labor on 
the goods or services was performed by members of a union or other 
organization. 

Collective mark- The term “collective mark” means a trade-mark 
or service mark used by the members of a cooperative, an association 
or other collective group or organization and includes marks used to 
indicate membership in a union, an association or other organization. 

Mark- The term “mark” includes any trade-mark, service mark, 
collective mark, or certification mark entitled to registration under this 
Act whether registered or not. 

Use in commerce. For the purposes of this Act a mark shall be 
deemed to be used in commerce (a) on goods when it is placed in any 
manner on the goods or their containers or the displays associated ! 
therewith or on the tags or labels affixed thereto and the goods are sold 
or transported in commerce and (b) on services when it is used or 
displayed in the sale or advertising of services and the services are 
rendered in commerce. 

Abandonment of mark. A mark shall be deemed to be “aban¬ 
doned”— 

(a) When its use has been discontinued with intent not to resume. : 

Intent not to resume may be inferred from circumstances. Nonuse 

for two consecutive years shall be prima facie abandonment. 

(b) When any course of conduct of the registrant, including acts 

of omission as well as commission, causes the mark to lose its signifi¬ 
cance as an indication of origin. J 

Colorable imitation. The term “colorable imitation” includes any I' 
mark which so resembles a registered mark as to be likely to cause ? 
confusion or mistake or to deceive purchasers. 

Registered mark. The term “registered mark” means a mark reg¬ 
istered in the United States Patent Office under this Act or under the 
Act of March 3, 1881, or the Act of February 20,1905, or the Act of 
March 19,1920. The phrase “marks registered in the Patent Office” 
means registered marks. 



TRADE-MARK STATUTES 
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Prior acts. The term “Act of March 3,1881”, “Act of February 20, 
1905”, or “Act of March 19,1920”, means the respective Act as amended 

Counterfeit. A “counterfeit” is a spurious mark which is identical 
with, or substantially indistinguishable from, a registered mark. 

Singular and plural. Words used in the singular include the plural 
and vice versa. 

Intent of Act. The intent of this Act is to regulate commerce wi thin 
the control of Congress by making actionable the deceptive and mislead¬ 
ing use of marks in such commerce; to protea registered marks used in 
such commerce 4 from interference by State, or territorial legislation; 
to protea persons engaged in such commerce against unfair competi¬ 
tion; to prevent fraud and deception in such commerce by the use of 
reproductions, copies, counterfeits, or colorable imitations of registered 
marks; and to provide rights and remedies stipulated by treaties and 
conventions respeaing trade-marks, trade names, and unfair competi¬ 
tion entered into between the United States and foreign nations. (15 
U. S. C. 1127) 


Service 

Copies of this Errata were duly served this 4th day 
of March, 1953 by mailing copies hereof by first class 
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zall. Commissioner of Patents, and S. C. Johnson & 
Son, Inc., Defendants-Appellees. 

BRIEF OF APPELLEE, S. C. JOHNSON & SON, INC., 
IN SUPPORT OF MOTION TO DISMISS APPEAL 

L STATEMENT OF THE CASE 

This brief is filed pursuant to an order of the Court en¬ 
tered January 9, 1953, following hearing on the Motion 1 
brought by appellee, S. C. Johnson & Son, Inc., to dismiss 
the instant appeal on the ground that this Court lacks jur¬ 
isdiction because the order of the United States District 
Court for the District of Columbia from which the appeal 
by appellant, Gold Seal Company, is taken does not finally 
adjudicate any claim for relief or any one or more of a mul¬ 
tiplicity of claims within the meaning of Rule 54(b) of the 
Federal Rules of Civil Procedure. Accordingly, the order 
from which the present appeal is taken is not a final judg- 

i For the convenience of the Court, the memorandum of appellee, S. C. 
Johnson & Son, Inc! accompanying its motion to dismiss, and the reply memo¬ 
randum of S. C. Johnson & Son, Lie. appear as Appendix I and Appendix IL 



ment from which an appeal lies under Section 1291 of the 
Judicial Code (28 USC 1291). The plaintiff-appellant has 
not been denied the relief sought in its complaint. Its sole 
claim is for a registration on the Principal Register under 
the Trade-Mark Act of 1946. The effect of the order from 
which this appeal is taken was merely to restrict the issues 
to be tried by the District Court. 

A. Proceedings Before the Patent Office 

1. Application for Registration 

On December 16,1947, appellant filed in the United States 
Patent Office an application for registration of the words 
glass wax as a trade-mark for a cleaner which contains no 
wax. Two months later, and before any action had been 
taken on its application, appellant filed in the United States 
Patent Office a petition to make the application special. In 
that petition, appellant stated “For the Commissioner’s 
information, the applicant is seeking registration of this 
trade-mark under Section 2(f) of the Lanham Trade-Mark 
Act of July 5, 1946.” As originally presented, the appli¬ 
cation was published for opposition in the Official Gazette 
of the United States Patent Office on March 23, 1948 pur¬ 
suant to Section 12 of the Trade-Mark Act of 1946. On 
April 22,1948, the moving party, S. C. Johnson & Son, Inc., 
filed a notice of opposition pursuant to Section 13 of the 
Act, claiming it would be damaged in its wax business by 
the exclusive appropriation by another of the word wax, 
particularly where the product contains no wax. Had ap¬ 
pellee, S. C. Johnson & Son, Inc., failed to file its notice of 
opposition to registration of the words glass wax, the reg¬ 
istration would have been issued by the Patent Office. 

Up until this point in the Patent Office proceedings, ap¬ 
pellant had not submitted any proof of distinctiveness as 
required by Rule 8.1, of the Rules of Practice in Trade 
Mark Cases, then in force, to bring its application under 
the provisions of Section 2(f) and nothing was set forth in 
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the application (the “Statement” or “Declaration” re¬ 
quired by the Statutes and the Patent Office Buies) indi¬ 
cating that registration was being sought under Section 
2(f) of the Act. Accordingly, the Patent Office properly 
considered the application as one for registration of the 
words glass wax as a so-called “technical” trade-mark 
without reliance upon the exception provided by Section 
2(f) as to descriptive or misdescriptive marks. 

2. Opposition Proceedings 

The opposition proceeding referred to above was insti¬ 
tuted by the Patent Office on May 20, 1948 and was thence¬ 
forth identified as Opposition No. 27,543. 

That the Patent Office had never considered the appli¬ 
cation as being under the provisions of Section 2(f) is evi¬ 
denced by the decision of the Examiner of Interferences de¬ 
nying appellant’s motion for an extension of time to take 
additional testimony as to the distinctiveness of its mark 
in which decision the Examiner stated in part: 

“The applicant, however, is here seeking to register 
‘Glass Wax’ as a technical trade-mark, rather than as a 
term which has become distinctive of its goods within 
the meaning of Section 2(f) of the Act; and the sole 
statutory issue involved in the case is that of whether, 
as alleged in the notice of opposition, that notation is 
merely descriptive or deceptively misdescriptive of the 
goods with which used.” 

Because the Gold Seal Company had failed to submit 
with its application, or at any time prior to the publication 
of its application for registration of the words glass wax, 
any evidence that the words glass wax had become distinc¬ 
tive of the goods of the Gold Seal Company, the Patent 
Office rightfully took the position that the Gold Seal Com¬ 
pany had not applied for registration of the words glass 
wax under Section 2(f) because it had not complied with 
Buie 8.1 of the Buies of Practice then in effect. 
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After receiving evidence and considering the briefs and 
oral arguments by both sides, the Examiner of Trade-Mark 
Interferences sustained the opposition brought by Johnson 
and refused the registration sought by the G-old Seal Com¬ 
pany. The Gold Seal Company appealed to the Commis¬ 
sioner of Patents in accordance with prescribed procedure 
and the Commissioner of Patents affirmed the decision of 
the Examiner of Interferences. As a part of his decision 
in S. C. Johnson & Son, Inc. v. Gold Seal Co., 90 USPQ 373, 
the Commissioner of Patents states, at page 380: 

“ Applicant is not precluded by the decision in this 
case from applying for registration under Section 2(f) 
of the Act on a new application appropriately worded 
for this purpose, and the decision herein is without 
prejudice to the consideration of registrability of the 
mark on such application.” 

B. Proceedings in the District Court 
1. Complaint 

Being dissatisfied with the decision of the Commissioner 
of Patents in the opposition proceeding, appellant filed in 
the United States District Court for the District of Colum¬ 
bia a complaint under R.S. 4915 alleging that the words 
glass wax were a trade-mark owned by it, that the words 
glass wax were arbitrary and fanciful, and that the words 
glass wax had become distinctive of its goods. In addition, 
the appellant, in its complaint, set forth several paragraphs 
of alleged errors on the part of the Commissioner of Pat¬ 
ents in refusing registration of the words glass wax. Among 
the errors alleged, appellant contends that the Commis¬ 
sioner erred in holding that the application could not be 
considered under Section 2(f) and that the question of dis¬ 
tinctiveness is not in issue. In addition, of course, the ap¬ 
pellant alleged, in its complaint, numerous errors going 
to the merits of the Commissioner’s decision. 


Following the allegations of fact and allegations of error, 
the complaint sets forth four express prayers for relief 
which may be paraphrased as follows: 

1. For a decree that it is entitled to registration on 
the Principal Register under the 1946 Act of the words 
glass wax as a trade-mark for a glass cleaner and pol¬ 
ish, on its application filed December 16, 1947. 

2. For a decree dismissing the opposition and revers¬ 
ing the decision of the Commissioner. 

3. For a decree authorizing the Commissioner to reg¬ 
ister the words glass wax as a trade-mark. 

4. For such other relief as may be just and equitable. 

2. Answer, Counterclaim and Crossclaim 

In addition to answering the allegations of the complaint 
and asserting certain defenses, appellee, S. C. Johnson & 
Son, Inc., (the moving party) counterclaimed for an in¬ 
junction to prevent use by the plaintiff of the word wax 
to falsely describe or represent its product which in fact 
contains no wax, for an injunction to prevent continued use 
by appellant of representations that the words glass wax 
had been registered in the United States Patent Office, for 
a declaratory judgment that the words glass wax do not 
constitute a lawful trade-mark, for a declaratory judgment 
that appellant is not entitled to register the words glass 
wax in the Patent Office, for damages amounting to five 
million dollars ($5,000,000.00) as a result of appellants 
unfair competition and unfair trade practices, the costs 
against appellant, and for such other relief as may be just 
and equitable. 

Also, accompanying its answer, appellee, S. C. Johnson 
& Son, Inc., filed a cross-claim against its co-defendants, 
Charles Sawyer and John A. Marzall, for declaratory judg¬ 
ment that the words glass wax are not a lawful trade-mark 
and appellant is not entitled to register them in the Patent 
Office, and for an injunction or mandate restraining Charles 
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Sawyer and John A. Marzall from registering the words 
glass wax and from granting to plaintiff a certificate of 
registration on the basis of its application. 

3. Motion to Dismiss Crossclaim 

Defendants, Sawyer and Marzall, moved to dismiss the 
crossclaim of appellee, S. C. Johnson & Son, Inc. At the 
hearing on this motion, the defendants, Sawyer and Mar¬ 
zall, urged that paragraphs 8 and 9 of the crossclaim im¬ 
properly raise the issue of registrability under Section 2(f) 
of the Trade-Mark Act since the Patent Office had never 
considered, on its merits, the question of Plaintiff’s right 
to a registration under that Section. The Court then in¬ 
quired into the propriety of the issue of Section 2(f) being 
tried by the District Court before it had been given consid¬ 
eration in the Patent Office. From the record of the hear¬ 
ing, it is apparent that the Court concluded that the ques¬ 
tion of distinctiveness of the words glass w'ax was not in 
issue because that question had not been considered by the 
Patent Office. Accordingly, the District Court entered an 
order dismissing the Gold Seal Company complaint and the 
crossclaim of S. C. Johnson & Son, Inc. insofar as both 
relate to the registrability of the w’ords glass wax under 
the provisions of Section 2(f). That order does not pre¬ 
clude the appellant from asserting its contention that the 
Commissioner erred in refusing to consider this applica¬ 
tion as one under Section 2(f). 

From that order of the District Court the present appeal 
is brought by the plaintiff alone. Even though the order 
is drawn in literal conformity with Rule 54(b), appellee, 
S. C. Johnson & Son, Inc., moved to dismiss the appeal be¬ 
cause the order does not adjudicate the question of registra¬ 
bility under Section 2(f) and therefore, in fact, does not 
finally dispose of any properly presented claim of the ap¬ 
pellant. 
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H THE ISSUE 

The question presented on this motion to dismiss is 
whether or not the order of the District Court is a final 
adjudication of any one or more claims within the mean¬ 
ing of Rule 54(b) of the Federal Rules of Civil Procedure. 

More specifically, the question to be resolved is wheth¬ 
er or not appellant’s prayer for the issuance of a registra¬ 
tion on the Principal Register on the basis of its one appli¬ 
cation includes two separable claims, one for a registration 
of a technical trade-mark and one for a registration under 
the exception of Section 2(f). 

m. WHAT ARE THE MULTIPLE CLAIMS 
OF THIS LITIGATION? 

A. Appellant’s Claim To a Registration 
on the Basis of Its Application 

Appellant, having filed an application in the Patent Of¬ 
fice, contends that it is entitled to a registration of the 
words glass wax as a trade-mark. Apparently, appellant 
is willing to accept registration of the words glass wax 
either as a so-called technical trade-mark or a trade-mark 
which has become distinctive of its goods within the mean¬ 
ing of Section 2(f). On the basis of the single applica¬ 
tion, it is not entitled to registrations on both grounds. 
Moreover, it would appear that the two grounds of regis¬ 
tration are mutually exclusive because Section 2(f) pro¬ 
vides for registration of certain trademarks whiph are 
otherwise prohibited from registration. This claim to a 
registration cannot be subdivided into two separate claims. 

Appellant asserts two reasons for its registration by 
way of inconsistent and alternative allegations in its plead¬ 
ings. It seeks registration for the reason that the words 
glass wax are arbitrary, fanciful and constitute a technical 
trade-mark; and it seeks registration for the reason that 
the words glass wax are not arbitrary or fanciful and do 
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not constitute a technical trade-mark, but the descriptive or 
deceptively misdescriptive character of the words is not 
a bar to their registration because they come within the ex¬ 
ception of Section 2(f). Regardless of which reason may 
be relied upon, the granting of a single registration for 
either reason will completely satisfy appellant. According¬ 
ly, its complaint sets forth only one claim to a registration 
based upon a single application in the Patent Office. 

B. Appellant’s Claim That The Patent Office Wrongfully 
Refused to Recognize the Application Under Sec¬ 
tion 2(f) 

It is the position of appellee, S. C. Johnson & Son, Inc., 
that the order of the District Court from which this appeal 
is taken does not prevent plaintiff from proceeding to trial 
on its claim that the Commissioner of Patents wrongfully 
refused to recognize or consider the application filed in the 
Patent Office as one seeking a registration under Section 
2(f). If the Commissioner erroneously refused to recog¬ 
nize appellant’s application as one under Section 2(f), he 
should be directed to so reconsider the application and 
determine registrability under that Section. 

Even though the action below is to be a trial de novo , the 
District Court is without jurisdiction to proceed to trial 
on an issue which the Patent Office is capable of trying, but 
which has not been tried or decided on the basis of the 
present application. This Court has held that the trial 
de novo in the District Court is restricted, insofar that it 
is a proceeding under R.S. 4915, to a trial of the correctness 
of the Patent Office decision with respect to a particular 
application pending before the Patent Office. Gilbert v. 
Marzall, 182 F (2d) 389, 87 App. D. C. 1. 

Hence, the trial court may properly consider new evi¬ 
dence relevant and material to the correctness of the decis¬ 
ion of the Commissioner of Patents in refusing to recog¬ 
nize appellant’s application as one seeking registration un- 
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der Section 2(f); and it may properly consider new evi¬ 
dence relevant and material to the correctness of the Com¬ 
missioner’s refusal to grant appellant a registration of 
the words glass wax as a so-called technical trade-mark. 
However, as the Commissioner had njot considered the 
question of whether or not the words glass wax had be¬ 
come distinctive of appellant’s goods in commerce, and had 
not determined the registrability of the words glass wax 
under the exception of Section 2(f), the District Court 
properly restricted the issues for trial in this action and 
properly dismissed the complaint insofar as it related to 
the registrability of the words glass wax under Section 
2(f). 


C. Counterclaim and Crossclaim of Appellee, 

S. C. Johnson & Son, Inc. 

In addition to the two claims for relief which may be 
found in the complaint, the counterclaim and cross-claim 
of appellee, S. C. Johnson & Son, Inc., seek several claims 
for relief which may be outlined as follows: 

1. Injunction prohibiting use of the words glass wax. 

2. Injunction prohibiting false registration notice. 

3. Declaratory judgment that the words glass wax 
are not a lawful trade-mark. 

4. Declaratory judgment that plaintiff is not entitled 
to register the words glass wax. 

5. Damages for unfair trade practices and unfair 
competition. 

6. Costs of the action. 

7. Injunction prohibiting the Commissioner of Pat¬ 
ents from registering the words glass wax. 

8. An injunction prohibiting the Commissioner of 
Patents from granting a certificate of registration to 
appellant. 

Just as the order of the District Court did not finally dis¬ 
pose of any one claim in the cross-claim of appellee, S. C. 
Johnson & Son, Inc., but merely limited the cross-claim 
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insofar as it relates to Section 2(f), so that same order did 
not finally adjudicate any one claim of appellant but merely 
restricted the issues for the trial court to consider in deter¬ 
mining the claim of appellant for the granting of its appli¬ 
cation for a registration. 

IV. ORDER OF THE DISTRICT COURT IS NOT A 
FINAL ADJUDICATION OF ANY ONE CLAIM 

Appellant has asserted only two claims, (1) for registra¬ 
tion of the words glass wax on the basis of its single appli¬ 
cation and, (2) an adjudication that the Patent Office 
wrongfully refused to recognize the application as one 
under Section 2(f). 

It is well settled that as a condition precedent to the ap¬ 
plication of Rule 54(b), to give jurisdiction to the Court of 
Appeals, there must be more than one distinct claim in 
the action before the District Court and at least one of 
these claims must be completely and finally adjudicated by 
the order from which the appeal is taken. Town of Clarks¬ 
ville, Virginia v. United States, 198 F(2d) 238. 

In the case before the Court, appellant filed in the Patent 
Office a single application. It was involved in a single op¬ 
position proceeding. Appellant still seeks only a single reg¬ 
istration on the basis of its application, but advances two 
grounds or reasons for the granting of the single registra¬ 
tion it seeks. The order of the District Court simply re¬ 
stricted the trial of issues to decide the registrability of the 
words glass wax to one of these grounds because the other 
had not received consideration by the Patent Office tri¬ 
bunals. 

The present appeal will be rendered moot should the Dis¬ 
trict Court, after trial, find that the words glass wax are 
registrable as a technical trade-mark, or find that the Pat¬ 
ent Office improperly refused to consider the application as 
one under Section 2(f). In the former case, the District 
Court will authorize issuance of a registration. In the 
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latter case, the District Court should, if possible, authorize 
the Commissioner of Patents to reconstitute the proceedings 
as though this application were one under Section 2(f) and 
determine the registrability of the words glass wax on 
that issue. 

Likewise, if, on the basis of the cross-claim of appellee, 
S. C. Johnson & Son, Inc., the District Court enjoins use 
by Gold Seal Company of the words glass wax or enjoins 
the Commissioner of Patents from issuing a registration be¬ 
cause the words glass wax comprises deceptive matter, for 
which reason registration is barred by the provisions of 
Section 2(a), then the question of registrability with re¬ 
spect to Section 2(f) would be rendered moot. According¬ 
ly, the dismissal of that part of the cross-claim, and that 
part of the complaint, which relates to the issue of regis¬ 
trability of the words glass wax under Section 2(f), does 
not finally adjudicate any one claim of the appellant or any 
one claim set forth in the cross-claim of the appellee, S. C. 
Johnson & Son, Inc. 

Since the order of the District Court was only a partial 
dismissal of the claim of appellant to a registration and 
only a partial dismissal of the cross-claim of appellee, S. C. 
Johnson & Son, Inc., to prevent the registration, this Court 
is being asked to review an order which is not final as to 
any one or more claims. This situation corresponds to 
that before the United States Court of Appeals for the Sixth 
Circuit in Kuly et al. v. White Motor Co., 174 F(2d) 742. In 
that case, the Court of Appeals, on motion brought by the 
appellee, dismissed an appeal from an order purportedly 
entered under Rule 54(b). The fact situation involved a 
statute of limitations and the Court below excluded from the 
trial the period barred by the Statute. In its decision, the 
Court stated in part as follows: 

“Since disposition was not made either of one or more, 
or of less than all the claims, Rule 54(b) does not apply. 
It was a partial disposition only of all the claims. 
Hence there is no answer to the proposition advanced 
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by appellee that we are asked here to review an order 
which is not final and does not fall within the class of 
interlocutory orders made appealable under Section 
227,28 U.S.C. Section 225,28 U.S.C. (See Revised Judi¬ 
cial Code, 28 U.S.C.A. 1291-1294), governs the case, 
and compels us to sustain the motion.” 

V. PATENT OFFICE PRACTICE IN 
TRADE-MARK CASES 

A. Applications for Registration of Trade-Marks 

1. In General 

Section 1 of the Trade-Mark Act of 1946 (15 USC 1051) 
prescribes the requirements with which an applicant must 
comply in order to register a trade-mark on the Principal 
Register. These include the filing of a verified application 
specifying the dates of first use of the mark, the goods in 
connection with which it is used, the manner in which the 
mark is used, and the statement that the applicant believes 
no other person has the right to use the mark. This Sec¬ 
tion of the Statute requires that a drawing of the mark 
and that a number of specimens accompany the application. 
It also specifies the applicant must comply with such rules 
and regulations, not inconsistent with law, as may be pre¬ 
scribed by the Commissioner. 

If an application conforms with these requirements as 
well as the Rules of Practice established by the Commis¬ 
sioner, and registration of the trade-mark is not barred by 
any provision of Section 2 of the Act (15 USC 1052), and 
the Commissioner or his Examiner concludes, ex parte, that 
the applicant is entitled to the registration, the mark is 
published in the Official Gazette of the Patent Office for 
purposes of opposition. 

2. Under Section 2(f) 

If the mark which the applicant seeks to register is barred 
from registration by the provisions of Section 2(e) of the 
Trade-Mark Act of 1946 (15 USC 1052e), but the mark has 
become distinctive of the applicants goods in commerce, 
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the Commissioner is authorized under Section 2(f) of the 
Trade-Mark Act of 1946 (15 USO 1052f) to issue the regis¬ 
tration. Before coming within this exception, the applicant 
must satisfy the Commissioner that the mark has become 
distinctive of the goods in commerce. This may be accom¬ 
plished by submission to the Commissioner of evidence of 
distinctiveness, or the Commissioner may accept as prima 
facie evidence that the mark has become distinctive, proof 
of substantially exclusive and continuous use of the mark 
by the applicant for the five years next preceding the filing 
date of the application. 

In addition to those rules concerning the written applica¬ 
tion for registration of a trade-mark prescribed by the 
Commissioner, and applicable to all trade-mark applica¬ 
tions, where an applicant seeks registration under Section 
2(f), the applicant must comply with the requirements of 
Rule 8.1 of the Rules of Practice. Rule 8.1, in effect at 
the time of the filing of the appellant’s application for 
registration of the words glass wax, provided that if the 
allegation of distinctiveness (necessary to comply with 
Section 2(f)) is not based on exclusive use for a five-year 
period, but is based on other facts and circumstances, 
“proof of distinctiveness must be submitted separately and 
should accompany the application”. Thus, under that 
Rule 8.1, if appellant was seeking registration under Sec¬ 
tion 2(f), it should have submitted separately (from the 
application) its proof of distinctiveness. Such proof of 
distinctiveness was not submitted and the application was 
passed to publication. 

Under the rules then in effect, the application published 
in the Official G-azette and involved in this litigation was 
not sought under Section 2(f) because, up to the time of 
publication, no proof of distinctiveness had been submitted 
by the applicant (appellant here). 

Authority for establishing separate or different require¬ 
ments for applications in general and applications under 
Section 2(f) is found in Section 1(c) (15 USC 1051c) which 



14 


requires an applicant to comply with such rules or regula¬ 
tions, not inconsistent with law, as may be prescribed by 
the Commissioner. Certainly it is not inconsistent with law 
for the Commissioner to require an applicant relying on 
Section 2(f) to submit proof of distinctiveness because such 
proof of distinctiveness is required by Section 2(f) itself. 
Without such proof, the Commissioner would be at a loss 
to determine whether or not a mark had become distinctive 
of the applicant’s goods in commerce within the meaning 
of Section 2(f). It is well established that the rules and 
regulations prescribed by the Commissioner of Patents for 
practice in the Patent Office, in both patent and trade-mark 
cases, have the force and effect of law. U.S. ex rel. Stein- 
metz v. Allen, 22 App. D.C. 56 (CA DC); Fish v. Dyson, 
4 F (2d) 175, 55 App. D.C. 209 (CA DC); Westinghouse 
Traction Brake Co. v. Christensen, 243 F. 901 (CA-3). 

Appellant’s application as filed in the Patent Office 
simply sought registration of the words glass wax as a 
trade-mark on the Principal Register. Unless some proof 
of distinctiveness were offered, the Commissioner had no 
way of knowing whether or not the words glass wax had 
become distinctive of appellant’s goods in commerce. 
Unless the Commissioner were satisfied by evidence of dis¬ 
tinctiveness, he could not issue a registration under Section 
2(f). Accordingly, the Commissioner was justified in 
holding that the appellant had elected to treat the applica¬ 
tion as being outside Section 2(f) since appellant did not 
comply with Rule 8.1 by submitting evidence that the words 
glass "wax were distinctive. The fact that the application 
was passed for publication without proof of distinctiveness 
is evidence that the Examiner considered, at that time, that 
the words glass wax were not barred from registration 
by the provisions of Section 2(e). Hence, reliance upon 
Section 2(f) at that time was unnecessary because the 
registration would have been duly issued except for the 
opposition of opposer. 


15 


3. Conversion of Applications 

In the usual case, where the applicant seeks registration 
of a descriptive or a deceptively misdescriptive trade-mark, 
he may apply for registration without relying upon the 
exception provided in Section 2(f). In such a case, the Ex¬ 
aminer usually refuses the registration on the basis that 
the mark sought to be registered is, among other things, 
descriptive or deceptively misdescriptive of the goods and 
hence is barred by the provisions of Section 2(e) of the 
Trade-Mark Act. Following such a refusal by the Exam¬ 
iner, the Patent Office permits the applicant to elect to 
appeal to the Commissioner from the Examiner’s ruling 
or to convert his application from one seeking registration 
under Section 2 generally and to thereafter seek registra¬ 
tion under the exception provided in Section 2(f). Under 
the Rules in effect at the time of the filing of appellant’s 
application, the applicant would, at the time of his election, 
at least, have to submit proof of distinctiveness under Sec¬ 
tion 2(f). If such proof satisfied the Examiner, the appli¬ 
cation would be passed for publication as being under 
Section 2(f). 

In rare instances, applications have been filed and reliance 
placed upon Section 2(f) but the Examiner has stated that 
such reliance was unnecessary and the allegations of dis¬ 
tinctiveness and proof under Section 2(f) have been 
withdrawn. Then the application and the mark sought to 
be registered are published in the Official Gazette for pur¬ 
poses of opposition without mention of Section 2(f). 

B. Publication 

Once the Examiner has determined, ex parte, that the 
applicant is entitled to registration under the elected 
provisions of the Statute, he passes the application to pub¬ 
lication, and the mark with an identification of the applica¬ 
tion is published in the Official Gazette of the Patent Office. 

Where an applicant relies upon Section 2(f), the publica¬ 
tion in the Official Gazette so indicates. Where Section 2(f) 
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is not invoked by the applicant, no notation is made except 
that the registration is sought on the Principal Register. 

Authority for indicating the provision under which the 
application is published is found in Section 7(a) of the 
Trade-Mark Act (15 USC 1057a) which concerns the form 
of the certificates of registration. That Section provides 
that the certificate shall state any conditions and limitations 
that may be imposed in the grant of the registration. Under 
this section of the Statute, the Commissioner has estab¬ 
lished and followed the practice of indicating on the certi¬ 
ficates of registration that they are issued within the 
exceptional conditions of Section 2(f) of the Act where such 
Section has been invoked. In order that the published mark 
will conform with the registration, should the registration 
issue, the publication in the Official Gazette carries the same 
indication with respect to Section 2(f). 

Accordingly, in the interest of sound administration of 
the Trade-Mark Statute, it is believed that the practice and 
procedure followed by the Commissioner of Patents with 
respect to applications and registrations under Section 2(f) 
is within his authority under the statutes and the rules 
promulgated thereunder by him are not inconsistent with 
the law. 

C. Basis for Opposition 
1. In General 

Where an application for registration of a trade-mark 
is published without reference to Section 2(f), there are 
several grounds upon which an opposition may be based. 
According to Section 13 of the Trade-Mark Act of 1946 
(15 USC 1063), any person who believes he would be 
damaged by registration of a mark on the Principal Reg¬ 
ister may file a notice of opposition. The grounds upon 
which such an opposition is based may include any of the 
statutory bars of Section 2 of said Act. 

If, as in the present case, an application is published 
without reference to Section 2(f) and comprises words such 


17 


as glass wax which are either descriptive or deceptively 
misdescriptive of the applicant’s goods, the grounds for 
opposition include assertions that registration is barred 
by one or more of Sections 2(a) to 2(e), inclusive. In 
support of its opposition, the opposer (in the present case 
appellee, S. C. Johnson & Son, Inc.) introduced evidence 
to show that the words glass wax comprise deceptive matter 
within the meaning of Section 2(a) or that the words are 
either descriptive or deceptively misdescriptive of appel¬ 
lant’s goods within the meaning of Section 2(e). If the 
proof is conclusive on either ground, the Examiner of 
Interferences should, as in the present case, hold that the 
registration is barred by the applicable Section. If it is 
held that only Section 2(e) is applicable as a bar, this does 
not prejudice the applicant’s right to proceed subsequently 
with an application properly filed and prosecuted under 
Section 2(f). However, once the mark is published and 
opposed, the Patent Office does not permit the applicant 
to shift his ground and seek registration of the mark under 
Section 2(f), rather than as an arbitrary trade-mark, with¬ 
out filing a new application. To do so would put an unnec¬ 
essary burden on the opposer in the Patent Office, who might 
not have filed the opposition if the mark were proven to 
be distinctive. 

Not only is the applicant precluded from shifting his 
ground, but the opposer also is not permitted to amend his 
notice of opposition to set up new grounds of objection to 
the registration sought by the applicant. 

2. Section 2(f) 

In those instances where the applicant submits proof of 
distinctiveness and relies upon Section 2(f) for registra¬ 
tion of its trade-mark, the grounds for opposition are 
somewhat different. Of course, the application may be 
opposed on the basis of the prohibitions of Section 2(a), 
(b), (c) and (d) as well. However, the opposer cannot 


contend that the mark is barred by being either descriptive 
or deceptively misdescriptive of the applicant’s goods nnder 
Section 2(e). He must attack the mark on the basis either 
that it has not become distinctive of applicant’s goods in 
commerce or that it is absolutely barred under one of Sec¬ 
tions 2(a) to 2(e), inclusive. Thus, had appellant’s applica¬ 
tion for registration of the words glass wax been published 
under the provisions of Section 2(f), appellee, S. C. Johnson 
& Son, Inc., would have been forced to attack the proof of 
distinctiveness which appellant had submitted to the Patent 
Office to bring its application within Section 2(f) in addition 
to opposer’s proof that the registration is barred outright 
under Section 2(a). 

To permit amendment of an application, or to permit 
submission of proof of distinctiveness after the opposition 
has been filed, would correspond to permitting a defendant 
to rule out a provision of a contract after a complaint has 
been filed for breach of the contract. It is not a question 
of amendment of the pleadings as permitted under the 
Federal Rules of Civil Procedure, but it is a question of 
an ex post facto revision fo the res of the litigation. 

Authority for prohibiting an applicant from shifting the 
basis of his application after an opposition is filed is found 
in Rule 24.5 of the Rules of Practice in Trade-Mark Cases 
established under the authority of Section 1(c) of the 
Trade-Mark Act. While Rule 23.1 states that the Federal 
Rules of Civil Procedure, wherever considered applicable 
and appropriate, are to govern contested proceedings in 
the Patent Office, Rule 24.5 specifically prohibits amend¬ 
ment of any application involved in a contested proceeding 
except upon the written consent of the other party and the 
approval of the Examiner of Interferences, or upon motion 
duly brought and considered. Nothing in this rule is incon¬ 
sistent with law so the rule has the force and effect 
of law. 

To permit the appellant, for the first time, to introduce 
evidence of distinctiveness, after the institution of the 
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opposition proceeding, would be in effect amendment of 
the application to rely upon the provisions of Section 2(f). 
It would be inconsistent with Patent Office practice and re¬ 
sult in disorderly procedure in cases of this type. It would 
enable an applicant to correct his wrong after a complaint 
has been filed against him by way of a notice of opposition. 
It would place an undue burden on the opposer because it 
would require the opposer first to oppose on the basis that 
the mark is descriptive or deceptively misdescriptive and 
then to oppose on the basis that the proof of distinctiveness 
is insufficient or that the mark has not in fact become dis¬ 
tinctive of the applicant’s goods in commerce. Under 
present practice, an opposer cannot amend the notice of 
opposition so he would be without remedy. 

VI. CORRECTNESS OF COMMISSIONER’S DECISION 
SHOULD BE DECIDED BY TRIAL COURT 

In the present case, the decision of the Commissioner of 
Patents in refusing the registration sought by the appellant 
includes two major grounds. First, the Commissioner held 
that this application of appellant is not entitled to consider¬ 
ation under the provisions of Section 2(f) because appellant 
did not submit, prior to publication or opposition, any 
evidence that the words glass wax had become distinctive 
of appellant’s goods in commerce in compliance with Rule 
8.1 of the Rules of Practice. Secondly, the Commissioner 
held that registration of the words glass wax, on the instant 
application, is barred by the provisions of Section 2(e) of 
the Trade-Mark Act because the words glass wax are either 
descriptive or deceptively misdescriptive of appellant’s 
goods. These are the only two points of the Commissioner’s 
decision from which appellant, by its complaint, may seek 
relief. 

As stated in the decision of the Commissioner of Patents, 
appellant is free to file a new application for registration 
of the words glass wax in accordance with the provisions 
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of Section 2(f) of the Trade-Mark Act of 1946. If appel¬ 
lant can submit proof of distinctiveness sufficient to satisfy 
the Commissioner that its registration should be granted, 
the mark will then be published in the Official Gazette with 
the statement that the applicant relies upon Section 2(f). 
Then, any one who wishes to oppose will be able to decide 
for itself whether or not the words glass wax have become 
distinctive of appellant’s goods. Until such time as the 
Commissioner refuses registration of the words glass wax 
when the application is properly brought under Section 
2(f), appellant has no remedy under R.S. 4915 to obtain a 
registration in accordance with that Section. Gilbert v. 
Marzall, 189 F (2d) 389, 87 App. D. C. 1. 

In the present situation, the District Court has simply 
limited the trial to those issues which have been decided by 
the Commissioner. The order here on appeal eliminates from 
the trial a consideration of whether or not appellant is 
entitled to registration of the words glass wax under Sec¬ 
tion 2(f) because the Patent Office has not yet refused to 
issue such a registration. That order does not preclude 
the trial court from deciding appellant’s claim that its 
registration as filed in the Patent Office was entitled to 
consideration under Section 2(f). If the application should 
have been recognized as being under Section 2(f), the Com¬ 
missioner of Patents should give it consideration and should 
either grant or refuse the registration on that basis. Until 
he does so, the issue of the registrability of the words glass 
wax under Section 2(f) cannot be tried by the District 
Court in an action under R.S. 4915. 

vn. CONCLUSION 

If appellant is seeking registration of the words glass 
wax as a trade-mark under the provisions of Section 2(f), 
it is seeking to have the trial court exercise the executive 
or administrative function of the Commissioner of Patents 
without affording him an opportunity to render a ruling 
on the question of registrability under that Section. Before 
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passing upon the right to a registration under Section 2(f), 
the trial court is entitled to the view of the Patent Office 
tribunals with respect to that registration and without such 
view or determination, the trial court has no authority under 

R. S. 4915 to consider the question of registrability. Should 
the Patent Office consider the registrability of the words 
glass wax under Section 2(f), it might even conclude the 
registration should be granted. Therefore, it would be 
premature for the trial court or this Court, prior to a 
refusal by the Patent Office, to pass upon the registrability 
under Section 2(f). Accordingly, the order of the District 
Court eliminating from the trial of this action the issue of 
registrability of the words glass wax under Section 2(f) 
(as distinguished from plaintiff’s sole claim to a registra¬ 
tion on the Principal Register) was in accordance with 
established law and practice. That order merely restricted 
the issues to be considered in determining the right of 
appellant to a registration of a trade-mark. It did not 
finally adjudicate appellant’s claim to a registration. It 
did not finally adjudicate appellant’s claim that the Com¬ 
missioner of Patents wrongfully refused to recognize the 
application as being under the provisions of Section 2(f). 

Moreover, the order of the District Court did not finally 
adjudicate even the claim of appellee, S. C. Johnson & Son, 
Inc., to enjoin registration on the Principal Register but 
again merely restricted the issues to be tried in determining 
the right to such an injunction. Hence, the claims of appel¬ 
lee, S. C. Johnson & Son, Inc., for an injunction and for 
declaratory judgment were not finally adjudicated. 

In these circumstances, while the order of the District 
Court partially disposed of the claim of appellant to a 
registration and partially disposed of the claims of appellee, 

S. C. Johnson & Son. Inc., for declaratory judgment and 
injunction to prevent registration, that order did not finally 
dispose of or adjudicate any one or more of the claims 
involved in this litigation. 
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A decision of the District Court at trial, on the basis of 
the issues as restricted by the order now on appeal, favor¬ 
able to appellant, would render this appeal moot. Accord¬ 
ingly, that part of appellant’s claim which has been adjudi¬ 
cated by the order now on appeal is not severable from 
appellant’s claim to a registration set forth in its complaint. 
It is but a part of the over-all claim to a registration and is 
not a final adjudication of a single claim. 

For these reasons, we respectfully submit that the motion 
to dismiss the appeal should be granted. 

S. C. Johnson & Son, Inc. 

By: Francis C. Browne 

Wilt jam E. Schuyler, Jr. 
Andrew B. Beveridge 
Attorneys for S. C. Johnson 
& Son, Inc. 

1050 Munsey Building 
Washington 4, D. C. 

Metropolitan 8-6181 

February 3, 1953 

Copies of the foregoing Brief were duly served this 3rd 
day of February, 1953, by mailing the same first class mail 
to E. L. Reynolds, U. S. Patent Office, attorney for defend¬ 
ants, Charles Sawyer, Secretary of Commerce, and John A. 
Marzall, Commissioner of Patents, and Beale and Jones, 
1411 Pennsylvania Avenue, N. W., Washington 4, D. C., 
attorneys for plaintiff. 

Andrew B. Beveridge 
Attorney for S. C. Johnson 
& Son, Inc. 
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APPENDIX I 

United States Court of Appeals 

Poe the Distbict op Columbia. Cibcuit 


Appeal No. 11,631 


Gold Seal Company, Plaintiff, 


v. 

Charles Sawyer, Secretary of Commerce, John A. Mar- 
zall, Commissioner of Patents, and S. C. Johnson & 
Son, Inc., Defendants. 


MEMORANDUM IN SUPPORT OF 
MOTION TO DISMISS APPEAL 


STATEMENT OF FACTS 

This suit was brought by the Gold Seal Company, plain¬ 
tiff below, under Section 21 of the Trade-Mark Act of 1946 
(15 USC 1071) and RS 4915 following a decision of the 
Commissioner of Patents, a co-defendant below, refusing 
Application Serial No. 541,384, of the Gold Seal Company 
for registration of the words glass wax as a trade-mark in 
Opposition No. 27,543 instituted according to Section 13 of 
the Trade-Mark Act of 1946 (15 USC 1063) by S. C. John¬ 
son & Son, Inc., a co-defendant below. 
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The decision of the Commissioner of Patents affirmed the 
decision of the Examiner of Interferences which included 
a holding that the application of the Gold Seal Company 
“seeks registration of the word ‘Glass Wax ’ as a technical 
trade-mark, without having been presented under Section 
2(f) of the Act of 1946”. Also, the Commissioner of 
Patents included the statement that “applicant is not pre¬ 
cluded by the decision in this case from applying for 
registration under Section 2(f) of the Act on a new appli¬ 
cation appropriately worded for this purpose”. 

In the Complaint filed by the Gold Seal Company in the 
District Court, there are over sixty paragraphs of allega- 
> tions. Of these, only nine refer to Section 2(f) of the 
Trade-Mark Act of 1946. This Complaint includes four 
prayers for relief which may he paraphrased as follows: 

(1) For a decree that plaintiff is entitled to registra¬ 
tion of glass wax as a trade-mark. 

(2) For a decree dismissing Opposition No. 27,543 
instituted by S. C. Johnson & Son, Inc., and reversing 
the decision of the Commissioner of Patents sustaining 
that opposition. 

(3) For a decree authorizing and directing the Com¬ 
missioner of Patents to register the trade-mark. 

(4) For such other and further relief as may be 
just and equitable. 

All defendants have answered the Complaint and the 
defendant S. C. Johnson & Son, Inc. filed a Counterclaim 
against Gold Seal Company for injunction and damages 
and a Cross-claim against its co-defendants Sawyer and 
Marzall to restrain issuance of registration of the words 
glass wax as a trade-mark. 

In the District Court, the defendants Sawyer and Marzall 
moved to dismiss the Cross-claim of defendant S. C. John¬ 
son & Son, Inc. All parties filed Points and Authorities in 


3A 


support of or opposing the Motion, and all parties were 
represented and were heard at the oral argument on the 
Motion. During the argument, it appeared to the Court 
that registrability of the words glass wax under Section 
2(f) of the Trade-Mark Act of 1946 should not be consid¬ 
ered in the trial of this case because that issue had not been 
duly presented or considered in the Patent Office proceed¬ 
ings. Thereupon, the Court directed entry of an Order 
dismissing so much of the plaintiff’s Complaint and so much 
of the Cross-claim of the defendant, S. C. Johnson & Son, 
Inc., as relate to the claim of the plaintiff to registration 
under Section 2(f) of the Trade-Mark Act of 1946. It is 
from the entry of that Order that plaintiff has appealed. 

Only one cause of action is presented in the Complaint. 
All four of the prayers of the Complaint seek registration 
of the words glass wax as a trade-mark. Not one of the 
prayers of the Complaint or the Cross-claim is dismissed 
by the Order of the District Court from which the appeal 
has been taken. That Order merely restricts the issues to 
be tried in determining the plaintiff’s right to the registra¬ 
tion which it seeks. The entire Complaint is based upon a 
single transaction, which is the decision of the Commis¬ 
sioner of Patents sustaining the opposition of S. C. Johnson 
& Son, Inc., and refusing the application of the Geld Seal 
Company. To determine whether or not the plaintiff is 
entitled to the registration which it seeks, the suit must 
proceed to trial. Hence, the Order from which the appeal 
has been taken does not finally adjudicate any claim of the 
plaintiff but merely restricts the issues to be tried in the 
determination of the plaintiff’s claim. 

AUTHORITY FOR DISMISSING APPEAL 

Jurisdiction of this Court in appeals from the United 
States District Court for the District of Columbia is limited 
by Section 1291 of the Judicial Code (28 USC 1291) to final 
decisions of that Court. The Order from which this appeal 
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is taken is not one of the interlocutory decisions specified 
in Section 1292 of the Judicial Code (28 USC 1292). Inas¬ 
much as the Order from which this appeal is taken is not 
a final judgment * 1 upon one or more but less than all of the 
claims”, it is not an Order from which an appeal lies within 
the meaning of Rule 54(b) of the Federal Rules of Civil 
Procedure. 

The classic definition of what constitutes a final judgment 
for purposes of appeal is that of Chief Justice Waite in 
Bostwick v. Brinkerhoff, 106 US 3, 1 S. Ct. 15: 

“The rule is well settled and of long standing that 
a judgment or decree to be final, within the meaning of 
that term as used in the acts of congress giving this 
court jurisdiction of the appeals, and writs of error, 
must terminate the litigation between the parties on 
the merits of the case, so that if there should be an 
affirmance here, the court would have nothing to do but 
to execute the judgment or decree it has already ren¬ 
dered.” (citing cases of the Supreme Court) 

This definition was followed by the Court of Appeals for 
the District of Columbia Circuit in Cammack v. Howard 
et al, 81 App. D.C. 22; 154 F. 2d 22, where a motion to dis¬ 
miss the appeal was granted and Judge Miller, speaking 
for the Court, stated: 

“In Jacobsen v. Jacobsen we held that an order is 
not appealable under this section unless it amounts to 
a final disposal of the case on its merits so that the 
court has nothing to do but execute the judgment.” 

Again, in a per curiam decision of this Court in Stewart 
v. Roberts , 80 App. D.C. 405; 154 F. 2d 697, it was stated: 

11 Our right to review orders, judgments and decrees 
of the District Court is confined to those which are final 
and those which are final are those judgments, decrees 
or orders which expressly or by necessary implication 
determine the rights and liabilities of all parties with 
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reference to the matters in controversy and leave 
nothing of a judicial character to be done. In short, 
the litigation must have ended.” 

In that case, the court held that the appeal was premature 
and dismissed it for lack of jurisdiction. 

By the form of the Order from which Gold Seal Company 
has appealed, it is apparent that an effort was made to enter 
a final judgment upon one or more but less than all of the 
claims as permitted by Rule 54(b) of the Federal Rules 
of Civil Procedure. However, it is well settled that in deter¬ 
mining whether or not aif Srder is final for the purpose of 
resolving the question of jurisdiction of the Court of 
Appeals, the Court of Appeals looks to the substance rather 
than the form of the order. Jacobsen v. Jacobsen (CADC- 
1942) 75 App. D.C. 223; 126 F. 2d 13; Baltimore and Ohio 
Railroad Co. v. United Fuel Gas Co. et al (CA-4 1946) 154 
F. 2d 545; Delta Drilling Co. et al v. Arnett (CA-6 1951) 
186 F. 2d 481, Cert, denied 71 S. Ct. 574. 

Plaintiff’s complaint in this action is based upon a single 
cause of action, namely its right to a registration of the 
words glass wax. This cause of action arises under a single 
transaction which is the decision of the Commissioner of 
Patents refusing the application of the Gold Seal Company 
for registration of the words glass wax on the basis of the 
opposition brought by the defendant, S. C. Johnson & Son, 
Inc. Therefore, the Order of the District Court dismissing 
that portion of the complaint concerning Section 2(f) does 
not and cannot adjudicate plaintiff’s claim that it is en¬ 
titled to a trade-mark registration. 

In commenting upon Rule 54(b) of the Federal Rules of 
Civil Procedure, the Supreme Court, in Dickinson v. Petro¬ 
leum Conversion Corporation, 338 ITS 507, 70 S. Ct. 322, 
pointed out that the most important of the considerations 
that always compete in the question of appealability are 
“the inconvenience and costs of piecemeal review on the 


one hand and the danger of denying justice by delay on the 
other/’ This interpretation of Buie 54(b) was recognized 
b>y this court in Creel v. Creel et ai, 87 App. D.C. 79; 184 
F. 2d 449, decided June 5, 1950. In a per curiam decision 
dismissing the appeal, this court stated: 

“Moreover, the purpose of the amendment to Rule 
54(b) was to make clear that orders making piecemeal 
disposition of an action were not made appealable by 
virtue of the power of the court to enter them under 
Buie 54(b), but that that rule left undisturbed the 
general rule that, absent special statutory authoriza¬ 
tion, only final judgments are appealable. ’’ 

In considering the very question of whether Rule 54(b) 
can be relied upon to appeal from an interlocutory order 
where only a single claim is involved, the United States 
Court of Appeals for the 4th Circuit in Town of Clarks¬ 
ville, Va. v. United States, 198 F. 2d 238, stated: 

“The condition precedent for the application of this 
Buie is the presence of more than one claim in the 
action, and where there is only a single claim or ‘factual 
occurrence’ the Buie cannot be invoked to confer juris¬ 
diction upon an appellate court. See Pabellon v. Grace 
Line, 2 Cir., 191 F. 2d 169,174; Canister Co. v. National 
Can Corp., 3 Cir., 163 F. 2d 683; Western Contracting 
Corp. v. National Surety Corp., 4 Cir., 163 F. 2d 456.” 

In view of the foregoing consistent interpretations of 
Rule 54(b), it is clear that the rule cannot confer jurisdic¬ 
tion upon this court where the order of the District Court 
is not, in fact, a final decision. Where, as in this case, the 
order of the District Court does not finally adjudicate any 
one claim, but merely restricts the issues involved in the 
claim of the plaintiff, the appeal is premature and should 
be dismissed. Jurisdiction cannot be conferred upon this 
court merely by calling the order of the District Court a 
final judgment. 


7A 


If this Court considers the appeal on its merits, neither 
an affirmance nor a reversal would leave the District Court 
a judgment which it could execute. Regardless of the 
decision on appeal, the case must proceed to trial on the 
question of the plaintiff’s right to a registration. 

In a similar situation, where the United States District 
Court for the Northern District of Ohio had entered an 
order dismissing the complaint as to a certain period of 
time, the United States Court of Appeals for the Sixth 
Circuit in Kvly v. White Motor Co., 174 F. 2d 742, dismissed 
an appeal from the order and stated: 

“Since disposition was not made either of one or more, 
or of less than all the claims, Rule 54(h) does not 
apply. It was a partial disposition only of all the 
claims. Hence there is no answer to the proposition 
advanced by appellee that we are asked here to review 
an order which is not final and does not fall within 
the class of interlocutory orders made appealable 
under Section 227, U. S. C. Section 225, 28 U.S.C. (See 
Revised Judicial Code, 28 U. S. C. A. 1291-1294), gov-- 
eras the case, and compels us to sustain the motion.” 

CONCLUSION 

Plaintiff-appellant’s complaint is based upon a single 
transaction, namely, the decision of the Commissioner of 
Patents, and the only relief sought in the granting of a 
registration. Restriction of the issues to be tried in deter¬ 
mining the plaintiff-appellant’s right to the registration 
sought is not a final adjudication of that right from which 
an appeal lies. If the Court adopts the position that plain¬ 
tiff has asserted more than one claim, the present order of 
the District Court may have been a partial disposition of 
all of the claims but is a final disposition of none. 





8A 


Therefore, to avoid piecemeal litigation, the present 
appeal should be dismissed. 

S. C. Johnson & Son, Inc. 

By s/ Francis C. Browne 

Francis C. Browne 
1050 Munsey Building 
Washington 4, D. C. 

and 

By s/ William E. Schuyler, Jr. 

William E. Schuyler, Jr. 

1050 Munsey Building 
Washington 4, D. C. 

and 

By s/ Andrew B. Beveridge 

Andrew B. Beveridge 
1050 Munsey Building 
Washington 4, D. C. 

Telephone: Me. 8-6181 
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APPENDIX n 

United States Court of Appeals 

Fob the District op Columbia Circuit 


Appeal No. 11,631 


Gold Seal Company, Plaintiff, 

v. 

Charles Sawyer, Secretary of Commerce, John A. Mab- 
zall, Commissioner of Patents, and S. C. Johnson & 
Son, Inc., Defendants. 


REPLY TO APPELLANT’S MEMORANDUM 
RE MOTION TO DISMISS APPEAL 

Memoranda on this motion filed by S. C. Johnson & Son, 
Inc., defendant below, and by Gold Seal Company, plaintiff 
below, indicate that the parties agree this appeal should 
be dismissed unless the complaint sets forth multiple claims 
and the Order of the District Court finally disposes of one 
or more of such multiple claims. Both of these parties have 
cited and relied upon the decision of the United States 
Court of Appeals for the Fourth Circuit in Town of Clarks¬ 
ville, Virginia v. United States, 198 F (2d) 238. In that 
case, the Court found that there were two separate and dis¬ 
tinct claims, namely a claim for compensation for con¬ 
demned property and a claim for compensation for plant 
and equipment rendered obsolete by the condemnation. In 
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so holding, the Court pointed out that the existence of 
multiple claims is a condition precedent for the application 
of Buie 54(b). 

COMPLAINT ASSERTS ONLY A SINGLE CLAIM 

Even though the complaint of the Gold Seal Company 
enumerates four prayers (see page 2 of Johnson’s previous 
memorandum) the only relief sought by those prayers is 
the granting of a registration on its application, which S. C. 
Johnson & Son, Inc. has opposed. Gold Seal Company has 
filed only one application in the Patent Office and it seeks 
only one trade-mark registration. Hence, its complaint is 
based upon one cause of action and asserts only one claim 
for relief. 

In the memorandum submitted by the appellant, Gold 
Seal Company, in opposition to the motion to dismiss this 
appeal, counsel for the Gold Seal Company seem to have 
difficulty in defining the allegedly separable claims, of which 
one has supposedly been finally adjudicated by the Order 
of the District Court. For example, in the first paragraph 
of page 9 of its memorandum, the Gold Seal Company states 
that it has asserted two claims to registration of a trade¬ 
mark and continues: 

“One of these claims is Appellant’s right to register 
its mark as a secondary meaning trade-mark within 
the provisions of Section 2(f) of the Act of 1946, and 
the other of these claims is its right to register its mark 
as a technical trade-mark, under other provisions of 
the Act.” 

Beginning at the bottom of page 9, appellant inconsist¬ 
ently enumerates two so-called “judicial units” upon which 
its complaint is based. These are: 

“(1) The refusal of the Commissioner of Patents 
to consider Appellant’s Claim to registration of its 
mark as a secondary meaning mark under the terms of 
Section 2(f) of the Trade Mark Act of 1946. 
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(2) The refusal of the Commissioner to register 
Appellant’s mark as a technical trade-mark on the 
Principal Registry under the Trade Mark Act of 1946.” 

The discrepancy in these claims or so-called “judicial units” 
is found in the issue involving Section 2(f) of the Trade- 
Mark Act of 1946. First, appellant claims it has a right to 
register its mark under Section 2(f). Subsequently, it 
seeks relief from the refusal of the Commissioner of Patents 
to consider appellant’s claim to registration under Section 
2(f). This inconsistency emphasizes appellant’s difficulty 
in fabricating two claims where, in fact, it has only one. 

Statements of the District Court Judge during argument 
of the motion below indicate that the intent and purpose of 
the Order on appeal is to eliminate from the trial the issue 
involving the right of the plaintiff to a registration under 
the provisions of Section 2(f) of the Trade-Mark Act of 
1946 because that issue has not been properly heard by the 
Patent Office and is therefore not properly before the Dis¬ 
trict Court. That Order does not elim i nate any claim based 
upon the refusal of the Commisisoner of Patents to consider 
appellant’s claim to registration of its mark under Section 
2(f) of the Trade-Mark Act of 1946. 

NEITHER “JUDICIAL UNIT” ELIMINATED 

FROM TRIAL 

While defendant, S. C. Johnson & Son, Inc. contends that 
the complaint asserts only a single claim, it is the position 
of S. C. Johnson & Son, Inc. that the Order of the District 
Court does not eliminate from the trial either of the so- 
called “judicial units” enumerated at the bottom of page 
9 and the top of page 10 of appellant’s memorandum* 
namely, the refusal of the Commissioner to consider appel¬ 
lant’s claim under Section 2(f) and the refusal of the 
Commissioner to register appellant’s mark as a technical 
trade-mark. The Order merely eliminates from the trial in 
this case the question of the plaintiff-appellant’s right to a 
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registration under Section 2(f), because that right was not 
considered by the Patent Office. In the middle of page 7 
of its memorandum appellant states that both Patent Office 
tribunals considered its claim to registration under Section 
2(f). If that is true and appellant’s claim to registration 
under Section 2(f) was considered by the tribunals of the 
Patent Office, why is appellant now dissatisfied with “the 
refusal of the Commissioner of Patents to consider appel¬ 
lant’s claim to registration” under Section 2(f)? (Appel¬ 
lant’s memorandum page 9). 

The Order from which this appeal is taken did not elimi¬ 
nate from the trial of this case the issue of whether or not 
the Commissioner properly refused to consider appellant’s 
claim to registration under Section 2(f), but stated: 

“Ordered and Adjudged that the Plaintiff’s com¬ 
plaint and the crossclaim of the Defendant, S. C. 
Johnson & Son, Inc., insofar as both relate to the claim 
of Plaintiff, Gold Seal Company, to a registration of 
the alleged trade-mark ‘Glass Wax’ under the provi¬ 
sions of Section 2(f) of the Trade-Mark Act of July 
5, 1946, be and the same hereby are dismissed.” 
(Emphasis added) 

On the face of the Order, it is clear that the Court con¬ 
cluded it should not determine the registrability of the 
words glass wax under Section 2(f) before that question 
was determined in accordance with appropriate proceedings 
in the Patent Office. Should the trial court find that the 
Commissioner erroneously refused to consider appellant’s 
right to registration under Section 2(f), the Commissioner 
should be instructed to properly consider that question. In 
entering the Order now on appeal, it was obviously the 
intention of the District Court to avoid premature dispo¬ 
sition of that question until it was properly tried before 
the Patent Office tribunals. Thus, the issues in the suit 
have been narrowed, but there has not been a final disposi¬ 
tion of appellant’s claim to a registration based on the 
opposed application. 
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CASES BELIED UPON B7 PLAINTIFF-APPELLANT 

Inasmuch as plaintiff-appellant cites Reeves v. Beardall, 
316 U. S. 283, 62 S. Ct. 1085, to define a claim as a “factual 
occurrence or a separate judicial unit”, we quote below the 
Court’s statement in this connection: 

“The Buies make it clear that it is ‘differing occur¬ 
rences or transactions, which form the basis of separate 
units of judicial action.’ Atwater v. North American 
Coal Corp., 2 Cir., Ill F. 2d 125,126. And see Moore, 
op. cit., 92-101; 49 Yale L. Joura. 1476. If a judgment 
has been entered which terminates the action with 
respect to such a claim, it is final for purposes of appeal 
under Sec. 128 of the Judicial Code. The judgment 
here in question meets that test. The claim against 
respondent on the promissory note was unrelated to 
the claim on the contract not to change the will. Those 
two claims arose out of wholly separate and distinct 
transactions or engagements. And the question as to 
Hamer’s liability to account to petitioner would arise 
only in the event that the claim on the contract not 
to change the will was sustained.” 

Plaintiff-appellant has cited several cases in support of 
its contention that more than one claim or “judicial unit” 
may arise out of a single transaction, but in each case 
separate and distinct claims were involved arising either 
under separate statutes or out of different transactions. 
For example, in Hanney et al v. Franklin Fire Ins. Co. of 
Philadelphia, 142 F. 2d 864, the first claim was for relief 
on a contract of insurance and the second claim was for 
reformation of the contract. In Modin v. Matson Nav. Co., 
128 F. 2d 194, the first claim was for recovery of injuries 
sustained through defendant’s negligence and the second 
claim was for maintenance according to the Law of Ad¬ 
miralty. In Batkiewicz v. Seas Shipping Co., Inc., 53 F. 
Supp. 802, the question involved was the amendment of 
the complaint to add a claim under a second statute. To 
the extent this case bears upon the present question, it in- 
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dicates that separate claims arise under separate statutes. 
In Martin et al v. Consolidated Casualty Ins. Co. et al, 138 
F. 2d 896, the Court recognized one claim for exemplary- 
damages based on the Texas Constitution and the other 
for compensatory damages based on the Texas Death 
Statute. 

These cases are not controlling in the present situation 
because plaintiff-appellant in its complaint seeks a single 
trade-mark registration on the basis of a single application 
in the Patent Office. It contends it is entitled to registration 
of the trade-mark as an arbitrary or technical trade-mark 
and also that it is entitled to registration of a trade-mark 
which has become distinctive within the meaning of Section 
2(f) of the Trade-Mark Act of 1946. These are not sepa¬ 
rate claims, but are merely issues involved in determining 
plaintiff-appellant’s right to a registration under the Trade- 
Mark Act of 1946. Plaintiff-appellant does not seek two 
separate registrations. Registration on either basis is all 
it asks. 

Bendix Aviation Corp. v. Glass, 195 F. 2d 267, cited by 
plaintiff-appellant, held that multiple claims were involved 
in an action for specific performance of a contract and a 
counterclaim for damages. Likewise, in Town of Clarks - 
vilel, Va. v. United States, 198 F. 2d 238, cited and relied 
upon by both parties, the Court recognized two claims 
where one was compensation for condemned property and 
the other was for compensation for plant and equipment 
rendered obsolete by the condemnation. 

The case of Wins or v. Daumit, 179 F. 2d 475 involved two 
counterclaims. The Court of Appeals, recognizing multiple 
claims in the two counterclaims, held that an order dis¬ 
missing one of them was appealable provided the Distirct 
Court indicated the order was final in accordance with Rule 
54(b). This case followed the general rule that the presence 
of multiple claims is essential. 
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EFFECT OF THE ORDER ON APPEAL 

While plaintiff-appellant has cited many cases where the 
Courts have recognized multiple claims and permitted an 
appeal from an order dismissing one of these claims, the 
Order now on appeal merely restricts the issues to be tried 
in determining plaintiff-appellant’s claim to a registration 
of the words glass wax. It does not preclude trial of the 
issue concerning the correctness of the Commissioner’s 
refusal to consider the application as one under Section 
2(f). It does not finally dispose of plaintiff-appellant’s 
claim to a registration under Section 2(f), but merely re¬ 
quires an orderly procedure to have that issue properly 
considered by the Patent Office before it is tried by the 
Court. 

Regardless of the outcome of this Appeal, the case will 
proceed to trial in the District Court on the question of 
appellant’s right to a registration under the provisions of 
the Trade-Mark Act of 1946, and the Rules of Practice pro¬ 
mulgated by the Patent Office under that Act. The only 
effect of the Order in question is to preclude the trial court 
from receiving evidence relating to distinctiveness under 
Section 2(f). Actually, the decision of the Commissioner 
of Patents, 90 USPQ 375, states at page 380: 

“Applicant is not precluded by the decision in this 
case from applying for registration under Section 2(f) 
of the Act on a new application appropriately worded 
for this purpose, and the decision herein is without 
prejudice to consideration of registrability of the mark 
on such an application.” 

On the other hand, the Order now on appeal does not 
precludes the trial court from reviewing the correctness of 
the refusal of the Commissioner of Patents to consider ap¬ 
pellant’s claim to registration under Section 2(f). If the 
Court finds that the Commissioner was in error in thi« 
regard, the case may be remanded to the Patent Office for 
further consideration as an application under Section 2(f). 
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Should the Court decide that appellant is entitled to a 
registration on the basis of the present application, it will 
authorize the Commissioner of Patents to issue the regis¬ 
tration and thereby grant all of the relief sought by the 
several prayers of the Complaint. Any question of appel¬ 
lant’s right to a registration under Section 2(f) would thus 
be moot. In the event the Court denies the relief sought 
and thereby finally refuses a registration, appellant may 
then appeal to the Court and include in its appeal all 
interlocutory as well as final orders of the District Court. 

ERROR IN PREVIOUS MEMORANDUM 

Counsel for S. C. Johnson & Son, Inc. admit a misstate¬ 
ment on page 2 of its Memorandum in Support of the 
Motion to Dismiss Appeal. Plaintiff-appellant did not file 
Points and Authorities in support of the motion brought 
by defendants Sawyer and Marzall to dismiss the cross¬ 
claim of S. C. Johnson & Son, Inc. However, counsel for 
plaintiff-appellant insisted on being heard during the argu¬ 
ment of that motion. In fact, the Court permitted appel¬ 
lant’s counsel to argue in support of the motion over the 
objection of counsel for S. C. Johnson & Son, Inc. It was 
only after hearing counsel for plaintiff-appellant fully that 
the District Court Judge rendered his decision and ruled 
that the right to registration under Section 2(f) is not in 
issue. 

CONCLUSION 

In an effort to confer jurisdiction upon this Court, 
plaintiff-appellant now contends it has two claims or two 
“judicial units” which are actually merely reasons it has 
advanced in an effort to obtain a trade-mark registration. 
Regardless of the reason upon which the Court may rely, 
granting of a registration would completely satisfy all of 
the prayers for relief set forth in the Complaint So far, 
the District Court has not refused the relief sought; until 
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it does, the appellate jurisdiction of this Court cannot be 
invoked. 

Therefore, the appeal should be dismissed. 

S. C. Johnson & Son, Inc. 

By s/ Francis C. Browne 
Francis C. Browne 
1050 Munsey Building 
Washington 4, D. C. 

and 

By s/ Wn-.i-.iAM E. Schuyler, Jr. 
William E. Schuyler, Jr. 

1050 Munsey Building 
Washington 4, D. C. 

and 

By s/ Andrew B. Beveridge 
Andrew B. Beveridge 
1050 Munsey Building 
Washington 4, D. C. 

Telephone: Me. 8-6181 
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Sinclair Weeks, Secretary of Commerce and Robert C. 
Watson, Commissioner of Patents and S. C. John¬ 
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E. L. Reynolds, 

Solicitor, United States Patent Office, 
Attorney for Appellees, 
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Charles Sawyer, 

Secretary of Commerce, 
i and 
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STATEMENT OF QUESTION PRESENTED 

In the opinion of the appellees Sawyer and Marzall 
the question presented by the pending motion to dis¬ 
miss the appeal is whether, when the Patent Office has 
refused to register a trade-mark on the Principal Reg¬ 
ister on the merits, exclusive of the provision of sec¬ 
tion 2(f) of the 1946 Trade-Mark Act, and has refused 
to consider registrability under the provision of sec¬ 
tion 2(f) on the ground that the application involved 
is not one for registration under that section; and when 
the District Court has dismissed that part of the appli¬ 
cant y s complaint under R. S. 4915 which seeks review 
of the holding as to registrability under Section 2(f), 
an appeal from such dismissal should be entertained in 
advance of the trial on the remaining issues. 
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Chables Sawyer, Secretary of Commerce; John A. 
Marzall, Commissioner of Patents, and S. C. 
Johnson & Son, Inc., Appellees 
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District of Columbia Circuit 


BRIEF FOR THE 



OF PATENTS 



INTRODUCTION 

This brief is submitted pursuant to the order of the 
Court dated January 9, 1953. The appellees Sawyer 
and Marzall did not join in the motion of the appellee 
S. C. Johnson & Son, Inc. to dismiss the appeal and 
have made no opposition to that motion, for the reason 
that they do not consider it to be of substantial im¬ 
portance whether the questions raised by the pending 
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appeal are considered now or later. It is thought that, 
so far as expediency is concerned, it would be pref¬ 
erable if the appeal could be considered prior to the 
trial. 

For the reasons stated and for the further reason 
that the issues involved will undoubtedly be ably pre¬ 
sented by the other parties to this proceeding, the ap¬ 
pellees Sawyer and Marzall have made no investigation 
as to the merits of the motion and will present no argu¬ 
ment here as to those matters. This brief will be con¬ 
fined to the questions raised by the Court as to the prac¬ 
tice in the Patent Office, the propriety of such practice, 
and the jurisdiction of the Patent Office in the proce¬ 
dural matters referred to by the Court. 

SUMMARY OF ARGUMENT 

1. Section 1(c) of the Trade-Mark Act of 1946 con¬ 
fers on the Commissioner of Patents the right to make 
rules and regulations, not inconsistent with law, in 
trade-mark cases. 

2. Neither the rules nor regulations of the Patent 
Office nor the policy followed by it impose any arbi¬ 
trary requirement that separate applications be filed 
for registrations under section 2(f) and registrations 
which are not under that section. 

3. The practice followed by the Patent Office with re¬ 
spect to the Quid Seal Company’s application here in¬ 
volved was proper. 

4. Whether or not the holding of the Patent Office 
that the application here involved could not be con¬ 
sidered under the provision of section 2(f) is correct is 


3 


a matter relating to the merits of the appeal and is not 
properly involved in determination of the present mo¬ 
tion. 

ARGUMENT 

Section 1(c) of the Trade-Mark Act of 1946 requires 
that applicants for trade-mark registration must com¬ 
ply “with such rules or regulations, not inconsistent 
with law, as may be prescribed by the Commissioner.” 
As was held by this Court in TJ. S. ex. rd. Steinmetz 
v. Allen, 22 Appeals D. C. 56, rules made pursuant to 
such a statutory provision are valid and have the force 
and effect of law in all matters to which they relate un¬ 
less they are inconsistent with the express provisions of 
the statute. In the present case, it has not been sug¬ 
gested that any of the rules or regulations of the Patent 
Office here involved are contrary to any express statu¬ 
tory provision. 

It appears that the Court’s inquiry in the present 
case is based at least partly on Rule 8.1 of the Patent 
Office Rules of Practice in Trade-Mark Cases. The 
first paragraph of that rule is as follows: 

“When registration is sought under section 2(f) 
of the act, the statement shall allege that regis¬ 
tration is requested on the Principal Register in 
accordance with that Section.” 

i 

It will be noted that the rule does not, by its terms, 
require separate applictions depending on whether or 
not registration is sought under the provision of sec¬ 
tion 2(f). All that is required is that the application 
shall definitely indicate whether or not the benefit of 
that section is sought. Nothing is said as to whether 


4 


an application which is not brought under section 2(f) 
can he amended to bring it under that section, or vice 
versa. 

The practice actually followed in the Patent Office 
with respect to the matter under consideration is as 
follows: 

If an application is filed which does not make men¬ 
tion of section 2(f), it is examined and acted upon 
without regard to that section. If it is determined 
by the Patent Office that the applicant is not en¬ 
titled to the registration sought, the applicant may 
amend his case to seek registration under the pro¬ 
vision of section 2(f), provided this is done 
promptly. If the applicant, however, elects to 
prosecute the case to a final action on the theory 
that he is entitled to registration without relying 
on section 2(f), he is then considered to have 
waived his right to seek the benefit of that section 
in that application. This is an entirely reason¬ 
able procedure and is consistent with the general 
policy of the Patent Office in not permitting a case 
which has been pursued to final action on one 
theory to be reopened on another theory. To per¬ 
mit such shifting would, in effect, require the Of¬ 
fice to examine two or more distinct applications 
for a single fee, which is contrary to the intent of 
the statutes. 

It will thus be seen that the Patent Office does not 
arbitrarily require separate applications depending on 
whether or not the benefit of section 2(f) is claimed, 
but that it merely refuses the right to convert an appli- 
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cation of one type to that of the other type after a cer¬ 
tain stage in prosecution has been reached. 

In the present case the application of the Gold Seal 
Company as filed made no mention of section 2(f). In 
connection with a petition to make special, it was cas¬ 
ually stated that 4 ‘the applicant is seeking registration 
of this trade-mark under section 2(f) of the Lanham 
Trade-Mark Act of July 5,1946.’’ However, the appli¬ 
cation was not amended to include a statement to the 
effect indicated and the application was published 
without any reference to section 2(f). In fact, the ap¬ 
plication even now has not been amended to include 
such a statement and, accordingly, does not comply 
with the express requirement of Rule 8.1 as to an ap¬ 
plication under section 2(f). During the opposition 
proceeding the question as to whether the application 
should be considered as one under section 2(f) was 
raised, and it was held by the Commissioner that, under 
all the circumstances of the case, it should not be so con¬ 
sidered. No holding was made that an application 
which originally did not rely on section 2(f) could 
never be amended to bring it under that section. On 
the contrary, the fact that the circumstances were dis¬ 
cussed in detail by the Commissioner is clear evidence 
that no such arbitrary rule was in existence. The pres¬ 
ent case, therefore, even on the merits merely presents 
the question as to whether the Commissioner’s ruling 
as to the particular circumstances involved was correct. 

It is noted that this case is before the Court on a mo¬ 
tion to dismiss an appeal and not for decision on the 
appeal itself. It would appear that the propriety of 
the r ulin g by the Patent Office as to whether the appli- 
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cation here involved should be considered under sec¬ 
tion 2(f) is a matter which, if it can be considered in 
this proceeding at all, relates to the merits of the con¬ 
troversy and not to the procedural question as to 
whether the appeal should be considered at this time. 

Moreover, this is an action under R. S. 4915 (35 
U.S.C. 63), which section is applied to trade-mark cases 
solely by analogy with the procedure in patent cases. 
It has been consistently held in patent cases that such 
a proceeding relates solely to the merits of the appli¬ 
cant’s right to a patent, and that questions of procedure 
may not properly be considered by the Court. Thus, in 
Shoemaker v. Robertson, 60 App. D. C. 345, 54 F. 2d 
456, this Court said: 

“In Butterworth v. Hoe, 112 U. S. 50, 68, it was 
ruled that the remedy by bill in equity under sec¬ 
tion 4915, R. S., applies only when the Commis¬ 
sioner decides to reject an application for a patent 
on the ground that the applicant is not on the 
merits entitled to it. In the present case the Com¬ 
missioner did not reject the application on the 
merits; he refused to consider it at all. 

“As to the proper remedy, if any, see Steinmetz 
v. Allen, 192 U. S. 543.” 

The case just quoted was cited with approval in the 
recent case of Gilbert et al. v. Marzcill, 87 U. S. App. 
D. C. 1; 182 F. 2d 389; and the holding that proce¬ 
dural relief could not be obtained in an action under 
R. S. 4915 was reaffirmed. It is accordingly submitted 
that a ruling in this case as to the propriety or impro¬ 
priety of Patent Office procedure would be out of place. 
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CONCLUSION 

It is submitted that the question of propriety of any 
rule or regulation of the Patent Office is not properly 
before the Court in an action under R. S. 4915 and espe¬ 
cially is not pertinent to the question as to whether an 
appeal should be considered in advance of the trial of 
the case. However, if such matters are to be consid¬ 
ered, it is thought that, for the reasons above set forth, 
the rules and regulations of the Patent Office here in¬ 
volved will be found to be entirely reasonable and 
proper and in no way inconsistent with any statutory 
provision express or implied. It may be noted that the 
rules and regulations here under consideration have 
been in effect for more than five years without any seri¬ 
ous question as to their irregularity having been 
raised; and that it does not appear that any party to 
the present proceedings is questioning such rules or 
regulations per se. The appellant’s quarrel is rather 
with the manner in which the regulations have been ap¬ 
plied than with the regulations themselves. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 
Attorney for Appellees, 

Charles Sawyer, 

Secretary of Commerce, 
and 

John A. Marzall, 

Commissioner of Patents. 

February, 1953. 
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Foe the District of Columbia Circuit 


Appeal No. 11,631 


Gold Seal Company, Plaintiff-Appellant, 

v. 

Sinclair Weeks, Secretary of Commerce, Robert C. 
Watson, Commissioner of Patents, and S. C. 
Johnson & Son, Inc., Defendants-Appellees. 


REPLY BRIEF OF APPELLEE, S. C. JOHNSON & SON, INCw 
ON MOTION TO DISMISS APPEAL 


This reply brief is limited to those points which are 
germane to the Motion to Dismiss Appeal. Appellee S. C. 
Johnson & Son, Inc., is not replying to those portions of 
appellant’s brief which concern the merits of its appeal 

THE ISSUE 

Of the fonr questions enumerated at page i of appellant’s 
brief, only the first is applicable to the present motion to 
dismiss. Jurisdiction of the Court to hear this appeal 
depends upon whether or not appellant’s complaint, seek¬ 
ing issuance of a single registration on the basis of a single 
application, includes two separable claims, one claim for 
a registration of a so-called 41 technical” trade-mark and 
one claim for a registration under the exception of Section 
2(f). 
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ORDER OF THE DISTRICT COURT 

It is apparently the position of appellant that the order 
of the District Court makes piecemeal disposition of its 
complaint. While appellant is seeking a single registration 
on the basis of its single application, it contends that, in the 
event the words glass wax are held unregistrable as a 
“technical” trade-mark, the District Court should then 
decide whether or not the Commissioner of Patents 
properly refused to consider the application as one under 
the provisions of Section 2(f). If the District Court finds 
that the Commissioner was in error in refusing to recognize 
appellant’s application as one under Section 2(f), then 
appellant asks that the District Court proceed to hold that 
the words glass wax are registrable under Section 2(f) even 
though the question of registrability has not heretofore 
been decided or considered by the Commissioner of Patents. 

As the District Court did not wish to consider this ques¬ 
tion of registraJbility of the words glass wax under Section 
2(f) before the Commissioner of Patents had rendered a 
decision on the registrability of those words, it entered an 
order dismissing the complaint insofar as it related to 
appellant’s claim to a registration of the words glass wax 
under the provisions of Section 2(f). This order did not 
dismiss appellant’s claim that the Commissioner of Patents 
wrongfully refused to recognize its application as seeking 
registration under Section 2(f). 

Appellant contends that the order of the District Court 
disposes of a separate claim because it excludes from the 
trial any evidence that the words glass wax have become 
distinctive of appellant’s product. While the “same 
evidence test” is valid as a positive test for determining the 
identity of causes, the same legal wrong may be found in 
the assertion of two entirely different sets of facts. United 
States v. United States Gypsvm Co., et aL, 51 F. Supp. 613. 

In terms of Judge Stephens’ opinion in the Gypsum case, 
and the cases quoted in footnote 17, the refusal of the Com¬ 
missioner to grant the registration is a single legal wrong 
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regardless of what reasons or factual circumstances may he 
advanced to correct the wrong. Hence, the elimination be¬ 
fore trial of the issue of registrability under Section 2(f) 
does not finally adjudicate the appellant’s claim to a regis¬ 
tration. 

There is an abundance of authority for the proposition 
that the Court, in an action under R.S. 4915, will not con¬ 
sider any claim of an applicant which has not been decided 
on its merits by the Patent Office tribunals. Lucke v. Coe, 63 
App. D.C. 61, 69 F. 2d 379; Chessin v. Robertson, 61 App. 
D.C. 376, 63 F. 2d 267, cert denied 289 IJ.S. 725, 53 S. Ct 
523; Durham v. Seymour, 6 App. D.C. 78; Gilbert v. MarzaU, 
87 App. D.C. 1, 182 F. 2d 389; Butterworth v. U.S. ex rd . 
Roe, 112 U.S. 50, 5 S. Ct. 25. 

Inasmuch as the Patent Office tribunals did not pass upon 
the question of whether or not the words glass wax are 
registrable under the provisions of Section 2(f) of the 
Trade-Mark Act of 1946, appellant, in this suit under R.S. 
4915, cannot ask the Court db initio to rule upon a question 
which has not been decided on its merits by the Patent 
Office tribunals. Therefore, the District Court properly 
ordered the dismissal of that part of plaintiff’s claim for 
relief which sought registration of the words glass wax 
under the provisions of Section 2(f). 

RULE 54(b) AMENDED TO PREVENT PIECEMEAL APPEALS 

Appellant has appealed from an order which only 
partially dismisses its claim to a registration, even though 
the District Court entered the order in compliance with the 
requirements of Rule 54(b). - Situations of this type 
brought about the amendment to Rule 54(b). As stated by 
this Court in Creel v. Creel et al., 87 App. D.C. 79; 184 F. 
2d 449: 

' “... the purpose of the amendment to Rule 54(b) was 
to make clear that orders making piecemeal disposition 
of an action were not made appealable by virtue of the 
power of the court to enter them under Rule 54(b) ...”. 
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Piecemeal appeals are permissible only in those situa¬ 
tions where injustice will result from delay in the appeal 
of an order finally adjudicating a claim in a multiple claim 
action. In commenting on Rule 54(b), the Supreme Court 
has pointed out that piecemeal review should be permitted 
only when there is danger of denying justice by delay. 
Dickinson v. Petroleum Conversion Corp., 338 U.S. 507, 70 
S. Ct 322. Despite the wording of the order of the District 
Court that there is no reason for delay, postponement of 
an appeal until after trial will not result in any injustice or 
undue burden upon appellant. In these circumstances, this 
Court does not have jurisdiction to review an order of the 
District Court which only partially disposes of the action 
even though the order entered by the District Court 
complies with the requirements of Rule 54(b). 

ORDER ON APPEAL MAY BE RENDERED MOOT BY DECISION 

OF TRIAL COURT 

If the Court dismisses this appeal, the case will proceed 
to trial on the issue of whether or not the words glass wax 
are registrable as a so-called “technical” trade-mark. In 
the event the District Court, after trial, decides that the 
words glass wax should be registered as a so-called 
“technical” trade-mark, the question of the registrability 
of these words under the provisions of Section 2(f) will be 
moot. 

Should the trial court decide that registration of the 
words glass wax is prohibited by the provisions of Section 
2(a) of the Trade-Mark Act of 1946 because those words 
comprise deceptive matter, the bar to registration will be 
absolute, for the exception of Section 2(f) is not applicable 
where the registration is prohibited by Section 2(a). Again, 
any question of registrability under Section 2(f) will be 
moot. 

Only if the trial court finds that registration is barred by 
Section 2(e) will the propriety of the District Court order 
have any bearing on the case, and it will then be proper for 
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appellant to appeal not only from the final decision of the 
trial court, but from the order which it is now prematurely 
attempting to bring to a hearing before the Court of 
Appeals. 

APPELLANT HAS NOT PLEADED ADMINISTRATIVE 
PROCEDURE ACT 

Appellant’s complaint was filed in the District Court 
almost a year ago. Now, in its brief on the motion to dis¬ 
miss this appeal, it for the first time asserts that the Com¬ 
missioner of Patents has violated the Administrative Pro¬ 
cedure Act. Appellant’s complaint does not allege any 
jurisdiction under the Administrative Procedure Act. 
Appellant’s complaint does not allege any violation of the 
Administrative Procedure Act. Appellant’s complaint does 
not seek any relief under the Administrative Procedure 
Act. 

In view of the fact that appellant’s complaint is silent 
insofar the Administrative Procedure Act is concerned, this 
• Court should not give cognizance to appellant’s assertion 
in its brief that the Commissioner has violated the Admin¬ 
istrative Procedure Act or that appellant has claims for 
relief recognized by the Administrative Procedure Act. As 
the complaint does not include a claim for relief under the 
Administrative Procedure Act, how can appellant contend 
that the District Court has dismissed such a claim? 

PRACTICE AND RULES CONCERNING APPLICATIONS UNDER 

SECTION 2(f) 

At pages 12-19 of its main brief, appellee S. C. Johnson 
& Son, Inc., has accurately described the Patent Office 
Practice in Trade-Mark Cases. Any competent evidence 
introduced by appellant (as intimated at page 17 of 
appellant’s brief) can only verify this statement. 

Furthermore, appellee S. C. Johnson & Son, Inc., has re¬ 
peatedly stated that the order here on appeal merely ex¬ 
cludes from this trial any consideration of the registrability 



of the words glass wax under Section 2(f); it does not 
exclude from this trial the question of whether or not the 
Commissioner properly refused to recognize the applies 
tion as one relying upon Section 2(f). 

As pointed out in the Commissioner’s brief (p. 4), an 
applicant at any time before his application is finally re¬ 
fused, or finally allowed, during ex parte prosecution may 
amend the application to rely upon the provisions of Sec¬ 
tion 2(f) provided the original application did not rely 
upon the exception of that section. In the interest of an 
orderly procedure in the Patent Office, once a final deter¬ 
mination has been made during the ex parte prosecution of 
the application, the applicant cannot thereafter revise his 
application or change the basis for it. 

Inasmuch as appellant did not at any time during the 
ex parte prosecution of its application submit evidence of 
distinctiveness as required by Rule 8.1 of the Rules of 
Practice then in effect, its application was not considered 
as one under Section 2(f). Appellant’s application was 
published in the Official Gazette for March 23,1948, without 
mentioning Section 2(f). In that same issue of the Official 
Gazette, several other applications were published with the 
notation “Under Section 2(f)”. Hence, there is no justi¬ 
fication for the statement on page 3 of appellant’s brief that 
at the “time of the publication of its application, the 
Official Oazette did not necessarily indicate whether a trade¬ 
mark was published under the provisions of Section 2(f) 
or not”. 

Appellant did not comply with the prescribed rules of 
practice, namely, Rule 8.1, in effect at the time of filing of 
its application, so appellant cannot now be heard to complain 
that the Commissioner refused to consider its application 
as being under Section 2(f) on the basis of postscribed 
rules. Nothing in the provisions of Rule 8.1 in effect at the 
time of filing of the application or now in effect is incon¬ 
sistent with law. Therefore, the rule had the force and 
effect of law. This principle was established by this Court 
in U. S. ex rel. Steinmetz v. AUen, 22 App. D.C. 56. While 
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the Supreme Court in U. 8. ex rel. Steimmetz v. Allen, 192 
U.S. 543, 24 S. Ct. 416, reversed the decision of this Court, 
the reversal was not of the principle that the rules of prac¬ 
tice promulgated by the Commisisoner of Patents have the 
force and effect of law. On the contrary, the Supreme 
Court reversed the decision because the Examiner in the 
Patent Office had failed to follow the prescribed rules, and 
because another rule was inconsistent with law. 

Appellants brief fails to show how, in any way, Rule 8.1 
has at any time been inconsistent with law. In the absence 
of Rule 8.1, an applicant could repeatedly shift the basis 
for an application by relying upon Section 2(f) or not. 
Under such conditions, the prosecution of ah application 
for registration in the Patent Office could well be endless. 
Moreover, once an application was published for opposi¬ 
tion, the opposer would be at a loss to decide whether or not 
he should oppose it on the basis as an application under 
Section 2(f) or on the basis of a so-called “technical” 
trade-mark. 

CONCLUSION 

It is the position of appellee S. C. Johnson & Son, Inc., 
that the order of the District Court here on appeal did not 
dismiss appellant’s complaint insofar as it relates to a claim 
that the Commissioner of Patents improperly refused to 
recognize the application as one seeking registration under 
Section 2(f). Appellant filed in the Patent Office only one 
application which was involved in a single opposition pro¬ 
ceeding and appellant seeks only a single registration. In 
this situation, where appellant has asserted alternative 
reasons why a registration should be granted, first,' for 
the reason that the words glass wax are a technical trade¬ 
mark, and second, for the reason that the words glass wax 
have acquired a secondary meaning under Section 2(f), 
this Court cannot properly find that these reasons are mul¬ 
tiple, separable claims within the meaning of Rule 54(b). 
Merely by wording the order in conformance with the re¬ 
quirements of Rule 54(b), the District Court cannot confer 





appellate jurisdiction upon this Court where the order does 
not finally dispose of any one or more of multiple claims. 

This motion to dismiss should be granted because the 
order of the District Court only partially disposes of 
appellant’s claim to a registration.; it does not finally dis¬ 
pose of any one claim and therefore is not a final adjudica¬ 
tion appealable to this Court prior to trial of the remaining 
issues. The question here on appeal could be rendered moot 
by the decision of the trial court. It is the intent of Buie 
54(b), as amended, to avoid piecemeal review by the Courts 
of Appeal unless delay in the appeal would result in in¬ 
justice to the parties. Therefore, an order, such as the one 
here on appeal, that makes piecemeal disposition of the 
action is not made appealable by virtue of the power of the 
District Court to enter the order under Rule 54(b). 

S. C. Johnson & Son, Inc. 

By : Francis C. Browne 

William E. Schuyler, Jr. 

Andrew B. Beveridge 
Attorneys for 
S. C. Johnson & Son, Inc. 
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Washington 4, D. C. 

Metropolitan 8-6181 

March 10,1953 

Copies of the foregoing Reply Brief were duly served 
this 10th day of March, 1953, by mailing the same first class 
mail to E. L. Reynolds, U. S. Patent Office, attorney for 
appellees, Sinclair Weeks, Secretary of Commerce, and 
Robert C. Watson, Commissioner of Patents, and to Beale 
and Jones, 711 14th Street, N. W., Washington 5, D. C., 
attorneys for appellant. 

William E. Schuyler, Jr. 
Attorney for 

S. C. Johnson & Son, Inc. 









